TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not binding
precedent of the Board.

Paper No. 21

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte ODDBJORN HALLENSTVEDT

Appeal No. 99-0214
Appl i cati on No. 08/372, 126

ON BRI EF

Bef ore CALVERT, ABRAMS, and McQUADE, Adm nistrative Patent
Judges.

ABRAMS, Adm ni strative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe decision of the exam ner
finally rejecting clainms 5-18, which constitute all of the

clainms remaining of record in the application.

! Application for patent filed January 13, 1995.
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The appellant's invention is directed to the conbination
of a seat for a sealing ring and a sealing ring seated in the
seat (clains 8-14), and to a seat for a sealing ring (clains
15-18). The clains on appeal have been reproduced in an

appendi x to the Brief.

THE REFERENCE

Kondoh et al. (Kondoh) 4,776, 768 Cct. 11,

1988

THE REJECTI ON

Clainms 5-18 stand rejected under 35 U . S.C. 8 103 as being
unpat ent abl e over Kondoh.

The rejection is explained in Paper No. 17 (the fina
rejection).

The opposi ng viewpoi nts of the appellant are set forth in

the Bri ef.

OPI NI ON
The test for obviousness is what the conbi ned teachi ngs of

the prior art woul d have suggested to one of ordinary skill in
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the art. See, for exanple, In re Keller, 642 F.2d 413, 425,
208 USPQ 871, 881 (CCPA 1981). In establishing a prina facie
case of obviousness, it is incunbent upon the exam ner to
provi de a reason why one of ordinary skill in the art would
have been led to nodify a prior art reference or to conbine
reference teachings to arrive at the clained invention. See EX
parte C app, 227 USPQ 972, 973 (Bd. Pat. App. & Int. 1985). To
this end, the requisite notivation nust stem from sone
teachi ng, suggestion or inference in the prior art as a whol e
or fromthe know edge generally avail able to one of ordinary
skill in the art and not fromthe appellant's disclosure. See,
for exanple, Uniroyal, Inc. V. Rudkin-Wley Corp., 837 F.2d
1044, 1052, 5 USPQ@2d 1434, 1052 (Fed. Cr.), cert. denied, 488
U S. 825 (1988).

The appellant’s invention is directed to a seat for an
el astic sealing ring of the type used to seal around a rotating
shaft. The invention provides an annul ar groove into which a
portion of the elastic seal (a bead) is displaced when the sea
is pressed into position. Fromthe description in the

specification, there appear to be five features of the
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invention. The first of these is formng a sharp edge or
corner (22) where the groove intersects with the inner seat
defining surface (5), which prevents the seal fromnoving in
that direction by interacting with the bead that extends into
the groove. This clearly is taught by Kondoh, and is not an
I ssue in the case. The second feature is inclining the wal
(24) of the annul ar groove opposite the edge at an angl e of
“about" fifteen degrees relative to the seat defining surface
(5), which “provides the | east possible resistance to pressing
the sealing ring into the seat” (page 2). A “gentle
transition” of the inclined wall (24) relative to the seat
defining surface (5) is another feature of the invention. The
final two features are that the axial extent of the groove is
“approxi mately 20-30% of the axial length of the seat defining
surface (5), and the depth of the annular groove is
“approximately 5-7% of the axial length of the seat defining
surface (5).

Kondoh di scl oses neans for sealing around a rotating shaft
whi ch, as shown in Figure 10, conprises a pair of axially
spaced grooves (223) and an elastic sealing ring. As is the

case in the appellant’s invention, the sealing ring is pressed
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into place, whereupon a sharp edge (294) in each groove engages
the a bulge in the sealing ring to hold it in position. Each
of Kondoh’s grooves has a first surface perpendicular to the
seat defining surface and a second surface that appears from
the drawing to be at about a 45 degree angle thereto, although
no specific information on this point is set forth in the
witten description. Nor is information provided regarding the
| ength or depth of the grooves.

W agree with the exam ner that all of the subject matter
recited in claim5 is disclosed by Kondoh, except for the
requi renent that the inclined groove wall be at an angl e of
“about” fifteen degrees. However, we do not agree with the
exam ner that “this is a nere difference in degree fromthat
shown by Kondoh and, therefore, would have been obvious” (Paper
No. 17, page 2). Qur conclusion is grounded in the fact that
the appell ant has established in the specification that this
limtation is critical in that it “provides the | east possible
resi stance” to pressing the sealing ring into place.
Consi dering that the angle of the conparable groove wall in
Kondoh appears to be about three tines the clainmed val ue, and

t hat Kondoh evi dences no concern for the problem solved by this
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feature of the appellant’s invention, it is our view that the
teachings of the reference fail to establish a prinma facie case
of obviousness wth regard to the subject matter recited in
claim5. Mreover, the exam ner has not pointed out, and we
fail to perceive on our own, any teaching, suggestion or
i ncentive which would have | ed one of ordinary skill in the art
to nodify the Kondoh grooves so that this particular wall is
inclined at an angle of about fifteen degrees.

For the reasons set forth above, we will not sustain the
rejection of claimb5 or clainms 6-11, which depend therefrom

The sane rationale applies to i ndependent claim 15, which
is directed to a seat for an elastic sealing ring and which
requires, inter alia, that the axial extent of the annular
groove in the seat be “approximtely 20-30% of the |ength the
internal |ateral surface of the sealing ring. The
specification establishes that this is a critical value, for it
is a factor in making mlling the groove very sinple with a
m ni mrum of material waste (page 2). Kondoh is silent here as
to the problemsolved by this particul ar neasurenent, and

provides no hint as to the size relationship of the groove to
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the length of the sealing ring in the patented invention, and
therefore one is left only to analyze the showing in the
drawing. We find ourselves in agreenent with the appell ant
that even considering the drawings in the nost favorable |ight,
the axial extent of the each of the grooves does not conply
with the terns of the claim |In this regard, we note that the
common neani ng of “approximately” is “to cone near,”2 which in
our viewis not the case with regard to the axial extent of the
Kondoh groove.

Therefore, a prima facie case of obviousness also is not
established with respect to the subject matter of independent
claim 15 or of clainms dependent claim 16-18. The rejection of
clainms 15-18 is not sustained.

We reach the opposite conclusion with regard to
I ndependent claim 12, however. This claimcontains neither of
the nunerical limtations discussed above, and the point at
Issue is the requirenent “said inclined side [24] snoothly
transitioning to said internal lateral surface [5].” The

appel | ant has not expl ained where in the specification guidance

2 See, for exanple, Merriam Wbster’s Collegiate
Dictionary, Tenth Edition, 1996, page 58.
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is provided for determ ning the nmeaning of the phrase “snoothly
transitioning,” other than to use the words “gentle transition”
to describe it, which provides no greater clue to its neaning
than the original phrase. This being the case, from our
perspective one of ordinary skill in the art would have

appreci ated that the transition between the inclined surface
and the lateral surface for seating the sealing ring nust be
snoot h enough to allow the | eading edge of the sealing ring to
pass without difficulty. This conclusion is supported by
Kondoh, which teaches providing inclined walls at two places so
that the sealing ring can be “snoothly inserted.” The first is
wal | 291, which is at the entrance to the cavity in which the
sealing ring is installed, and the second is the inclined
surface of the contacting grooves 293 and 294 (see colum 4,
lines 20-27). It therefore is our view that in the Kondoh
construction the inclined groove wall is “snoothly
transitioning” to the internal lateral surface to the extent
required by claim 12, and therefore a prinma facie case of

obvi ousness is established and the rejection of claim12 is

sust ai ned.
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Claim 13 adds to claim 12 the requirenment that the axia
extent of the groove be approximately 20-30% of the axia
| ength of the inner |ateral surface of the seat, and claim 14
that the inclined side is inclined at about fifteen degrees.
As we expl ained above in our refusal to sustain the rejections
of clains 8 and 15, it is our view that these limtations would
not have been obvious in view of the record before us, and for
the sane reasons we will not sustain the rejection of clains 13

and 14.

SUMVARY
The rejection of clains 8-11 and 13-18 is not sustained.
The rejection of claim12 is sustained.

The decision of the examiner is affirnmed-in-part.
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No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).
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