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The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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Bef ore CALVERT, ABRAMS and STAAB, Adm nistrative Patent
Judges.

STAAB, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on an appeal fromthe exam ner’'s fina
rejection of clains 2-5, 14-19 and 21. dains 6-13 and 20,
the only other clains pending in the application, have been

Wi t hdrawn from consi deration pursuant to 37 CFR 8 1.142(b) as
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not bei ng readable on the el ected species. An anmendnent filed
subsequent to the final rejection on July 11, 1997 (Paper No.
12) has been approved for entry by the exam ner. See the
advisory letter mailed July 28, 1997 (Paper No. 13).

Appel l ants’ invention pertains to a depilation apparatus
conprising a depilation nmenber for gripping hairs on human
skin and pulling the hairs fromthe skin. Caim2l, the sole
I ndependent claimon appeal, is illustrative of the appeal ed
subject matter. A copy of claim2l1 is found in an appendix to
appel lants’ main brief.

The references of record relied upon by the exam ner as

evi dence of obvi ousness are:

Sci pl e 919, 649 Apr. 27,
1909
Garenfeld et al. (Garenfeld) 5, 346, 499 Sep. 13,
1994

Clainms 2-5, 14-19 and 21 stand rejected under 35 U.S. C
8 103 as being unpatentable over Garenfeld in view of Sciple.?
Ref erence is nade to appellants’ main and reply briefs

(Paper Nos. 16 and 18) and to the exam ner’s answer (Paper No.

A rejection of clainms 2-5, 14-19 and 21 under 35 U S. C
8§ 112, second paragraph, nade in the final rejection has been
Wi t hdrawn. See Paper No. 13.
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17) for the respective positions of appellants and the

exam ner regarding the nerits of this rejection.
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Looking first at appellants’ specification, it is
expl ai ned on page 1 that in a known depil ati on appar at us,

the depilation nenber conprises a pair of cooperating
rollers, while the vibration nenber conprises a
screen
pl ate whi ch conprises hair passage openi ngs and which
prevents the skin from being gripped by the
depi |l ati on menber. The screen plate is pivotable with
respect to
t he housing of the apparatus and is drivable by an
el ectric notor of the apparatus into a pivoting
oscillating novenent. Wen the known depil ation
apparatus is placed on the skin to be depilated, the
screen plate exerts nechani cal vibrations on the skin.
Sai d nechani cal vibrations have an anaestheti zi ng effect
on the skin, relieving pain sensations experienced when
hair is being pulled fromthe skin by the depilation
menber .

A di sadvant age of the known depilation apparatus is
that the oscillating screen plate is confortable on parts
of the skin which overlie a relatively soft tissue and
hence are relatively insensitive to nechanica

vi brati ons, but rather unconfortable on parts of the skin
whi ch cl osely overlie a bone and hence are relatively
sensitive to mechani cal vi brati ons.

An objective of appellants is to provide a depilation
apparatus that is confortable both on parts of the skin that
closely overlie a bone and parts of the skin that overlie

relatively soft tissue. To this end, appellants include a
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vi bration nenber having flexible protrusions. As explained on
page 2 of the specification,

[0o]n parts of the skin which overlie a relatively

soft tissue and hence are relatively insensitive to

nmechani cal vibrations, the flexible protrusions are

not bent so that the nechanical vibrations penetrate

deeply into the skin and into the underlying tissue,

and an adequat e anaestheti zing effect is achieved.

On parts of the skin which closely overlie a bone

and hence are relatively sensitive to nechanica

vi brations, the flexible protrusions are bent, so

t hat unconfortabl e nechanical vibrations of the bone

underlying the skin are [imted as far as possible.

Garenfeld, the examner’s prinmary reference, discloses
a depilation apparatus 1 having a first depilation nenber
3 conprising a first set of counter rotating rollers 5, 6, and
a second depil ation nenber 4 conprising a second set of
counter rotating rollers 5, 6. Grenfeld further includes a
vi bration nmenber in the formof a pivotally nounted screen
pl ate 15 having hair passage openi ngs therethrough which
prevent skin from being gripped by the rollers of the
depi l ati on nmenbers while allowing hair to pass through the
openings to the rollers. The vibrations of the screen have an
anaest heti zing effect on the skin to relieve pain sensations
experienced when hair is being pulled fromthe skin. Colum

2, lines 48-53. Thus, Garenfeld is akin to the known

5
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apparatus referred to by appellants on page 1 of the

speci fication.

In rejecting the appeal ed clainms under 35 U S.C. 8§ 103,

t he exam ner concedes that Garenfel d does not disclose
flexible protrusions on the vibration nenber, as called for in
i ndependent claim21. Neverthel ess, the exanm ner considers
that it would have been obvious to one of ordinary skill in
the art to provide Garenfeld' s vibration nenber with a
plurality of flexible protrusion “since the flexible
protrusions are notorious[ly] old and well known in the art
for the confortableness [sic] and easily transmtting [sic]
vibration forces into the body” (answer, page 5).

W will not sustain this rejection.

The test for obviousness is what the conbi ned teachi ngs
of the references woul d have suggested to one of ordinary
skill inthe art. 1Inre Keller, 642 F.2d 413, 425, 208 USPQ
871,

881 (CCPA 1981). The mere fact that the prior art could be so

nodi fied in the manner proposed by the exam ner woul d not have
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made the nodification obvious unless the prior art suggested
the desirability of the nodification. 1In re Gordon, 733 F.2d
900, 902, 221 USPQ 1125, 1127 (Fed. Cir. 1984). Here, the
appl i ed references sinply would not have suggested the
desirability, and thus the obvi ousness, of the proposed

nodi fication. 1In this regard, the exam ner’'s rationale,
guot ed above, for providing flexible protrusions on the screen
plate of Garenfeld in view of Sciple does not suffice. First,
the test for obviousness is not what is “notorious[ly] old and
well known in the art.” Second, it is questionable whether
Scipl e teaches that prongs 23 increase confort or facilitate
transm ssion of vibration forces into the body, as inplied by
the examner. |In this regard, the only instance in Sciple
where the prongs 23 are nentioned occurs on page 2, |lines 6-
10, wherein it is stated the applicator 22 “is nol ded or

ot herwi se formed of rubber or other suitable elastic material,
and is preferably provided with a plurality of projecting
flexible prongs 23 for application to the body of the
patient.” In addition, in that the provision of protrusions
on the screen plate of Garenfeld woul d cause the screen plate,
and thus the depilation nenbers of the apparatus, to be spaced

7
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fromthe surface of the skin, it is unclear whether the
apparatus of Garenfeld would still be suitable for its

i ntended purpose if nodified in the manner proposed by the

exam ner .
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In light of the foregoing, it appears to us that the
proposed nodification of Garenfeld in view of Sciple is based
on the use of inpermssible hindsight know edge derived from
appel l ants’ own di sclosure, rather than on the fair teachings
of the references.

The decision of the exam ner is reversed.

REVERSED
)
| AN A CALVERT )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT

NEAL E. ABRAMS )
Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES

LAVRENCE J. STAAB
Adm ni strative Patent Judge

LJS: hh
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Cor por at e Patent Counsel
U.S. Philips Corporation
580 Wiite Pl ai ns Road
Tarrytown, NY 10591
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