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DECI S| ON ON APPEAL

This is a decision on the appeal fromthe final rejection
of clains 1-24. An anendnent filed January 8, 1998 after
final rejection, which canceled clains 11, 12, 18, and 19, was
approved for entry by the Exam ner. Accordingly, the
rejection of clainms 1-10, 13-17, and 20-24 is before us on
appeal .

The clainmed invention relates to a data reproducing

apparatus for reproducing data froma magnetic disk in which
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plural tracks having data recorded thereon are concentrically

or spirally formed on a recording surface of the disk

Address information specifying the tracks is recorded on the

correspondi ng tracks by changing a direction of magnetization

inacircunferential direction of the disk. In a termna

region of the address information, termnal information is

al so formed by magnetization in a predeterm ned direction.
Caimlis illustrative of the invention and reads as

fol | ows:

1. A magnetic disk having plural tracks for
recordi ng data concentrically or spirally forned on a
recordi ng surface thereof,

wherei n address information for specifying the
tracks is recorded on the corresponding tracks as a
direction of magnetization in a circunferential direction
of the disk, so that a first polarity in a first
circunferential direction of the disk represents a one,
and an opposite polarity in an opposite circunferentia
direction of the disk represents a zero, of the address
i nformati on corresponding to a Grey code between
nei ghbori ng tracks, and wherein term nal information
magnetized in a predetermned direction is recorded in a
term nal region of the address information.

The Exam ner relies on the following prior art:

Duffy et al. (Duffy) 5,262, 907 Nov. 16,
1993

Fi sher 5, 384,671 Jan. 24,
1995

(filed Dec. 23, 1993)
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Enor i 5,442, 499 Aug. 15,
1995
(filed Jan. 25, 1994)
Kurom ya et al. (Kuromya) 5, 585, 989 Dec. 17,
1996

(filed Nov. 23, 1994)

Cains 1-10, 13-17, and 20-24 stand rejected under 35
U S C § 103. As evidence of obviousness, the Exam ner offers
Duffy in view of Enori wth respect to clains 1 and 5, adds
Fi sher to the basic conbination with respect to clains 2-4, 8,
and 13-17, and adds Kurom ya to the basic conbination with
respect to clainms 3, 6, 7, and 9. Wth respect to clains 10
and 20-24, both Fisher and Kurom ya are added to the basic
conbi nation of Duffy and Enori.

Rat her than reiterate the argunents of Appellant and the
Exam ner, reference is nade to the Brief and Answer for the
respective details.

CPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the Exam ner, the argunents
i n support of the rejection and the evidence of obvi ousness
relied upon by the Exam ner as support for the rejection. W

have, |ikew se, reviewed and taken into consideration, in
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reachi ng our decision, Appellant’s argunments set forth in the
Brief along with the Exam ner’s rationale in support of the
rejection and argunents in rebuttal set forth in the
Exam ner’s Answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the |level of skill in
the particular art would not have suggested to one of ordinary

ski Il
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in the art the obviousness of the invention as set forth in
clainms 1-10, 13-17, and 20-24. Accordingly, we reverse.

In rejecting clains under 35 U S.C. 8§ 103, it is
I ncunbent upon the Exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837
F.2d 1071, 1073, 5 USPQd 1596, 1598 (Fed. Cir. 1988). 1In so
doi ng, the Exam ner is expected to nmake the factua

deternmi nations set forth in G ahamv. John Deere Co., 383 U.S.

1,

17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been | ed
to

nodi fy the prior art or to conbine prior art references to
arrive

at the clainmed invention. Such reason nust stemfrom sone
teachi ng, suggestion, or inplication in the prior art as a
whol e

or know edge generally available to one having ordinary skil
In

the art. Uniroval. Inc. v. Rudkin-WIley Corp., 837 F.2d 1044,

5
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1051, 5 USPQR2d 1434, 1438 (Fed. Cir.), cert. denied, 488 U S.

825

(1988); Ashland G 1, Inc. v. Delta Resins & Refractories,

I nc.,

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U. S. 1017 (1986); ACS Hosp. Sys., Inc. v.

Montefiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These show ngs by the Exam ner are an essenti al

part
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of conplying with the burden of presenting a prinma facie case

of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

usPQ2d
1443, 1444 (Fed. Cir. 1992).

Wth respect to i ndependent clainms 1, 6, 15, and 22, the
Exam ner, as the basis for the obviousness rejection, applies
agai nst the appeal ed cl ai ns vari ous conbi nati ons of the Duffy,
Kurom ya, and Fisher references, each of which are directed to
recordi ng device structures. As recognized by the Exam ner,
these references do not disclose Appellant’s clainmed feature
of having termnal information * . . . recorded in a termna
region of the address information,” a specific recitation of
which is present in each of the independent clains on appeal.
To address this deficiency, the Exami ner turns to Enori and,
in particular, Enori’s illustrations in Figures 7 and 11(a)
and acconpanyi ng description at colum 7, lines 1-49.
According to the Exam ner (Answer, page 4), Enori provides a
teaching of term nal information, which the Exam ner has
identified as the illustrated “timng pattern,” being recorded
in the termnal region of the address information. The

7
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Exam ner asserts the obviousness to the skilled arti san of

nodi fying the applied prior art “ . . . to
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i nclude the teachings of Enori, notivation being to detect
servo information nore precisely even when noi ses are included
as set forth in col. 3, lines 28-30 of Enori.” (ld.)

In response, Appellant asserts a failure of the Exam ner

to establish a prima facie case of obviousness since all the

claimlimtations are not taught or suggested by the prior
art. In making this assertion, Appellant, rather than
attacking the conbinability of Enori with the other applied
references, instead contends that, contrary to the Exam ner’s
interpretation, Enori does not provide a disclosure of
termnal information recorded in a termnal region of the
address information as required by each of the appeal ed

i ndependent clains. |In particular, Appellant argues (Brief,
page 4) that Enori’s timng pattern, which the Exam ner
identifies as the terminal information, is at the end of the
AGC field, not at the end of the Grey code zone which contains
Enori’s address information.

After review ng the disclosure of the Enori reference, in
light of the argunments of record, we are in agreenent with
Appel lant’ s position as stated in the Brief. Qur
interpretation of the disclosure of Enori coincides with that

9
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of Appellant, i.e., the timng bit terminal information is

| ocated at the end of the AGC field as illustrated in Enori’s
Figure 7. W are persuaded by Appellant’s contention (Brief,
page 4) that, since Enori provides a clear disclosure that the
check code pattern containing the address information and the
timng pattern are forned in separate zones, there is no basis
for the Exam ner’s conclusion that Enori’s timng pattern is

| ocated in the termnal portion of the address information
regi on.

We have taken note of the Exam ner’s argunent (Answer,
page 15) that contends that Enori’s timng pattern appears
after the track address just as Appellant’s disclosed term na
information. W do not find such argunent to be persuasive.
Wiile there is no doubt that Enori’s timng pattern appears
after the address information, it is equally true that, as
di scussed supra, such timng pattern termnal information is
not in the termnal region of the address information as
required by the clains on appeal.

Since all of the claimlimtations are not taught or
suggested by the applied prior art, it is our opinion that the

Exam ner has not established a prima facie case of obvi ousness

10
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with respect to appeal ed i ndependent clains 1, 6, 15, and 22.

Accordingly, the Examner’s 35 U . S.C. §8 103 rejection of

11
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i ndependent clains 1, 6, 15, and 22, as well as clainms 2-5, 7-
10 13, 14, 16, 17, 20, 21, 23, and 24 dependent thereon, is
not sustained. Therefore, the decision of the Exam ner

rejecting clains 1-10, 13-17, and 20-24 is reversed.

REVERSED

JOSEPH F. RUGE ERO
Adm ni strative Patent Judge

)

)

)

)

) BOARD OF PATENT
PARSHOTAM S. LALL ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
)
)
)

HOMRD B. BLANKENSHI P

Adm ni strative Patent Judge

JFR: hh
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