TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 12

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte DI ETER MAUER

Appeal No. 99-0165
Application 08/478, 070!

ON BRI EF

Bef ore FRANKFORT, STAAB and McQUADE, Adm nistrative Patent
Judges.

McQUADE, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

D eter Mauer appeals fromthe final rejection of clains

16 through 21, all of the clainms pending in the application.

! Application for patent filed June 7, 1995. According
to appellant, the application is a division of Application
08/ 154,649, filed Novenber 18, 1993, now U. S. Patent No.
5,478,051, issued Decenber 26, 1995, which is a division of
Application 07/857,021, filed March 24, 1992, now abandoned.
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W reverse.

The invention relates to a conveying belt having a
plurality of conponents integrally connected thereto at spaced
intervals. The belt is used to sequentially present the
conmponents at a nmanufacturing |line assenbly station where the
conponents are separated fromthe belt. daim1il16 is
illustrative and reads as foll ows:

16. An elongated belt for use in presenting portions
therepf.at an assenbly point in a manufacturing process
conpri si ng:

an el ongated thread nenber;

a plurality of guide elenments arranged sequentially al ong
sai d nmenber;

at | east one positioning bore in each of said guide
el enents for use in positioning said belt; and

a plurality of conponent parts, each of said conponent
parts being integrally connected to one of said guide el enents
for sequential presentation to the assenbly point;

said positioning bore in each of said guide el enents
having a fixed spatial relationship to said connected
conponent part.

The references relied upon by the exam ner as evidence of
anti ci pati on and obvi ousness are:

Erlichman 4,008, 302 Feb. 15,

1977
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Sugi naka 55-112735 Aug. 30,
1980
(Japanese Patent Docunent)?

The appeal ed clains stand rejected as foll ows:

a) clainms 16, 17, 20 and 21 under 35 U. S.C. 8§ 102(b) as
bei ng antici pated by the Japanese reference;

b) claim19 under 35 U.S.C. 8 103 as bei ng unpatentable
over the Japanese reference; and

c) claim18 under 35 U S.C. §8 103 as being unpatentable
over the Japanese reference in view of Erlichman.

Ref erence is nade to the appellant’s brief (Paper No. 10)
and to the exam ner’s answer (Paper No. 11) for the respective
positions of the appellant and the examner with regard to the
nerits of these rejections.

Turning first to the standing 35 U. S.C. § 102(b)
rejection of clainms 16, 17, 20 and 21, the Japanese reference
di scl oses a belt-1ike nmenber for sequentially presenting pairs

of conplenentary pinching (e.qg., clothespin) pieces to an

2 An English |l anguage translation of this reference,
prepared on behal f of the Patent and Trademark O fice, is
appended her et o.
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assenbly point in a manufacturing |line where the conponents of
each pair are fol ded toward one another and separated fromthe
belt-1i ke nmenber. The belt-like nenber is an integrally
nol ded construction consisting of a central runner 2 and pairs
of conpl enentary pinching pieces 1 connected to the centra
runner at spaced intervals by base parts 3. As shown in
Figure 1, each of the pinching pieces has a slot adjacent its
outer end and what appears to be a bore adjacent its inner
end.

Anticipation is established only when a single prior art
ref erence discloses, expressly or under principles of
I nherency, each and every el enent of a clainmed invention. RCA

Corp. v. Applied Digital Data Sys.., Inc., 730 F.2d 1440, 1444,

221 USPQ 385, 388 (Fed. Cr.), cert. dism ssed, 468 U S. 1228

(1984). In other words, there nust be no difference between
the clainmed invention and the reference disclosure, as viewed
by a person of ordinary skill in the field of the invention.

Scripps dinic & Research Found. v. Genentech Inc., 927 F.2d

1565, 1576, 18 USPR2d 1001, 1010 (Fed. Cir. 1991).
The exam ner has determ ned that the Japanese reference
di scl oses each and every elenent of the belt recited in
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i ndependent claim 16 in that

Japan ‘735 di scl oses an el ongated belt,
conpri si ng:

an el ongated plastic thread nenber 2;
a plurality of plastic guide elenents arranged
sequentially along the nenber, with each guide

el enent having a positioning bore (i.e. each guide

el enment is deened to conprise 3 and that portion of

1 containing the bore but not the slot); and

a plurality of plastic conponent parts

integrally connected to the guide elenments (i.e.

each conponent part is deened to conprise that

portion of 1 containing the slot but not the bore),

wherein the positioning bore in each of the

gui de elenments has a fixed spatial relationship to

t he connected conponent part [answer, page 3].

The appel l ant, on the other hand, persuasively argues
that the exam ner’s finding of anticipation is unsound because
t he Japanese reference does not neet the [imtations in claim
16 requiring the clainmed belt to conprise a plurality of guide
el ements each having at | east one positioning bore and a
plurality of conmponent parts each integrally connected to one
of the guide elenents (see pages 6 through 11 in the brief).
Arguably, a person of ordinary skill in the art would view
each Japanese base part 3 and pinching piece 1 as constituting

a gui de el enment and conponent part, respectively. Such a
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person, however, woul d not reasonably consi der each Japanese
base part 3 and the portion of the adjacent pinching piece
cont ai ni ng the apparent bore to be a guide elenment and the
remai nder of the pinching piece to be a conponent part as
urged by the examner. This interpretation of the Japanese
“belt” is quite arbitrary and has no reasonable basis in the
di scl osure of the reference.

Thus, the Japanese reference does not disclose each and
every elenment of the invention recited in independent claim
16. Accordingly, we shall not sustain the standing 35 U. S. C
8§ 102(b) rejection of claim16 or of clainms 17, 20 and 21
whi ch depend therefrom

In addition to not disclosing a belt neeting the
foregoing limtations in claim16, the Japanese reference,
taken al one or in conmbination with Erlichman, woul d not have
suggested sane to one of ordinary skill in the art.
Therefore, we shall not sustain the standing 35 U.S.C. § 103
rej ections of dependent clains 18 and 19.

The decision of the exam ner is reversed.

REVERSED
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