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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 15

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte JOSEPH J. CHANG and JULI AN CANNON

Appeal No. 99-0094
Application 08/482, 5891

ON BRI EF
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McQUADE, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

Joseph J. Chang et al. appeal fromthe final rejection of
claims 1 through 5 and 10. Cdains 6 through 9 and 11, the

only other clainms pending in the application, stand w thdrawn

! Application for patent filed June 7, 1995.
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fromconsideration pursuant to 37 CFR 8§ 1.142(b).2? W

reverse.

The subject matter on appeal relates to a nethod for
formng arib on a cannula. The purpose of the ribis to
prevent the renoval of a contam nated cannula froma safety
cover which deters accidental “needle sticks.” Cdaim1lis
illustrative and reads as foll ows:

1. A nethod for formng a rib on a cannula conpri si ng:

provi ding a cannul a having a predeterm ned outside
di aneter said outside dianeter being substantially constant

al ong a predeterm ned position;

provi ding a sleeve having an inside dianeter smaller than
the predeterm ned outside dianeter of the cannul a;

heating the sleeve for a sufficient tinme and at a
sufficient tenperature to cause the inside dianmeter to expand
to a dianeter |larger than the predeterm ned outside dianeter
of the cannul a;

sliding the sleeve onto the cannula to said predeterm ned
position while the inside dianeter is expanded; and

cooling the sleeve to roomtenperature to cause the
i nside dianmeter of the sleeve to contract to a dianeter

2 Al though the appellants indicate on page 2 of their
brief (Paper No. 13) that clainms 6 through 9 and 11 have been
cancel ed, the record does not contain any anmendnent formally
ef fecting the cancel |l ation.
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smal l er than the predeterm ned outside dianmeter of the cannul a
to attach the sleeve to the cannula w thout nechanica
conpression thereby formng a rib on the cannul a.

The references relied upon by the exam ner as evi dence of

antici pati on and obvi ousness are:

Zeni ck 3,470, 604 Cct. 7,
1969

Scherer et al. (Scherer) 3,739, 456 Jun.
19, 1973

Clainms 1, 3, 5 and 10 stand rejected under 35 U. S. C
8 102(b) as being anticipated by Zenick, and clains 1 through
5 and 10 stand rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over Scherer in view of Zenick.

Ref erence is nade to the appellants’ brief (Paper No. 13)
and to the exam ner’s answer (Paper No. 14) for the respective
positions of the appellants and the exam ner with regard to
the nerits of these rejections.

Turning first to the standing 35 U. S.C. § 102(b)
rejection of clainms 1, 3, 5 and 10, Zenick discloses a

nmet hod of produci ng a hypoderm c needl e assenbly

including the steps of rolling onto the butt-end of

a sharpened cannula [1] a plurality of notched ribs

[3, 86]; axially press-fitting the butt-end of the
cannula into the undersi zed bore [11] of a
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thernoplastic hub [10] at a force of about 1% to 2
pounds of force, in which the hub is produced froma
noi st ur e- absor bi ng thernopl astic such as nylon or
the li ke and has been expanded by heati ng and/ or
saturated with noisture to about 10% resi dua

noi sture capacity so that the hub bore is softened,
and permtting the hub to cool and dry at room

t enperature whereby residual noisture capacity is
about 2% and a force approximtely 10 tines the
installation force is required to pull the cannul a
axially fromthe hub [Abstract].

The bore in the hub initially has a dianeter smaller than

the outside dianeter of the cannula such that when the hub is

cool ed after bei ng expanded, softened and press-fitted onto
the cannul a the bore shrinks to tightly grip the cannul a
bet ween the notched ribs (see Zenick at columm 2, lines 6
t hrough 39).

Anticipation is established only when a single prior art
reference discloses, expressly or under principles of
i nherency, each and every el enent of a clainmed invention. RCA

Corp. v. Applied Digital Data Sys.. Inc., 730 F.2d 1440, 1444,

221 USPQ 385, 388 (Fed. Cir.); cert dismssed, 468 U S. 1228

(1984). It is not necessary that the reference teach what the

subj ect application teaches, but only that the claimread on
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sonet hing disclosed in the reference, i.e., that all of the
limtations in the claimbe found in or fully net by the

r ef er ence. Kal man v. Kinberly dark Corp., 713 F.2d 760, 772,

218 USPQ 781, 789 (Fed. Cir. 1983), cert. denied, 465 U. S

1026 (1984).

Caim1l requires the steps of providing a cannula having
a “predeterm ned outside dianeter” which is “substantially
constant along a predeterm ned position,” sliding a sleeve
onto the cannula to the predeterm ned position, and cooling
the sleeve to cause its inside dianeter to contract to a
di aneter smaller than the predeterm ned outside dianeter. As

inplied by the exam ner’s

anal ysis (see pages 3 through 6 in the answer), the only way
Zenick can neet these claimlimtations is if the claim

| anguage requiring a “predeterm ned outside dianmeter” which is
“substantially constant along a predeterm ned position” can be
read on the predeterm ned outside dianeter defined by Zenick's
ribs or ridges 3, 86. The appellants’ contention that the

cl ai m | anguage i n question cannot be so read (see pages 5 and
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6 in the brief) is persuasive. Wile Zenick’s ribs or ridges
3, 86 do define a predeterm ned outside dianeter of the
cannula 1 at a predeterm ned position, the disclosure of these
ribs or ridges is too anmbi guous to reasonably support a
finding that they also define a predeterm ned outside dianeter
which is substantially constant along a predeterm ned
position. Thus, Zenick cannot be said to disclose each and
every el enent of the invention set forth in claim1.

Accordi ngly, we shall not sustain the standing 35 U.S. C

8§ 102(b) of claim1l1, or of clains 3, 5 and 10 whi ch depend

therefrom as being anticipated by Zenick.

As for the standing 35 U S.C. 8 103 rejection of clains 1
through 5 and 10, Scherer discloses a nethod of affixing a

| engt h

of sacrificial magnesiumtubing 1 to a ferrous pipe 2 to
protect the pipe fromcorrosion. The nethod includes the
st eps of

taking a tube of nagnesi um whi ch has sacrifici al

properties, heating it to an el evated tenperature at
which it will flow when subjected to externa
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pressure, slipping the tube over a length of ferrous

pi pe, conpressing it until the netal of the tube is

in intimte contact throughout the Iength of the

tube with the ferrous pipe and allowing it to shrink

fit in place by cooling [colum 1, |lines 32 through

39].

As conceded by the exam ner (see page 3 in the answer),
Scherer’s nethod of affixing a sacrificial tube to a ferrous
pipe fails to neet at |east one of the Ilimtations in claim1l.
As expl ai ned above, the sane is true of Zenick’ s nmethod of
produci ng a hypoderm c needl e assenbly. Suffice it to say
that the only suggestion for conbining these clearly disparate
met hods so as to arrive at the nmethod recited in claim1 stens
from hi ndsi ght know edge i nperm ssibly derived fromthe
appel l ants’ own teachings. The failings of the references in
this regard are highlighted by the inconsistent positions
taken by the exam ner (see pages 4, 6 and 7 in the answer) as
to how they m ght be so conbi ned.

Therefore, we shall not sustain the standing 35 U S.C. §
103 rejection of claim1, or of clainms 2 through 5 and 10

whi ch depend therefrom as being unpatentable over Scherer in

vi ew of Zeni ck.
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The deci sion of the examner is reversed.

REVERSED

JAMES M MEI STER
Adm ni strative Patent Judge

JOHN P. McQUADE
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge

N N N N N N N N N N N



Appeal No. 99-0094
Application 08/482, 589

Audl ey A. C anporcero, Jr.
One Johnson & Johnson Pl aza
New Brunswi ck, NJ 08933-7003

JPM Ki



