The opinion in support of the decision being entered today
was not witten for publication and is not binding precedent
of the Board.
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BEFORE THE BOARD OF PATENT APPEALS
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Bef ore THOMAS, KRASS, and RUGE ERO, Admi ni strative Patent
Judges.

RUGE ERO, Adni ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on the appeal fromthe final rejection
of clainms 1-33, which are all of the clains pending in the
present application.

The clained invention relates to the maxi m zation of the
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production run speed of a sheet fabrication machine in which
hi storical data pertaining to machi ne positioning paraneters
is collected and stored in a database in machi ne nenory.
This historical data is retrieved fromthe database and
utilized by the systemcontroller to cal cul ate the maxi num
al | owabl e speed for each nachi ne positioning nove.

Caimlis illustrative of the invention and reads as
fol |l ows:

1. A method of producing parts froma worksheet in at |east
one sheet fabrication machi ne conprising the steps of:

(a) determ ning a nunber of paranmeters which affect each
positioning nove by said nachine to produce each part from
sai d wor ksheet ;

(b) storing in a nmenory nmeans avail able for said nmachine
hi storical data indicative of how each of said paraneters
af fects the accuracy of said each part produced fromsaid
wor ksheet by sai d machi ne;

(c) inputting paraneter val ues based on said stored
historical data to a processor neans of said machine to
cal cul ate positioning paranmeters providing for nmaxi mum
al l owabl e speed for said each positioning nove by said machi ne
to produce said each part from said worksheet; and

(d) utilizing said calculated positioning paranmeters for
sai d each positioning nove to optim ze the m ni num safe
positioning tinme for said each positioning nove so that each
part is produced with the requisite accuracy fromsaid
wor ksheet at the fastest allowabl e production speed.

The Exam ner relies on the followng prior art:
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Ni wa 5, 493, 502 Feb.
20, 1996
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Clains 1-33 stand finally rejected as bei ng based on an
i nadequat e di scl osure under the first paragraph of 35 U S.C
8§ 112. dainms 1 and 18 stand further finally rejected under
35 U.S.C. 8 102(e) as being anticipated by N wa.
Rat her than reiterate the argunents of Appellants and the
Exam ner, reference is made to the Briefs® and Answer for the
respective details thereof.
OPI NI ON
We have carefully considered the subject matter on
appeal, the rejections advanced by the Exam ner, the argunents
in support of the rejections and the evidence of anticipation
relied upon by the Exam ner as support for the prior art
rejection. W have, |likew se, reviewed and taken into
consideration, in reaching our decision, Appellants’ argunents
set forth in the Briefs along with the Exam ner’s rationale in
support of the rejections and argunents in rebuttal set forth
in the Exam ner’s Answer.

It is our view, after consideration of the record before

The Appeal Brief (Paper No. 9) was filed May 11, 1998. In response to
t he Examiner’s Answer (Paper No. 10) dated June 3, 1998, a Reply Brief (Paper
No. 12) was filed July 7, 1998, which was acknow edged and entered by the
Exami ner in the conmunication (Paper No. 13) dated July 10, 1998.
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us, that Appellants’ specification in this application
describes the clainmed invention in a manner which conplies
with the requirenents of 35 U S.C. 8§ 112. W are also of the
view that the disclosure of the NNwa reference fully neets the
invention as recited in clains 1 and 18. Accordingly, we
affirmin-part.

We first consider the Examiner’s 35 U S.C. § 112, first
par agr aph, rejection of the appealed clainms for |ack of
enablement. In order to conply with the enabl enent provision
of 35 U S.C. 8 112, first paragraph, the disclosure nust
adequately describe the clained invention so that the artisan
could practice it wthout undue experinentation. In re
Scar br ough, 500 F.2d 560, 566, 182 USPQ 298, 305 (CCPA 1974);

In re Brandstadter, 484 F.2d 1395, 1404, 179 USPQ 286, 293

(CCPA 1973); and In re Gay, 309 F.2d 769, 774, 135

USPQ 311, 316 (CCPA 1962). If the Exam ner has a reasonable
basis for questioning the sufficiency of the disclosure, the
burden shifts to Appellants to conme forward with evidence to

rebut this challenge. 1n re Doyle, 482 F.2d 1385, 1392, 179

USPQ 227, 232 (CCPA 1973), cert. denied, 416 U S. 935 (1974);

In re Brown, 477 F.2d 946, 950, 177 USPQ 691, 694 (CCPA 1973);
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and In re Giiron, 442 F.2d 985, 992, 169 USPQ 723, 728

(CCPA 1971). However, the burden is initially upon the
Exam ner to establish a reasonabl e basis for questioning the

adequacy of the disclosure. 1n re Strahilevitz, 668 F.2d

1229, 1232, 212 USPQ 561, 563 (CCPA 1982); ln re Angstadt,

537 F.2d 498, 504, 190 USPQ 214, 219 (CCPA 1976); and

In re Arnbruster, 512 F.2d 676, 677, 185 USPQ 152, 153

(CCPA 1975).

The Exam ner asserts (Answer, pages 3 and 4) a | ack of
enabl ing disclosure with regard to the details of how the
stored historical data inpacts the cal cul ati ons which provide
for the maxi mum al | owabl e speed for each positioning nove. In
addition, the Exam ner asserts a |lack of details regarding the
i npl enentation of the fuzzy logic nmodule in the context of the
cl ai med i nventi on.

We have revi ewed Appellants’ disclosure which, in our
view, provides a detailed description of the incorporation of
stored historical data in the devel opnment of the system
control signals at pages 18-24 of the specification. Further,
t he Exam ner has provided no evidence to support the assertion

that such incorporation of historical data is so
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unconventional so as to require nore than a “bl ack box”
description of the fuzzy logic nodule. It is our opinion that
the level of skill relative to conputerized nunerical contro
(CNC) systens at the tinme of filing of Appellants’ application
woul d enable the skilled artisan to inplenent the clained
i nvention without undue experinentation. Accordingly, we do
not sustain the Exam ner’s rejection of the appeal ed cl ains
under the enabling provisions of the first paragraph of 35
Uus C § 112.

Turning to a consideration of the Examner’s 35 U S. C

8 102(e) rejection of clains 1 and 18, we note that

anticipation is established only when a single prior art
reference discloses, expressly or under the principles of
i nherency, each and every el enent of a clainmed invention as
wel | as disclosing structure which is capable of perform ng

the recited functional limtations. RCA Corp. v. Applied

Digital Data Sys., Inc., 730 F.2d 1440, 1444, 221 USPQ

385, 388 (Fed. Cir.); cert. dism ssed, 468 U S. 1228 (1984);

W L. Gore and Assoc, Inc. v. Garlock, Inc., 721 F.2d 1540,

1554, 220 USPQ 303, 313 (Fed. Cir. 1983), cert. denied, 469

U S. 851 (1984).
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Wth respect to independent nethod claim1, the Exam ner
has i ndicated (Answer, page 5) how the various limtations are
read on the disclosure of Nwa. |In particular, the Exam ner
points to the description at colum 13, line 27 to col umm 14,
l[ine 57 in N wa.

After careful review of the Niwa reference in |ight of
the argunents of record, we are in agreenent with the
Exami ner’s position as stated in the Answer. Appellants’
argunents in response (Brief, pages 16-18) assert that each of
the steps (a) through (d) in claim1 is not disclosed in N wa.
We find none of Appellants’ argunments to be persuasive.

Wth respect to step (a) of claim1l which recites
“determ ning a nunber of paraneters which affect each
positioning nove . . . fromsaid worksheet;. . . .7,
Appel l ants contend that, in the excerpt fromN wa cited by the
Exam ner, only a nunber of feedrates related to tool position
relative to the workpi ece are disclosed. |In our view,
however, notw thstanding the fact that the values L1-L4 in
Ni wa are di stances and not feedrates as argued by Appellants,
t hese di stance values L1-L4 along with the associ ated
feedrates F and the tool radius r qualify as a “nunber of
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paranmeters” which effect each positioning nove. Simlarly, as
di sclosed by NNwa in relation to the positioning operations
for machining a corner of a workpiece as illustrated in the
operations of Rules 1 and 2 in Figures 17(a) and 17(b), the

di stances, feedrates, and corner bevel angles are al
parameters which effect the positioning of the tool. Further,
in our opinion, the turning and mlling operations
specifically disclosed by Niwa are machi ni ng operations which
“produce each part from said worksheet” as broadly set forth

in appeal ed claiml1.
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As to the storing of historical data in step (b) of claim
1, Appellants contend that the Rul es described by Niwa are not
historical data. W do not agree. As illustrated in Figures
17(a) and 17(b)of N wa, the proper deceleration rate for a
tool as it approaches a workpi ece corner is established
according to rules stored in knowl edge base 25. These rules
are devel oped based on the “experience and know how of an
expert . . . .7 (Niwa, colum 6, line 30) and “represent the
knowl edge of experts who are famliar with the characteristics

of conplicated controll ed object (Niwa, colum 7
lines 7 and 8). In our view, this expert know how would
i nevitably and inherently reflect data gai ned through

hi storical experience with the machining operations in
guesti on.

Wth respect to steps (c) and (d) of claim1, Appellants
argue that the passage from N wa (colum 14, |ines 24-57)
cited by the Exam ner discloses only the reading by inference
section 26 of rules fromknow edge base 25. W find however,
that it is precisely this description of the operation of
Niwa's inference section which neets the requirenents of steps

(c) and (d) of claim1l. |In other words, paraneter val ues such
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as distance and feedrate are extracted fromthe decel eration
ratio rule stored in the know edge base and input to the
system processor to cal cul ate the maxi num al | owabl e speed and,
accordingly, the optimum m ni mrum positioning tine, as the tool
approaches a wor kpi ece corner.

We further disagree with Appellants (Brief, page 18) that
t he Exam ner has conbi ned several enbodinents in Nwa in
maki ng the anticipatory rejection. Fromour reading of N wa,
we are inclined to agree wwth the Exam ner that, although N wa
uses the term “enbodi ment” when di scussing the various
features of the disclosed invention, these “enbodi nents” are
in actuality variations of the sane tool positioning
enbodi ment. Notwithstanding this interpretation of the term
“enmbodiment” in Niwa, it is our view that the description of
the cornering operation alone illustrated in Nwa's Figures
17(a) and (b) neets all of the requirenents of appeal ed claim
1 as di scussed supra.

In view of the above discussion, since all of the clained
[imtations are present in the disclosure of Niwa, the
Exam ner’s 35 U. S.C. 8 102(e) rejection of independent claiml

i S sustai ned.
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Wth regard to apparatus claim 18 which contains the sane
historical data features as nethod claim11, we sustain the
Examner’s 35 U.S.C. § 102(e) rejection of this claimas well.
We find Appellants’ argunent (Brief, page 19) that Niwa's
feedrate cal cul ations are not germane to the worksheet noving
and machi ning operation recited in claim18 to be wthout
merit. In our view, Nwa is clearly concerned with the
rel ati ve novenent between a machine tool and a workpi ece
(Niwa, Abstract, lines 5-9). Further, Niwa's cal cul ated
feedrate in relation to, for exanple, the cornering operation
illustrated in Figures 17(a) and (b) has clear relevance to
the “nmovenent and machi ning” of a workpiece as set forth in
cl ai m 18.

In summary, we have not sustained the Exam ner’s 35
US C 8 112 rejection of clains 1-33, but we have sustai ned
t he 35 U.S.C. 8 102(e) rejection of clains 1 and 18.
Therefore, the Exam ner’s decision rejecting clains 1-33 is
affirmed-in-part.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

12



Appeal No. 1999-0086
Application No. 08/612, 820

AFFI RVED- | N- PART

JAVES D. THOVAS
Adm ni strative Patent Judge

)

)

)

)

) BOARD OF PATENT
ERROL A. KRASS ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
)
)
)

JOSEPH F. RUGA ERO
Adm ni strative Patent Judge
JFR svt
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