TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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ON BRI EF

Bef ore McCANDLI SH, Senior Adm nistrative Patent Judge, and
McQUADE and CRAWORD, Adninistrative Patent Judges.
McQUADE, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

Kurt D. Schal dach appeals fromthe final rejection of
claims 25 through 29, all of the clainms pending in the

application. W reverse.

Y Application for patent filed Septenber 25, 1996.
According to the appellant, the application is a continuation
of Application 08/ 095,902, filed July 22, 1993, now U. S
Patent No. 5,662,316, issued Septenber 2, 1997.
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The invention relates to a “pallet clanping device for
automati cally coupling and uncoupling a workpi ece on a pallet”
(specification, page 1). Cdaim25 is illustrative and reads
as foll ows:

25. A pallet clanping device conprising an air pressure
supply nmeans to supply air pressure to said pallet clanping
device, a hydraulic vice, a pneumatic pilot valve, a
pneumati c- hydraul i c pressure anplifier supplying hydraulic
prssure to said hydraulic vice, said pneumatic pilot valve
i ncl udes a power port, a control port, an exhaust port, an
anplification port and a retraction port, a first unlockable
pneumati c coupling, a second unlockabl e pneunatic coupling, a
pi ston, and conduit neans, said piston alternately connecting
and di sconnecting said first and said second unl ockabl e
pneumati ¢ couplings sequentially applying and renovi ng said
air pressure to said pneumatic pilot control valve whereby
said hydraulic vice is alternately unl ocked and | ocked.

Claim 25, and clains 26 through 29 by virtue of their
dependency fromclaim?25, stand rejected under 35 U S.C. 8§
112, second paragraph, as failing to particularly point out
and distinctly claimthe subject matter the appell ant regards

as the invention.? The exam ner explains that

2In the final rejection (Paper No. 8), clains 25 through
29 al so stood rejected under the judicially created doctrine
of obvi ousness-type doubl e patenting. The exam ner has since
wi thdrawn this rejection in view of the term nal disclainer
filed February 17, 1998 (see page 2 in the exam ner’s answer,
Paper No. 17).
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[I]n claim?25, Iine 9, the phrase “vice is
alternately unl ocked and | ocked.” is vague and
indefinite. 1t is unclear what structure the vice
nmeans i s being | ocked or unlocked relative to. The
claimis so anmbi guous that one skilled [in] the art
could interpret the | anguage “unl ocked” as actually
nmoving the jaws open or, alternatively, releasing a
| ock such that another noving nmeans is then capable
of noving the jaws. The phrase “unl ockabl e
pneumatic coupling” (claim25, lines 5 and 7) is not
understood. This phrase appears to be contradicted
by the | anguage “whereby the vice is alternately
unl ocked and | ocked” (claim25, line 9). How can a
coupling that is “unlockabl e” (nmeaning incapable of
bei ng | ocked) then be recited as being “locked”?

[ answer, page 3].

The second paragraph of 35 U S.C. 8 112 requires clains
to set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity. In re
Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA 1977).
In determ ning whether this standard is net, the definiteness
of the | anguage enployed in the clains nust be anal yzed, not
in a vacuum but always in light of the teachings of the prior
art and of the particular application disclosure as it would
be interpreted by one possessing the ordinary |evel of skil

in the pertinent art. |d.
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An analysis of the claim25 |imtations at issue in |ight
of the appellant’s disclosure shows the exam ner’s concerns to

be unfounded.

More particularly, pages 1, 2, 5 and 6 in the appellant’s
specification and Figures 4 through 6 in the appellant’s
drawi ngs clearly indicate that the recitation in claim25 that
the hydraulic vice is alternately “unl ocked and | ocked” refers
to the condition of the vice being | ocked or unl ocked, i.e.,
cl anped or uncl anped, respectively, to a workpiece. Page 8 in
the appellant’s specification and Figures 9 through 11 in the
appel lant’s drawings clearly indicate that recitation in claim
25 that the pneunatic couplings are “unl ockable” sinply
denotes that the mating conponents of the respective couplings
cannot be | ocked together. Although the limtations in
question m ght have been conposed to nmake t hese meani ngs nore
apparent on the face of the claim they nonethel ess are
reasonably precise and particul ar when read, as they are

required to be, in light of the underlying disclosure.
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Therefore, we shall not sustain the standing 35 U S. C
8 112, second paragraph, rejection of clains 25 through 29.

The decision of the exam ner is reversed.

REVERSED

HARRI SON E. McCANDLI SH, Seni or
Adm ni strative Patent Judge

BOARD OF PATENT
JOHN P. McQUADE

Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES
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