TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

! Application for patent filed February 20, 1996.
According to appellant, this application is a continuation of
Application No. 29/029, 750 filed Cctober 14, 1994, now
abandoned.
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This is an appeal fromthe final rejection of the
foll om ng design claim

The ornanental design for a NOSE CLIP for a filtering
face mask, as shown and descri bed.

The design is depicted in two front perspective views
(Figures 1 and 6), and in front, top, side and bottom

el evational views (Figures 2-5).

THE REFERENCE

The sole reference cited by the exam ner is:

Castiglione 5, 558, 089 Sept. 24,
1996

THE REJECTI ON

The design claimstands rejected under 35 U S.C. §8 171 as
being directed to non-statutory subject matter in that it |acks
ornamental ity.

The rejection is explained in the Exam ner’s Answer (Paper
No. 15).

The opposi ng vi ewpoi nts of the appellant are set forth in
the Brief (Paper No. 14) and the Reply Brief (Paper No. 16).

OPI NI ON
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It is the exam ner’s opinion that the appearance of the
design is the result of functional concerns rather than
ornanmentality, and therefore it is not in accordance with the
requirenents of 35 U.S.C. 8 171. As support for this position,
the exam ner cites the appellant’s utility patent (Castiglione)
“whi ch descri bes the functional aspects of a nose clip, of
whi ch the claimed design is one enbodi ment” (Answer, page 3),
expl aining that “to be patentable, a design nust be created for
the purpose of ornamenting an article of manufacture” (Answer,
page 3). Because of the explanations provided in Castiglione
regardi ng the reasons for the shape of the nose clip, the
exam ner opines that the design “was not created for the
pur pose of ornanenting and not notivated by thought of
ornament,” and concludes that a prima facie case is established
that the clained design does not conformto Section 171
(Answer, page 5). This, the exam ner goes on to state, has not
been rebutted by evidence fromthe appellant which m ght
establish “that the intent behind the creation of the nose clip

was ornanental” (Answer, page 5).
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Essentially for the reasons set forth by the appellant in
the Brief and the Reply Brief, we do not agree with the
exam ner’ s concl usi on.

The gui dance provided by our reviewi ng court on this issue
i s whet her other designs could be used, that is, whether there
are other ways to achieve the function of the article. That
the design of an article is related to its functional use may
not defeat patentability; to qualify for design patent
protection a design nust have an ornanental appearance that is
not dictated by function alone. See, for exanple, Hupp v.
Siroflex of Anerica, Inc., 122 F.3d 1456, 1459, 43 USPQRd 1887,
1890 (Fed. Gr. 1997) and Barry Sterling Corp. v. Pescor
Plastics Inc., 122 F.3d 1452, 1455, 43 USPQ2d 1953, 1956 (Fed.

Cr. 1997). The appellant has pointed out that Castigloine

di scl oses in Figures 3a-3c other designs of nose clips as
alternatives to the one of Figure 3, which acconplish the sane
objectives. W also note that the Castiglione specification
sets out ranges of angles, lengths and thicknesses which

devi ate fromthose shown in the clained design, the application

of which would give rise to designs other than the clained
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design. Furthernore, fromour perspective, it is clear that
desi gns other than that of the clainmed design, such as ones
with wi dened end portions, for exanple, could be utilized
wi thin the functional objectives and the scope of the clains of
the referenced patent. It therefore is our view that
Castiglione buttresses the appellant’s position, rather than
t he exam ner’s.

It is our conclusion that the clainmed design is not
di ctated solely by functional considerations and therefore does
not run afoul of 35 U S.C 8§ 171. This being the case, we wl|

not sustain the rejection.

The decision of the exam ner is reversed.
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REVERSED

| AN A. CALVERT
Adm ni strative Patent Judge

BOARD OF PATENT

NEAL E. ABRANMS APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JOHN P. McQUADE
Adm ni strative Patent Judge
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