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ON BRI EF

Before JERRY SM TH, RUGGE ERO, and LALL, Admi nistrative Patent
Judges.

LALL, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from
the final rejection® of clains 1 to 14, which constitute al

the pending clains in the application.

'An anendnent after final rejection was filed as paper
nunber 25, and its entry was approved by the Exam ner, see
paper nunber 26.
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The invention is related to an inproved nmulti-bit error
correction system The inventive error correction system
perforns a fast error correcting operation on individual bits
within multi-bit nodules. |In the specific inplenentation, the
i nvention uses Hamm ng code decoders, mnodules for a n x m
bit data word, with each nodul e having mbits. The error bits
of each nodul e are conbined to forma set of parity bits.
Syndrome bits are generated fromthe parity bits and used to
| ocate errors in the bits. Finally, errors in the bits are
corrected in a conventional manner to provide corrected data
bits. Thus, the invention provides a high speed error
detection and correction technique for data containing multi-
bit words.

The invention is further illustrative by the follow ng
claim

Claim1. An inproved multi-bit error correction system
conpri si ng:

first nmeans for providing an n tinmes mbit data word and

second nmeans for correcting multiple bits in said data
word[,] said second neans including mparallel one bit Hanm ng
code decoders.

The exam ner relies on the follow ng references:
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Bossen et al. (Bossen) 3,582,878 Jun 01, 1971
Price et al. (Price) 5,418, 796 May 23, 1995

Clainms 1 to 10 and 12 to 14 stand rejected under the
second paragraph of 35 U S.C. 8 112. Cdains 1 to 4 stand
rej ected under
35 U.S.C. §8 103 as bei ng unpatentabl e over Bossen, while
cl ai s
5to 14 stand rejected under 35 U . S.C. 8§ 103 as being
unpat ent abl e over Bossen and Pri ce.

Rat her than repeat in toto the positions and the
argunents of Appellants and the Exam ner, we nake reference to
the Brief and the Answer for their respective positions.

OPI NI ON

We have considered the rejection advanced by the
Exam ner. We have, |ikew se, reviewed Appellants' argunments
agai nst the rejections as set forth in the Brief.

We affirmin-part.

REJECTI ON UNDER 35 U.S.C._§ 112

The second paragraph of 35 U S.C. §8 112 requires clains
to set out and circunscribe a particular area with a

reasonabl e degree of precision and particularity. Inr
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Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA 1977).
In making this determ nation, the definiteness of the |anguage
enpl oyed in the clainms nust be anal yzed, not in a vacuum but
always in light of the teachings of the prior art and of the
particul ar application disclosure as it would be interpreted
by one possessing the ordinary |evel of skill in the pertinent
art. ld.

The Exam ner's focus during exam nation of clains for
conpliance with the requirenent for definiteness of 35 U S. C
§ 112, second paragraph, is whether the clains neet the
threshold requirenents of clarity and precision, not whether
nore suitabl e | anguage or nodes of expression are avail abl e.
Sonme latitude in the manner of expression and the aptness of
terms is permtted even though the claimlanguage is not as
preci se as the Exam ner m ght desire. |If the scope of the
i nvention sought to be patented cannot be determ ned fromthe
| anguage of the clains with a reasonabl e degree of certainty,
a rejection of the clains under 35 U.S.C. 8§ 112, second
par agraph, is appropriate.

Here, the Exami ner cites one exanple of the clains being
vague and indefinite, where he alleges that the term "one

4



Appeal No. 1999-0011
Appl i cation No. 08/428, 812

bit... decoders"” is msleading. See Exam ner's Answer at page
4. The Exami ner states that "[it] is not clear whether or not
one bit of data is input to the decoder for decoding thereof.
If it is the case, it is not clear how a decoder can decode a
single bit." [1d. Appellants make a reference to page 8,
lines 7 to 12 of the Specification for an explanation of the
one bit decoder. See Brief at page 8. Appellants concl ude
that, id,

An n-bit decoder is a decoder that is n bits w de.

Thus, an n-bit decoder is capable of processing n

bits of data at a tine, or within a given clock

cycle. A one bit decoder is capable of processing

one bit of data at a tine, or within a given cl ock

cycle. A one bit decoder is capable of processing

one bit at a tinme. As discussed above, each decoder

of [Hamm ng code decoders] receives one bit at a

time. Thus, each decoder is a one bit decoder.

Consequently, when read in light of the

specification, the term"one bit decoder” is clear

and definite.

According to the guidelines above, sone |latitude in the
manner of expression and aptness of terns is permtted even
t hough the claimlanguage is not as precise as the exam ner
m ght desire.

Here the scope of the invention which is being sought to

be patented can be determ ned fromthe |anguage of the clains
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in the light of the Specification. Therefore, we cannot
sustain rejections of clainms 1 to 10 and 12 to 14 under 35
U S C 8§ 112, second paragraph.

In rejecting a claimunder 35 U.S.C. § 103, an Exam ner

is under a burden to nake out a prima facie case of

obvi ousness. If that burden is net, the burden of going
forward then shifts to the Applicants to overcone the prim

facie case with argunent and/or evidence. QObviousness is then

determ ned on the basis of the evidence as a whol e and the

rel ati ve persuasi veness of the argunents. See In re Cetiker,

977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gr. 1992); ln
re Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed. Gr

1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788

(Fed. Cir. 1984); and In re Rinehart, 531 F.2d 1048, 1052, 189

USPQ 143, 147 (CCPA 1976).
We are further guided by the disclosure of our review ng
court that the limtations fromthe disclosure are not to be

inmported into the clains. [In re Lunderberg, 244 F.2d 543, 113

USPQ 530 (CCPA 1957); In re Queener, 796 F.2d 461, 230 USPQ

438 (Fed. Cir. 1986). W also note that the argunments not
made separately for any individual claimor clains are

6
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consi dered waived. See 37 CFR 8 1.192 (a) and (c). In re

Baxter Travenol Labs., 952 F.2d 388, 391, 21 USPQ 2d 1281

1285 (Fed. Cir. 1991) ("It is not the function of this court
to examne the clains in greater detail than argued by an

Appel I ant, | ooking for nonobvious distinctions over the prior

art."); Inre Wechert, 370 F.2d 927, 936, 152 USPQ 247, 254
(CCPA 1967) ("This court has uniformy followed the sound rule

that an issue rai sed below which is not argued in that court,

even if it has been properly brought here by reason of appeal
is regarded as abandoned and will not be considered. It is
our function as a court to decide disputed issues, not to
create them")

At the outset, we note the grouping of clains el ected by
Appel lants at page 5 of the Brief. Cainms 1 to 7 constitute
group 1, clainms 8 to 10 constitute group 2, claim1ll
constitutes group 3 and clainms 12 to 14 constitute group 4.
We di scuss each group separately.

Clains 1 to 7

These cl ains have been rejected under 35 U.S.C. § 103
over Bossen at page 5 of the Answer. W take claim1l as
representative of the first group. According to the Exam ner,

7
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Bossen shows all the clainmed el enments except that it does not
explicitly show mone bit Hamm ng code decoders. The Exam ner
argues that Bossen, however, suggests five EX-OR gates (17),
each is used for each i-th bit of a colum of the array. The
Exam ner concludes that "[i]t woul d have been obvious to one
skilled in the art at the time the invention was nmade to use
the X-OR gates as decoders." Appellants argue, Brief at page
9, that "[a]lthough Bossen does disclose using a decoder
havi ng EX- OR gates, Bossen neither teaches nor suggests the
use of mparallel one bit Hamm ng code decoders. . . . A
Hamm ng decoder is not nerely a collection of EX-OR gates. A
Hanm ng decoder al so does not generate copies of each data bit
fromthe data bits and check bits and conpare these copies [as
those in Bossen]. . . . In addition, a Hamm ng decoder

conbi nes specific conbinations of inputs to decode a data
word. No particular conmbination of inputs is inplied fromthe
use of EX-OR gates al one".

We agree with Appellants that the use of EX-OR gates by
Bossen does not necessarily inply a Hamm ng decoder. However,
Bossen does show paral |l el decoder neans for error detecting
and correcting of an n x mbit data word. See Figures 6 and

8
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7. Furthernore, Bossen recognizes the problemof tine del ays
in error detection and correction, the sanme probl em which
Appel lants are solving in their invention. See colum 1,
lines 15 to 18. Bossen's systemis also designed to provide a
new and i nproved nultiple bit correcting systemto avoid the
time delays. It is applicable to data transm ssion and
storage and especially to parallel data processing systens
such as digital conmputer nenories, data paths and ot her

i nportant paths that require a high degree of protection

agai nst the introduction of errors. See colum 1, lines 27 to
33. Bossen al so discloses that the use of Hamm ng codes was
wel | known, see colum 1, lines 8 to 13. Therefore, it would
have been obvious to an artisan, for the solution of the

probl emof time delays in error checking and correcting, to
replace the parallel decoders of Bossen with Hamm ng code
decoders. Thus, we agree with the Exam ner's overal

statenent of the rejection that, as clainmed, the recited
[imtations of claim1l are obvious over Bossen. Therefore we
sustain the rejection of claiml1l and its group clains 2 to 7
over Bossen.

Caim8 to 10
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These clains are rejected over Bossen and Price. W take
claim8 as the representative of this group. The Exam ner
asserts, Answer at page 6, that these clains are al so rejected
under the sane rationale applied against clains 1 to 7.
Appel l ants' argue, Brief at page 11, that "[a]s discussed with
respect to claim1, Bossen discloses using EX-OR gates to

gener ate i ndependent copies of each data bit fromthe data bit

and checkbits. 1In contrast, claim8 recites the use of 'm
parallel one bit decoders . . . [used in conjunction wth]
Hanm ng error detecting and correction codes . . . .' As

di scussed above, Hamm ng decodi ng includes parity generation,
syndrome generation, error |ocation, and error correction. A
Hamm ng decoder al so conbi nes specific conbinations of inputs
to decode a data word. Consequently, Bossen neither teaches
nor suggests the present invention as recited in claim8."
Appel l ants further asert that even though Price discloses the
use of a syndrone generator and a syndrone decoder, Price is
concerned with providing two I evels of error detection and
correction. According to Appellants, there is no nention in
Price of parallel one bit decoders using Hamm ng decoder
detecting and correcting codes in either level. W agree with

10
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the Appellants' position. In our view, whereas it was known
to use Hamm ng decoders in general for error correction and
error checking, the specifics clained in claim8, have not
been shown by the Exami ner to be nmet by the conbination of
Bossen and Price. Therefore, the Exam ner has not established

a prima facie case of obviousness. Therefore we do not

sustain the rejection of claim8 over Bossen and Price. Since
clainms 9 and 10 depend on claim8 and contain at |east the
sane l[imtations as claim8, we do not sustain the rejection
of claims 9 and 10 over Bossen and Pri ce.

Aaimill

The exam ner has rejected claim1ll over Bossen and Price.
The exam ner rejects claim 1l on the sane basis as claim8, at
page 6 of the Answer. Appellants argues, Brief at page 13
t hat "Bossen does not divide a data word into nodul es and use
a bit fromeach nodule to forma parity bit. Mreover, Bossen
does not | ocate or correct the errors using Hanmm ng error
detecting and correcting code." Moreover, Appellants argue,
id., that "there is no indication that Price divides the data
word into nodul es and uses a particular bit in each nodule to
forma parity bit. Thus, neither Price nor Bossen teach or

11
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suggest dividing a bit word into nodules and using the ith bit
fromeach nodule to forma set of parity bits. Consequently,
Bossen in conbination with Price neither teaches nor suggests
the invention as recited in independent claim11l.” W agree
with Appellants. W are of the view that the Exam ner has not

established a prima facie case in rejecting claim11l as the

Exam ner's suggested conbi nati on does not neet the clai ned
[imtation of "using said syndronme bits to locate nmultiple
errors in said bits in said data word in accordance wth a
Hanm ng error detecting and correcting code and provide an

i ndication of said |ocated errors; and correcting said
multiple errors in said bits in accordance with said Hanm ng
error detecting and correcting code to provide corrected data
bits.” Therefore, we do not sustain the rejection of claim1l
over Bossen and Price.

Clains 12 to 14

The exam ner has rejected claim 12 over Bossen and Price
at page 7 of the Exam ners' Answer. First we note that, the
Exam ner di scusses a syndrone generator, however, we find that
t he syndrone generator is not recited in claim12. However,
we consider the rejection of claim12 as it pertains to the

12
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recited limtations. Appellants argue, Brief at page 14, that
"[ b] ecause claim 12 recites error correction neans including m
parall el one bit decoders that correct errors in accordance
with a Hamming error detecting and correcting code, all of the
argunments with respect to clains 1 and 8 apply to claim 12

wi th equal force. Consequently, Bossen in conbination with
Price does not render claim 12 obvious under 35 U. S.C. § 103."
We agree with the Appellants' position. The exam ner has not
shown how the conbi nation neets the clainmed limtation of
"second neans for detecting nmultiple errors in each of said
nodul es in accordance with a Hanm ng error detecting and
correcting code; and third neans, including mparallel one bit
decoders, for correcting nultiple errors in each of said
nodul es in accordance with said Hamm ng error detecting and
correcting code." The exam ner has not pointed out where

t hese specific teachings are shown in the conbination of
Bossen and Price. In our view, the exam ner has not

established a prima facie case of obviousness in the rejection

of claim12. Therefore, we do not sustain the rejection of

claim12 and its dependent clains 13 and 14.

13
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In summary we have not sustained the rejection of clains
1 to 10 and 12 to 14 under 35 U. S.C. 8§ 112 second par agr aph.
We have sustained under 35 U.S.C. 8 103 the rejection of
clainms 1 to 4 over Bossen, and of clainms 5 to 7 over Bossen
and Price. However, we have not sustained the rejection of
clains 8 to 14 under 35 U.S.C. 8§ 103 over Bossen and Price.

Accordingly the decision of the Exam ner rejecting clains
1to 14 is affirmed-in-part.

No period for taking any subsequent action in connection
with this appeal nay be extended under 37 CFR § 1.136(a).

AFFI RVED | N PART

JERRY SM TH )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JOSEPH F. RUGE ERO ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

PARSHOTAM S. LALL
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Adm ni strative Patent Judge )
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