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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from

the rejection of clainms 1, 3-5, and 7-10. W reverse.

BACKGROUND

The invention at issue in this appeal relates to
nmonitoring inlet water usage. The use of control and al arm
systens to detect |eaks in gaseous or liquid pipes is known in

the prior art. Explosive gases and highly destructive |iquids
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that have to be transported by pipe, for exanple, require
nmonitoring to insure agai nst underground | eakage.
Unfortunately, conventional control and alarm systens are
integrally built into overall liquid/fluid transport systens

and are conpl ex and costly.

In contrast, the appellant's invention is an easily
i nstal l ed, inexpensive device that allows a honeowner to
monitor the water consunmed for given periods. It includes an
alarm systemto alert the homeowner if too nuch water has been
consunmed. The invention can also shut down the inflow of
water if a particular volune of water per period has been

exceeded.

Claiml, which is representative for our purposes,
fol | ows:

Claiml1l. A portable systemto nonitor, control
and provide an alarm for excessive use of an inlet
wat er supply though [sic, through] an inlet pipe
froma water source under pressure, conpri sing:

a neasuring nmeans for providi ng neasurenents of
the inlet pipe volune of water per unit tinme, said
measuri ng nmeans conprising a rotatable inpeller, a
tinmer, and an el ectronic counter;
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a central control box having an interior and an
exterior, said central control box sized to be hand-
hel d and portabl e;

a first user interface neans for entering a
threshol d value of inlet pipe volune of water per
unit tinme, said user interface neans housed in said
interior of said central control box;

a visual display nounted on said exterior of
said central control box for displaying gallons of
wat er used per unit tine;

a second user interface neans for entering said
unit tinme period, said second user interface neans
mount ed on said exterior of said central contro
box;

a conparison neans for correlating the inputted
t hreshol d val ue and the neasurenents of the inlet
pi pe, said comparison nmeans conprising a processor
and a conputer programreadabl e by said processor
for conparing said neasurenents of inlet pipe volune
per unit time and said threshold val ues of inlet
pi pe vol une per unit tinme, said conparison nmeans
housed in said interior of said central control box;

an alarm means for providing an al arm when the
i nl et pipe neasurenent exceeds the inputted
t hreshol d val ue, said conparison neans actuating
sai d al arm nmeans when sai d neasurenents exceed said
t hreshol d val ues.

The references relied on in rejecting the clainms foll ow

Bartley et al. (Bartley) 4,108, 574 Aug. 22,
1978

Frew et al. (Frew 4,803, 632 Feb. 7, 1989.
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Oten et al. (OGten) 5,228, 469 July 20, 1993
Claims 1, 3-5, and 7-10 stand rejected under 35 U.S.C. § 103
as obvious over Oten in view of Bartley further in view of
Frew. Rather than repeat the argunents of the appellant or
exam ner in toto, we refer the reader to the briefs and answer

for the respective details thereof.

OPI NI ON
In deciding this appeal, we considered the subject matter
on appeal and the rejection advanced by the exani ner.
Furthernore, we duly considered the argunents and evi dence of
t he appel l ant and exami ner. After considering the record, we
are persuaded that the examner erred in rejecting clains 1,

3-5, and 7-10.' Accordingly, we reverse.

' W note that the examner inproperly applied a new
grounds of rejection in the answer by adding Bartley to the
conbination of Oten and Frew (See 37 CFR 1.193(a)(2) and
reply at page 1).

Wil e, this appeal has not proceeded according to the
established rules, we will decide the appeal on the nerits
rat her than delay our decision with a renand.
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We begin by noting the followng principles fromln re
Rijckaert, 9 F.3d 1531, 1532, 28 USPQ@d 1955, 1956 (Fed. Cr
1993) .

In rejecting clains under 35 U.S.C. 8§ 103, the
exam ner bears the initial burden of presenting a

prima facie case of obviousness. |In re Cetiker, 977
F.2d 1443, 1445, 24 USPQRd 1443, 1444 (Fed. Cr
1992).... "A prima facie case of obviousness is

establ i shed when the teachings fromthe prior art
itself would appear to have suggested the clained
subject matter to a person of ordinary skill in the
art." Inre Bell, 991 F.2d 781, 782, 26 USPQd
1529, 1531 (Fed. Cir. 1993) (quoting In re Rinehart,
531 F.2d 1048, 1051, 189 USPQ 143, 147 (CCPA 1976)).

Wth these principles in mnd, we consider the examner's

rejection and the appellant's argunent.

The exam ner asserts, "Bartley et al. discloses an
apparatus used for nmeasuring and controlling the flow rate of
aliquidin a piping system Bartley discloses use of an
al arm actuat ed i ndicating an unacceptable | evel of punp
i npel l er performance. The flow rate of the liquidis
cal cul ated using punp pressure rise. The difference would
tend to increase with the degree of degradation in the

i mpel l er performance (col. 12 lines 8-21 and col. 15 |ines 49-
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57)." (Examner's Answer at 7.) The appellant argues, "[t]he
inmpellers utilized on the centrifugal punp of the Bartley
reference are used to punp fluid through a piping system The
inmpellers are not rotating because of fluid flowwing within a
pi ping system and do not directly neasure fluid flow "

(Reply Br. at 2.)

Clainms 1, 3-5, and 7-9 specify in pertinent part the
followwng imtations: "a neasuring nmeans for providing
measurenents of the inlet pipe volune of water per unit tine,
sai d neasuring nmeans conprising a rotatable inpeller
Simlarly, claim10 specifies in pertinent part the foll ow ng
limtations: "a neasuring neans for providi ng neasurenments of
vol une of inlet water per unit tinme connected to said inlet
wat er supply, said nmeasuring neans including a rotatable

i mpel | er Accordingly, clains 1, 3-5, and 7-10 require a
rotatable inpeller for nmeasuring a volunme of inlet water per

unit tine.

The exam ner fails to show a suggestion of the

[imtations in the prior art. “Cbviousness may not be
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establ i shed using hindsight or in view of the teachings or

suggestions of the inventor.” Para-Odnance Mg. Inc. v. SGS

| mporters Int’l Inc., 73 F.3d 1085, 1087, 37 USPQ2d 1237, 1239

(Fed. GCir. 1995), cert. denied, 519 U S. 822 (1996)(citing

WL. Gore & Assocs., Inc. v. Grlock, Inc., 721 F.2d 1540,

1551, 1553, 220 USPQ 303, 311, 312-13 (Fed. GCr. 1983), cert.

denied, 469 U. S. 851 (1984)). “It is inpermssible to use the
claimed invention as an instruction nmanual or ‘tenplate to

pi ece together the teachings of the prior art so that the
clainmed invention is rendered obvious.”

In re Fritch, 972 F.2d 1260, 1266, 23 USPR2d 1780, 1784 (Fed.

Cr. 1992) (citing In re Gorman, 933 F.2d 982, 987, 18 USPQd

1885, 1888 (Fed. Cir. 1991)). “The nere fact that the prior
art may be nodified in the manner suggested by the Exam ner
does not meke the nodification obvious unless the prior art
suggested the desirability of the nodification.” [d. at 1266,

23 USP2d at 1784 (citing In re Gordon, 733 F.2d 900, 902, 221

USPQ 1125, 1127 (Fed. Cir. 1984)).

Here, the exam ner admts, "Oten doesn't disclose the

clainmed rotatable inpeller ...." (Examner's Answer at 7.)
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Al though Bartley teaches an inpeller, its inpeller is not used
to measure a volune of inlet water per unit tinme. To the
contrary, the reference's inpeller is a "punp inpeller,"™

col. 11, I. 66, which is used to punp fluid through Bartley's
pi ping system See col. 11, |. 63, - col. 12, |. 21. Relying
on Frew "to nerely teach that displaying the anount of gas and
water level is well known in the art,"” (Exam ner's Answer at
22), the examner fails to allege, |let alone show, that the
addition of the reference cures the deficiency in the

conmbi nation of ten and Bartl ey.

Because Bartley's inpeller is used to punp fluid through
the reference's piping system we are not persuaded that
teachings fromthe applied prior art would appear to have
suggested the clained [imtations of "a nmeasuring neans for
provi di ng nmeasurenents of the inlet pipe volunme of water per
unit tinme, said neasuring nmeans conprising a rotatable
inmpeller” or "a neasuring nmeans for providing nmeasurenents of
vol une of inlet water per unit tinme connected to said inlet
wat er supply, said neasuring nmeans including a rotatable

inpeller ...." The examner fails to establish a prim facie
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case of obviousness. Here, we find that the prior art applied
by the exam ner does not teach or fairly suggest the use of an
inpeller as a neasuring nmeans. W do not nmake any general
findi ng about the obviousness of the use of a rotatable
inpeller in conbination with a counter and tinmer. Therefore,
we reverse the rejection of clainms 1, 3-5, and 7-10 as obvi ous

over Oten in view of Bartley further in view of Frew

CONCLUSI ON

In summary, the rejection of clainms 1, 3-5, and 7-10

under 35 U.S.C. 8 103 is reversed.
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REVERSED

JERRY SM TH
Adm ni strative Patent Judge

BOARD OF PATENT

JOSEPH L. DI XON APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

LANCE LEONARD BARRY
Adm ni strative Patent Judge
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BARRY L. HALEY

MALI N, HALEY, & DI MAGE O, P. A
1936 SOUTH ANDREWS AVENUE
FORT LAUDERDALE, FL 33316
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