The opinion in support of the decision being
entered today was not witten for publication
in alaw journal and is not binding precedent
of the Board.
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ON BRI EF

Before KIM.IN, ONENS and PAW.I KONBKI, Adm ni strative Patent
Judges.

KIMLIN, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 29-
36, all the clainms remaining in the present application.
Caim?29 is illustrative:

29. A method of coating a substrate conprising:
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addi ng an organi c solvent and a non-volatile
al i phatic polyether to a higher-viscosity basecoat conposition
so as to produce a | ower-viscosity basecoat conposition, said
hi gher-vi scosity basecoat conposition being suitable for
produci ng a pol yether-free, |ower-viscosity basecoat
conposition and said non-volatile aliphatic polyether
contai ning at | east one hydroxyl group per nol ecule, having a
mean nol ecul ar wei ght not | ess than about 300 and bei ng
present in an anmount from about 6 to about 10 wei ght percent
of the total weight of the volatile and non-vol atile
conmponent s;

appl ying the pol yether-containing, |ower-viscosity
basecoat conposition to a substrate;

allowing a flash-off period to occur w thout baking;

overcoating the coated substrate with a cl earcoat;
and

baki ng the overcoated substrate to produce a
mul ti coat finish such that said finish has a netallic
appearance equal to that of a netallic finish prepared from
t he pol yether-free, |ower-viscosity basecoat conposition

The exam ner relies upon the follow ng references as

evi dence of obvi ousness:

Benefiel et al. 3, 639, 147 Feb. 1, 1972
(Benefiel)

Backhouse 4,220, 679 Sep. 2, 1980

@Gar ner 4, 333, 845 Jun. 8, 1982

Kor donenos et al. 4,694, 051 Sep. 15, 1987

( Kor donenos)

Appel lants' clainmed invention is directed to a nmethod of

coating a substrate by utilizing a basecoat conposition

conprising a non-volatile aliphatic polyether.
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is subjected to a flash-off, w thout baking, before applying
an overcoat of a clear conposition. The coated substrate is

t hen baked to produce a multicoat finish. According to
appel l ants, "the proportion of non-volatile conponents in

or gani c- cont ai ni ng basecoat conpositions can be increased by
replacing up to 10% by wei ght of the basecoat volatile
conponents with an aliphatic polyether or m xture of aliphatic
pol yet hers" (page 2 of Brief, paragraph V).

Appel l ants submt at page 3 of the Brief that "[a]l
clainms in this appeal, clains 29-36, stand or fall together
with the sol e i ndependent claim29."

Appeal ed clains 29-36 stand rejected under 35 U.S. C
8§ 103 as foll ows:

(1) Benefiel in view of Garner,

(2) Backhouse in view of Garner, and

(3) Benefiel in view of Kordonenos.

Claim?29 also stands rejected under 35 U S.C. § 112, second
par agr aph.

Upon careful consideration of the opposing argunents
presented on appeal, we will not sustain the exam ner's

rej ections.
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Concerning the examner's three rejections under
35 US.C. 8 103, we essentially agree with the position
espoused by appellants. The exam ner has not established the
requi site notivation which establishes why one of ordinary
skill in the art would have nodified the base conposition of
Benefi el or Backhouse by incorporating a non-volatile
al i phatic pol yether therein, and our review of the applied
references finds no such notivation. As enphasized by
appel l ants, Benefiel exclusively discloses the use of volatile
solvents in the base conposition for the purpose of
facilitating "the nost rapid renoval " of the solvents
(colum 1, line 68). The sane can be said for the Backhouse
di scl osure. At nost, the exam ner has indicated why one of
ordinary skill in the art mght consider, or try, to add a
non-vol atile aliphatic polyether into the base conpositions of
Benefi el and Backhouse. However, such is not the proper
standard for determ ning obvi ousness under 8§ 103.

As for the 8 112, second paragraph, rejection, we agree
wi th appellants that one of ordinary skill in the art would
understand that the criticized claimlanguage defines a
metal lic appearance for the multicoat finish that is equal to
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that of a netallic finish prepared in the same way but for the

absence of the recited non-volatile aliphatic polyether.



Appeal No. 1998-3154
Application No. 08/277,937

I n concl usi on, based on the foregoing, the exam ner's
decision rejecting the appealed clains is reversed.

REVERSED

EDWARD C. KI M.I'N
Adm ni strative Patent Judge

TERRY J. OVENS
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

BEVERLY PAW.| KOASKI
Adm ni strative Patent Judge
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