The opinion in support of the decision being entered today was not witten
for publication and is not binding precedent of the Board.

Paper No. 17

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte ROBERT J. CHRONEOCS and KOUSHI K BANERJEE

Appeal No. 1998-3130
Application No. 08/626,174

ON BRI EF

Bef ore KRASS, DI XON, and BARRY, Adninistrative Patent Judges.
BARRY, Adnministrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from

the rejection of clainms 6-18. W reverse.

BACKGROUND

The invention at issue in this appeal relates to packages
for integrated circuits (1Cs). 1Cs are typically housed
within a package soldered to a printed circuit board (PCB). A
conventional package contains a heat slug to renove heat

generated by the IC. The package features through hole vias
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to interconnect to a plurality of lands on the bottom surface
of the package. The |lands are typically soldered to an

external PCB

The package may al so contain discrete capacitors nounted
to surface pads on the top surface of the package. The
capacitors and acconpanyi ng pads occupy val uabl e space on the
top of the package. Sone vias nust be elimnated to provide
roomfor the capacitors. Elimnating vias, however, reduces

t he nunber of Il ands and the pin throughput of the package.

The appel lants' |1 C package features a pol ygonal shaped
heat slug. The slug extends froma top surface of a package,
which has a plurality of vias. Capacitors are nounted to the
top surface of the package. Sone capacitors are between the
heat slug and the vias. The polygonal shape of the heat slug
provi des additional space on the top surface so that
capacitors can be added without elimnating vias fromthe

package.
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Claim 16, which is representative for our purposes,
fol | ows:

16. A nethod for assenbling an el ectronic
package, conprising the steps of:

a) providing a printed circuit board which has
a plurality of contacts on a bottom surface and a
plurality of vias on an opposite top surface;

b) nmounting a heat slug to said top surface of
said printed circuit board, said heat slug having at
| east five flat sides that intersect each other and
are essentially perpendicular to said top surface;

c) mounting an electrical device to said top

surface of said printed circuit board at a | ocation
bet ween said heat slug and sai d vi as.

The reference relied on in rejecting the clains foll ows:
Banerjee et al. (Banerjee) 5, 557, 502 Sep. 17, 1996
(filed Mar. 2,
1995) .
Clains 6-18 stand rejected under 35 U.S.C. § 103(a) as obvi ous
over Banerjee. Rather than repeat the argunents of the

appellants or examner in toto, we refer the reader to the

briefs and answer for the respective details thereof.

CPI NI ON
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In deciding this appeal, we considered the subject matter
on appeal and the rejection advanced by the exani ner.
Furthernore, we duly considered the argunents and evi dence of
t he appellants and exami ner. After considering the record, we
are persuaded that the examner erred in rejecting clains 6-

18. Accordingly, we reverse.

We begin by noting the follow ng principles from

In re Rijckaert, 9 F.3d 1531, 1532, 28 USPQ2d 1955, 1956 (Fed.

Gir. 1993).

In rejecting clains under 35 U.S.C. Section 103, the
exam ner bears the initial burden of presenting a

prima facie case of obvi ousness. In re Cetiker, 977
F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gr
1992).... "A prima facie case of obviousness is

est abl i shed when the teachings fromthe prior art
itself would appear to have suggested the clained
subject matter to a person of ordinary skill in the
art." Inre Bell, 991 F.2d 781, 782, 26 USPQd
1529, 1531 (Fed. Cir. 1993) (quoting In re Rinehart,
531 F.2d 1048, 1051, 189 USPQ 143, 147 (CCPA 1976)).

Wth these principles in mnd, we consider the examner's

rejection and appellants' argunent.



Appeal No. 1998-3130 Page 5
Appl i cation No. 08/626, 174

Adm tting that Banerjee does not disclose a heat slug
having at |least five sides, the exam ner concludes, "[i]t is
al so a matter of design choice to have a heat slug with at
| east five sides, absent persuasive evidence that the
particul ar configuration of the heat slug was significant."
(Exam ner's Answer at 5.) The appellants reply, "using a heat
slug having at least five sides does solve a specific design

problem"™ (Appeal Br. at 8.)

“Cbvi ousness may not be established using hindsight or in
vi ew of the teachings or suggestions of the inventor.”

Par a- Ordnance Mg. v. SGS Inporters Int’'l, 73 F.3d 1085, 1087,

37 USP@@d 1237, 1239 (Fed. Cr. 1995 (citing WL. CGore &

Assocs., Inc. v. Grlock, Inc., 721 F.2d 1540, 1551, 1553, 220

USPQ 303, 311, 312-13 (Fed. Cr. 1983)). “It is inpermssible
to use the clainmed invention as an instruction manual or
‘tenplate’ to piece together the teachings of the prior art so
that the clainmed invention is rendered obvious.” 1ln re
Eritch, 972 F.2d 1260, 1266, 23 USPQ2d 1780, 1784 (Fed. G r

1992) (citing ILn re Gorman, 933 F.2d 982, 987, 18 USPQd 1885,

1888 (Fed. Gir. 1991)).
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We note the followng principles fromln re Denbiczak,

175 F.3d 994, 999, 50 USPQ2d 1614, 1617 (Fed. Cir
1999) (exenplary citations omtted).

The range of sources avail abl e, however, does not
di m nish the requirenment for actual evidence. That
is, the show ng nust be clear and particular. See,
e.qg., CR Bard, 157 F.3d at 1352, 48 USPQ2d at
1232. Broad conclusory statenents regarding the
teaching of nmultiple references, standing al one,
are not "evidence."

Al t hough couched in terns of conbining prior art references,
the same requirenent applies in the context of nodifying such
a single prior art reference. Here, the exam ner's broad,
concl usory opi nion of obviousness does not neet the

requi renent for actual evidence.

The record, noreover, belies the exam ner's allegation
about the absence of persuasive evidence that the particul ar
configuration of the heat slug was significant. The
specification reveals that "[t] he pol ygonal shape of the heat
sl ug provides additional space on the top surface so that
capacitors can be added without elimnating vias fromthe
package." (Spec. at 4.) It further reveals that "[t]he

pol ygonal shaped heat slug 22 thus provides a package that
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wi || support additional capacitors without elimnating vias 28

and corresponding | and pads 32." (ld. at 7.)

Because Banerjee nerely teaches a four-sided heat slug,
Fig. 2, no. 54, we are not persuaded that teachings fromthe
applied prior art woul d have suggested the clained Iimtations
of a heat slug having at |east five sides. The examner fails

to establish a prinma facie case of obviousness. Therefore, we

reverse the rejections of clainms 6-18 as obvi ous over

Baner | ee.

CONCLUSI ON

In summary, the rejection of clains 6-18 under 35 U.S. C

§103(a) is reversed.
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REVERSED

ERROL A. KRASS
Adm ni strative Patent Judge

BOARD OF PATENT

JOSEPH L. DI XON APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

LANCE LEONARD BARRY
Adm ni strative Patent Judge

N N N N N N N N N N N N N N



Appeal No. 1998-3130 Page 9
Appl i cation No. 08/626, 174

BLAKELY SOKOLOFF TAYLOR AND ZAFNMAN
12400 W LSH RE BLVD

SEVENTH FLOOR

LOS ANGELES, CA 90025



