The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of the
Boar d.
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ON BRI EF

Before WNTERS, JOHAN D. SMTH, and OANENS, Adm nistrative Patent
Judges.

OVNENS, Adm nistrative Patent Judge

DECI SI ON ON APPEAL

This is an appeal fromthe examner’s final rejection of
clainms 1, 2, 9-16, 19-21 and 23, which are all of the clains
remai ning in the application.

THE | NVENTI ON

Appel l ants’ clainmed invention is directed toward unsat urat ed
nonohydr oxyl at ed pol ydi ene polyners. Cdains 1, 2 and 21 are
illustrative:

1. A partially unsaturated nonohydroxyl ated pol ydi ene

pol ymer which is conprised of at |east two pol ynmeri zabl e
et heni cally unsaturated hydrocarbon nononers wherein at |east one
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is a diene nonomer which yields unsaturation suitable for

epoxi dati on, and wherein the pol ynmer has been hydrogenated such
that fromO0.1 to 7 meq per gram of polymer of aliphatic double
bonds remai n.

2. An epoxi di zed nonohydr oxyl at ed pol ydi ene pol yner whi ch
is conprised of at |east two pol ynerizable ethenically
unsat ur at ed hydrocarbon nononers wherein at | east one is a diene
nononer whi ch yields unsaturation suitable for epoxidation, and
wherein the pol ynmer has been epoxidi zed such that it contains
fromO0.1 to 7.0 meq of epoxy per gram of polyner.

21. An unsaturated nonohydroxyl ated pol ydi ene pol ynmer whi ch
is conprised of at |east two polynerizabl e unsaturated
hydr ocar bon nononers wherein at | east one is a di ene nononer
whi ch yi el ds unsaturation suitable for epoxidation.

THE REFERENCES

Short et al. (Short) 3,269, 978 Aug. 30, 1966
Pritchett et al. (Pritchett) 3,308,170 Mar. 7, 1967
Ri chards et al. (R chards) 4,518, 753 May 21, 1985
Cool baugh et al. (Cool baugh) 5, 149, 895 Sep. 22, 1992
Eri ckson et al. (Erickson) 5,229, 464 Jul . 20, 1993
Handlin, Jr. et al. (Handlin) 5,376, 745 Dec. 27, 1994

(filed Dec. 1, 1993)

THE REJECTI ONS

The clainms stand rejected under 35 U . S.C. § 103 as foll ows:
1) clainms 1, 2, 9-16, 19-21 and 23 over Cool baugh in view of
Short, Pritchett, Richards and/or Handlin, and further in view of
Erickson, and 2) claim 21 over Pritchett.

OPI NI ON

We reverse the rejection of clainms 1, 2, 9-16, 19, 20 and 23

over Cool baugh in view of Short, Pritchett, Richards and/or

Handlin, and affirmthe rejection of claim21 over these
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references and al so over Pritchett taken al one.

The exam ner has nade an el ection of species requirenent
(O fice action mail ed Novenber 17, 1995, paper no. 5, pages 2-3).
Appel lants elected for prosecution in this application the
species |1-B-S-OH and I-EB-S-OH, where | is isoprene, Bis
but adiene, S is styrene, and EB i s hydrogenated but adi ene
(response filed February 26, 1996, paper no. 6, page 2).
Appel | ants acknow edge in the brief (page 2) that they have
el ected these species, and this acknow edgnent is noted by the
exam ner in the answer (page 4). There is no indication in the
record that any nonel ected speci e was exam ned. Consequently,
the issue before us is whether the el ected speci es woul d have
been obvious to one of ordinary skill in the art over the applied
prior art. W therefore discuss only that issue and take no
position regarding the patentability of nonel ected species which
are enconpassed by appellants’ clainms. See Ex parte GChsaka, 2
USPQ2d 1461, 1461 (Bd. Pat. App & Int. 1987).

Rej ection over Cool baugh in view of Short, Pritchett,
Ri chards and/or Handlin, and further in view of Erickson

Cainms 1, 2, 9-16, 19, 20 and 23
Appel l ants’ clainms require that the pol ydi ene polyner is
nmonohydr oxyl at ed. The exam ner acknow edges that Cool baugh does

not disclose such a polyner, and relies upon Short, Pritchett,
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Ri chards and Handlin to renmedy this deficiency (answer, pages 4-
5). The only reference relied upon for providing a reason to
nodi fy Cool baugh is Richards, and the exam ner does not explain
why Richards, alone or in combination with the other references,
woul d have | ed one of ordinary skill in the art to
nonohydr oxyl ate t he Cool baugh pol yner. See id. The exam ner
nerely states that if the Cool baugh pol yner were nonohydroxl at ed,
one of ordinary skill in the art would have expected the result
to be useful curing properties (answer, page 5. 1In order for a
prima facie case of obviousness to be established, the references
must be such that they woul d have provi ded one of ordinary skil
in the art with both a suggestion to carry out appellants’
claimed i nvention and a reasonabl e expectati on of success in
doi ng so, see In re Vaeck, 947 F.2d 488, 493, 20 USPQ2d 1438,
1442 (Fed. Cir. 1991); Inre OFarrell, 853 F.2d 894, 902, 7
USP@d 1673, 1680 (Fed. Cir. 1988), and the exam ner has not
carried the burden of establishing that the applied references
neet these requirenents.

Mor eover, regarding the clainms which recite an adhesive
conposition, the exam ner states that both Cool baugh and Erickson
di scl ose use of their block copolyners in adhesives (answer,
page 5). Cool baugh, however, teaches that the copolynmers are

el astoneri c vul cani zates having properties such as high
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el ongati on and excel |l ent aging characteristics (col. 1, |lines 32-
35). The exam ner points out (answer, page 5) that Cool baugh
teaches that the copolyners can contain a tackifier (col. 20,
i nes 20-21), but has not established that an el astoneric
vul cani zate containing a tackifier necessarily is an adhesive, or
that a disclosure of such a vul cani zate woul d have fairly
suggest ed an adhesive to one of ordinary skill in the art.
Consequently, the exam ner has not adequately expl ai ned why
Cool baugh and Erickson, which discloses an adhesive (col. 1,
i nes 49-51), are conbi nabl e.

For the above reasons, we hold that the exam ner has not
carried the burden of establishing a prima facie case of
obvi ousness of the invention recited in clains 1, 2, 9-16, 19, 20
and 23 over Cool baugh in view of Short, Pritchett, Ri chards
and/ or Handlin, and further in view of Erickson.

Claim21

Appel l ants do not challenge the rejection of claim21 over
Pritchett (brief, pages 3 and 5). For this reason and because
t he above conbi nati on of references includes Pritchett, we affirm
the rejection of claim?2l1l over Cool baugh in view of Short,
Pritchett, Richards and/or Handlin, and further in view of

Eri ckson.
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Rej ection over Pritchett

Because appell ants do not challenge the rejection of
claim 21 over Pritchett (brief, pages 3 and 5), we summarily
affirmthis rejection.

REMAND

The i ndependent clains in application no. 08/ 320,807 are
identical to those in the present case, but in that case
different species within these clainms were elected. The board
affirmed the rejection of all clains in that application over the
appl i ed references (appeal no. 1996-4069, nuailed Septenber 18,
2000) which, except for Cool baugh, are the same references as in
the present case . W renmand the application to the exam ner to
consi der rejecting the clainms based upon rationale conparable to
that set forth by the board in application no. 08/320,807."

Furthernore, we note that the independent clainms in the
present case are not limted to the el ected species but, rather,
enconpass the species which the board found in application no.
08/ 320,807 to have been fairly suggested to one of ordinary skil
inthe art by the applied references. The exam ner, therefore,

shoul d consider rejecting the clains for this additional reason.

"The exam ner al so should review the board decision in
rel ated appeal no. 1997-4371, application no. 08/438, 427.
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Al'so, in further prosecution the exam ner shoul d address the

i ssue of whether clains 19 and 20 include the el ected species.
DECI SI ON

The rejection under 35 U S.C. 8 103 of clainms 1, 2, 9-16,
19, 20 and 23 over Cool baugh in view of Short, Pritchett,
Ri chards and/or Handlin, and further in view of Erickson is
reversed, and the rejections of claim21 over these references
and over Pritchett alone are affirmed. The application is
remanded to the exam ner.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART and REMANDED

Sherman D. Wnters
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

John D. Smith
Adm ni strative Patent Judge

Terry J. Onens
Adm ni strative Patent Judge
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Donal d F. Haas
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