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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1, 2 and 4 through 15, which are all of

the clainms pending in this application.

We affirmin-part.
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THE | NVENTI ON

The appellants' invention relates to a flange for a
devi ce which separates oil fromair (specification, p. 1). A
copy of the clainms under appeal is set forth in the appendi x

to the appellants' brief.?

Clains 1 and 11 are illustrative and read as foll ows:
1. An apparatus for separating an oil aerosol fromair
conpri si ng:

a base nenber;

an annul ar coal escer mounted on said base nmenber via a
fl ange consisting of metal sheet coated with rubber; and

a housing surroundi ng said coal escer, said housing being
mount ed on sai d base nenber,

wherein said flange extends between said housing and said
base menber to forma seal therebetween

11. An apparatus for separating an oil aerosol fromair
conpri si ng:

a base nenmber including a passage for an air-oil mxture
and a passage for clean air;

at | east two annul ar coal escer el enents, each said
coal escer el enent being nounted on said base nmenber via a
respective flange, an exterior of each said coal escer el enent

' Claine 4 and 14, indicated in the exanm ner's advisory action (Paper No. 12
mai | ed Septenber 24, 1997) as "being allowable if rewitten in i ndependent
formincluding all the linmtations of the base claimand any intervening
clainms" are not provided in appellants' appendix to the brief.
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being in comunication with one of said passages, an interior
of each said coal escer elenment being in conmunication with the
ot her of said passages; and

a respective housing surroundi ng each said coal escer
el ement, said respective housing being nmounted on sai d base
menber,

wherei n each said respective flange consists of a neta
sheet with at |east a portion of the nmetal sheet being coated
with rubber, said portion of the nmetal sheet which is coated
with rubber extending between said respective housing and said
base nmenber to form a seal therebetween

THE PRI OR ART

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed clains are:
Thur man 1,109, 372 Septenber 1, 1914

Bri ggs 3,118, 837 January 21, 1964

THE REJECTI ONS

Claims 1, 2, 5 and 9 stand rejected under 35 U.S.C. 8§
102(b) as being clearly anticipated by either Thurman or
Briggs.

Clainms 1, 2, 5 through 13 and 15 stand rejected under

35 U.S.C. §8 103(a) as being unpatentable over either Thurman

or Briggs taken in view of the general state of the art.?

2 1n the exami ner's advisory action (Paper No. 12, mmiled Septenber 24, 1997)
it is indicated that "Clains 4 and 14 are no |l onger rejected under 35 U S.C
3
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Reference is made to the exam ner's answer (Paper No. 17,
mai | ed March 2, 1998) for the exam ner's conplete reasoning in
support of the rejections, and to the appellants' brief (Paper
No. 16, filed January 14, 1998) and reply brief (Paper No. 19,

filed May 4, 1998) for the appellants' argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
claims, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we nake the

det erm nati ons which foll ow

112 or 35 U.S.C. 101, and would be allowable if rewitten in independent form
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G oupi ng of Clains

In the “Grouping of Clains” section of the brief (page 4),
the appellants state that, "clainms 1, 2 and 5-9 stand or fal
t oget her." The remaining claims, 10 through 13 and 15, are
submtted to be separately patentable.

I n accordance with the appellants' groupi ng we have sel ected
claim 1 as the representative claim from the appellants’
grouping of claims 1, 2 and 5 through 9 and deci de the appeal on
the rejections under 35 U.S.C. 88 102 and 103 on the basis of
this claimalone. The 35 U S.C. 88 102 and 103 rejections of

remai ning clainms 10 through 13 and 15 are deci ded separately.

The 35 U.S.C. 8§ 102 rejection of clains 1, 2, 5 and 9 as being

clearly anticipated by either Thurman or Bri ggs.

We will not sustain the examner's rejection of
appellants' claims 1, 2, 5 and 9 as anticipated by Thurman,
but we will sustain the exam ner's rejection of appellants’
claims 1, 2, 5 and 9 as anticipated by Briggs.

We note that claim 1l on appeal requires, inter alia, a

base nmenber, a housing and a coal escer nounted on the base
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menber via a flange consisting of netal sheet coated with
rubber and form ng a seal between the base and housi ng.

Turning first to Thurman, we observe that Thurnman teaches
a menmber (14) sealingly connected to a housing (10) via a bent
sheet nmetal flange (17, 18), the flange being provided on both
sides with a rubber sealing gasket or packing (19), an annul ar
filter bag (16) being connected to the menber (14) via the
flange. It is the examner's position that the flange is
coated with rubber (the final rejection, Paper No. 10, page
7), whereas in this regard we are in agreenment with the
appel lants' position that Thurman's gasket (19) is a separate
menber, not a coating.

As stated by appellants, the issue is "[w] hether a claim
limtation calling for a flange consisting of a nmetal sheet
coated with rubber is anticipated... by a flange assenbl ed
with a separate rubber gasket"” (brief, page 3). W note that
Thur man descri bes the flange as "provided on each side with a
gasket or packing (19) of some suitable material such as
rubber and which when in position |ies between the top of the
casing (10) and the cover (14) and serves to forman air-tight

closure for the cover" (page 1, lines 97-102). |In our opinion
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one of ordinary skill in the art would have viewed the gasket
or packing in Thurman as being a separate nenber and not as a
nmet al sheet nenber coated with rubber.®* Accordingly, since
our review of Thurman does not disclose a flange consisting of
nmet al sheet coated with rubber as required by claiml1, we wll
not sustain the examner's rejection of claim1l based on
Thur man.

Accordingly, the decision of the exam ner to reject claim
1 under 35 U.S.C. 8 102(b) as clearly anticipated by Thurman
is reversed. It also follows that the examner's rejection of
claims 2, 5 and 9, which are dependent on claim 1, under 35
U.S.C. 8 102(b) as clearly anticipated by Thurman is al so
rever sed.

Turning next to the examner's rejection of claim1 as
clearly anticipated by Briggs, it is the exam ner's position
that "Briggs teaches a base nenber (18,62) sealingly connected

to a housing (38,48) via a bent sheet netal flange (54, 56, 58),

5 Enclosed with this decision is a copy of The Condensed Chenical Dictionary,
ninth edition, page 215, which defines "coating" as a filmor layer applied to
a base by, for exanple, electrolysis, painting, etc. |In our viewthe gasket
or packing of Thurman is not a filmor |layer applied in a manner so as to be a
coating on the netal flange (17, 18).
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the flange being coated in operative position by rubber
sealing material (60) on both sides, an annular filter nmedia
(34) being connected to the base via the flange" (the final
rej ection, Paper No. 10, page 7).

The appellants' argunent is the same as that with
respect to Thurman. That is, Briggs' body (60) of elastoneric
material is a separate part rather than the coating as
required by claim1l. Further, the appellants argue that "the
Exam ner's attenpt to read the instant claimlanguage on the
structure of Briggs is untenable... Briggs does not disclose
or suggest a rubber coated flange extendi ng between a housing
and a base nenber to forma seal therebetween, as set forth in
instant clain{s] 1" (reply brief, page 2).

We do not agree with the appellants' position that Briggs
does not teach the features of claim1 on appeal. |In our view
Briggs' nenbers (36, 42) and (48) provide a housing for the
pl eated filter medium or coal escer (34), which is nounted via
rubber covered flange (58) on base (18, 62) so as to provide a
seal between the housing and base as prescribed by appell ants’
claim1l on appeal. Flange (58) is described by Briggs as

"enbedded in a body of elastoneric material 60" (col. 2, lines
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31-32) and in our view one of ordinary skill in the art woul d
have understood this to nmean that Briggs' flange is coated
with the material (60). The term "enbed" is defined as to
make an integral part of, or to fix firmy in a surrounding
mass.* In our viewto make an integral part of, or fix
firmy, would convey to one of ordinary skill in the art that
this is a coating. For this reason we will sustain the

exam ner's rejection of claim1l as anticipated by Briggs.

Accordingly, the decision of the exam ner to reject claim
1 under 35 U.S.C. 8 102(b) as clearly anticipated by Briggs is
affirmed. As noted above, the appellants have grouped cl ai s
1, 2 and 5 through 9 as standing or falling together. Thus,
it follows that the decision of the exam ner to reject clains
2, 5 and 9 under 35 U S.C. 8 102(b) over Briggs is also

af firmed.

The 35 U.S.C. § 103 rejection of clains 1, 2, 5 through 13 and

15 as being unpatentable over either Thurman or Briggs taken

in view of the general state of the art.

4 The Anerican Heritage Dictionary, second college edition, page 447 (copy
encl osed with this decision).
9
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As not ed above, Briggs does teach all the limtations of
claim1l. A disclosure that anticipates under 35 U S.C. " 102
al so renders the clai munpatentable under 35 U.S.C. " 103, for

"anticipation is the epitome of obviousness.”™ Jones v. Hardy,

727 F.2d 1524, 1529, 220 USPQ 1021, 1025 (Fed. Cir. 1984).

See also In re Fracal ossi, 681 F.2d 792, 794, 215 USPQ 569,

571 (CCPA 1982); In re Pearson, 494 F.2d 1399, 1402, 181 USPQ

641, 644 (CCPA 1974). Thus, we sustain the examner's
rej ection of appealed claim1l under 35 U.S.C. * 103 over
Briggs taken in view of the general state of the art.

As not ed above, the appellants have grouped clains 2 and
5 through 9 as standing or falling together with i ndependent
claim1l. Thus, it follows that the decision of the exam ner
to reject clainms 1, 2, and 5 through 9 under 35 U. S.C. § 103
as being unpatentable over Briggs taken in view of the general
state of the art is affirned.

Turning now to clains 10 and 11, we note that both clainms
10 and 11 include substantially the sane limtations as claim
1 with additional structure not recited in claiml, e.g. the
base menber including a passage for an air-oil mxture and a
passage for clean air, with the exterior of the coal escer
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el ement being in conmmunication with each of these passages.

The exami ner’s position is that Briggs is applied as in
the rejection of claim1 and further that "applicant's
di scl osure nakes it clear that the instant invention lies
within the use of a rubber coated netal flange within a
separ at or apparatus and not specifically with the structure of
t he base nenmber (10), which is notoriously well known within
the art"” (the final rejection, Paper No. 10, page 6).

The exam ner's rejection with regard to clainms 10 and 11
as being unpatentable over Briggs taken in view of the general
state of the art, will not be sustained because, in our view,
t he conbi ned teachings of Briggs and the general state of the
art fail to disclose or suggest a base nenber with two
passages in comruni cation with the coal escer el enment as
recited in claims 10 and 11.

Wth respect to the exam ner's coments regarding the
general state of the art, we note appellants' statenent that,

[ITn the Anmendment filed March 18, 1997

Appel | ant added clains 10 and 11, incl uding

recitations specifically directed to the

structure of the base nenber. At that tinme, the

Exam ner was clearly put on notice that

Appel | ant considered the structure of the base
11



Appeal No. 1998-3016
Application No. 08/568, 344

menber to be part of the clained invention, in

conbination with the rubber coated flange. As

poi nted out in the Appeal Brief, that clainmed

structure of the base nmenber distinguishes over

Thurman and Briggs [reply brief, pages 2-3].

I n our view the exam ner has not provided evidence
supporting his contention that the base nmenber structure is
notoriously well known in the art. It is apparent to us that
the examner is dismssing the structural features of
appellants' clainms 10 and 11 because of appellants' assertion
that the coating is the inventive aspect. Qur review of
appel lants' prior art disclosure reveals nothing therein which
descri bes the above quoted structural features recited in
appellants' clainms 10 and 11 as being part of the prior art.
Specifically, we do not find evidence that the nebul ous
"general state of the art"” relied upon by the exam ner teaches
or suggests a base nenber with two passages in communi cation
with a coal escer elenment as recited in clainms 10 and 11.

Accordingly, the decision of the exam ner to reject
claims 10 and 11 under 35 U.S.C. § 103 as bei ng unpatentable
over Briggs taken in view of the general state of the art is

reversed. It also follows that the exam ner's rejection of

claims 12, 13 and 15, which are dependent on claim 11, as
12
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bei ng unpatentable under 35 U. S.C. 8 103 over Briggs taken in
view of the general state of the art is also reversed.

We will not sustain the examner's 35 U.S.C. § 103
rejection of clains 1, 2, 5 through 13 and 15 as being
unpat ent abl e over Thurman taken in view of the general state
of the art.

Wth regard to the examiner's rejection of claim1 as
bei ng unpatentabl e over Thurman taken in view of the general
state of the art, we again note that the exam ner relies on
t he nebul ous "general state of the art" for the teaching of
the structure of the clained base nmenber or base nmenbers. The
general state of the art is not relied on for teaching a
fl ange consisting of netal sheet coated with rubber as
required by claim11 and, as discussed above, this feature is
not disclosed by Thurman. Accordingly, the exam ner's
rejection with regard to claim1 as bei ng unpatentabl e over
Thurman taken in view of the general state of the art, wll
not be sustai ned because, in our view, the conbined teachings
of Thurman and the general state of the art fail to disclose
or suggest a flange consisting of metal sheet coated wth

rubber as required by claim 1.

13
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Claims 2 and 5 through 10 are dependent on claim 1.

Thus, it follows that the decision of the exam ner to reject
claims 1, 2, and 5 through 10 under 35 U.S.C. § 103 as being
unpat ent abl e over Thurman taken in view of the general state
of the art is reversed.

The exam ner's rejection with regard to claim 11 as being
unpat ent abl e over Thurman taken in view of the general state
of the art, will not be sustained.

Claim 11 includes two flanges, each of which, |ike claim
1, consists of a netal sheet with at |east a portion of the
nmet al sheet being coated with rubber. As discussed above, we
do not find this feature to be taught or suggested by Thurman.

Agai n, we see no evidence with respect to the general state
of the art which teaches or suggests this feature. The

exam ner's rejection of claim 11l as bei ng unpat ent abl e over
Thurman taken in view of the general state of the art, wll
not be sustai ned because, in our view, the conbined teachings
of Thurman and the general state of the art fail to disclose
or suggest flanges, each of which consists of a nmetal sheet
with at |east a portion of the metal sheet being coated with

rubber, as recited in claim 11.

14
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Additionally, we note that claim 11l requires a base
menber including a passage for an air-oil mxture and a
passage for clean air, both passages being in comruni cation
with the coal escer elenent. From our perspective there is no
evidence with respect to the general state of the art which
di scl oses or suggests a base nenber with two passages in
comruni cation with the coal escer elenment as recited in claim
11. Qur review of Thurman al so reveal s nothing therein which
t eaches or suggests this feature. The exam ner's rejection of
claim 1l as being unpatentable over Thurman taken in view of
the general state of the art, will not be sustained because,
in our view, the conbined teachings of Thurman and the general
state of the art fail to disclose or suggest a base nenber
including a passage for an air-oil mxture and a passage for
clean air, both passages being in communication with the
coal escer elenment, as recited in claim11.

Clainms 12, 13 and 15 are dependent on claim 11. Thus,
it follows that the decision of the exam ner to reject clains
11 through 13 and 15 under 35 U.S.C. § 103 as being
unpat ent abl e over Thurman taken in view of the general state

of the art is reversed.

15
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CONCLUSI ON

To summari ze,

the decision of the examner to reject clainms 1, 2, 5 and
9 under 35 U.S.C. §8 102 over Thurman is reversed,

the decision of the examner to reject clainms 1, 2, 5 and
9 under 35 U.S.C. 8§ 102 over Briggs is affirned,

the decision of the examner to reject clainms 1, 2, and 5
t hrough 9 under 35 U. S.C. 8 103 over Briggs in view of the
general state is affirned,

t he decision of the exam ner to reject claims 10 through
13 and 15 under 35 U.S.C. 8 103 over Briggs in view of the
general state is reversed, and

t he decision of the examner to reject clains 1, 2, 5
t hrough 13 and 15 under 35 U.S.C. 8§ 103 as bei ng unpatentabl e

over Thurman taken in view of the general state of the art is

al so reversed.
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No tine period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
§ 1.136(a).

AFFI RMVED- | N- PART

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

)
)
)
)
)
) BOARD OF PATENT
JOHN P. McQUADE ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES
)
)
)
)
)

Rl CHARD B. LAZARUS
Adm ni strative Patent Judge
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