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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 1, 4 through 7 and 12 through 15. d ains
2 and 3 are allowed. dCains 8 through 11 have been objected

to as depending froma non-all owed claim

! Application for patent filed March 26, 1996.
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W REVERSE and REMAND.
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BACKGROUND

The appellant's invention relates to a power cylinder
piston (clainms 1 and 4 through 6) and a danped power cylinder
system (clainms 7 and 12 through 15). An understandi ng of the
i nvention can be derived froma reading of exenplary clains 1
and 7 (the independent clains on appeal), which appear in the

appendi x to the appellant's brief.

The prior art references of record relied upon by the
exam ner in rejecting the appealed clains (i.e., the applied

prior art) are:

Di esing et al. 3,002, 500 Cct .
3, 1961

(Di esi ng)

| sham 3,013, 816 Dec. 19,
1961

Tayl or et al. 4,815, 574 Mar. 28,
1989

Clainms 1, 4, 5 and 6 stand rejected under 35 U.S.C. 8§ 103

as bei ng unpatentabl e over Tayl or.
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Clainms 1 and 5 stand rejected under 35 U . S.C. 8§ 103 as

bei ng unpat ent abl e over |sham

Cainms 7 and 12 through 15 stand rejected under 35 U. S. C

8§ 103 as being unpatentabl e over Ishamin view of Diesing.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rejections, we nake reference to the exam ner's answer (Paper
No. 10, mailed April 14, 1998) for the exam ner's conplete
reasoning in support of the rejections, and to the appellant's
brief (Paper No. 9, filed January 6, 1998) and reply brief
(Paper No. 11, filed June 15, 1998) for the appellant's

argunent s t her eagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art, and to the respective
positions articul ated by the appellant and the exam ner. Upon

eval uation of all the evidence before us, it is our conclusion
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that the evidence adduced by the examner is insufficient to

establish a prima facie case of obviousness with respect to

the clains under appeal. Accordingly, we will not sustain the
examner's rejection of clainms 1, 4 through 7 and 12 through
15 under 35 U. S.C. § 103. CQur reasoning for this

determ nati on foll ows.

In rejecting clains under 35 U S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See In re R jckaert, 9 F.3d 1531, 1532, 28

UsP2d 1955, 1956 (Fed. Cir. 1993). The test for obviousness

I's what the conbi ned teachings of the references would have

suggested to one of ordinary skill in the art. See In re
Young, 927 F.2d 588, 591, 18 USPQ@d 1089, 1091 (Fed. Cir.

1991) and In re Keller, 642 F.2d 413, 425, 208 USPQ 871, 881

(CCPA 1981). Furthernore, the conclusion that the clained
subject matter is obvious nust be supported by evidence, as
shown by sone objective teaching in the prior art or by

know edge generally available to one of ordinary skill in the
art that would have | ed that individual to conbine the

rel evant teachings of the references to arrive at the clained
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invention. See In re Fine, 837 F.2d 1071, 1074, 5 USPQd

1596, 1598 (Fed. Cir. 1988).

The appel |l ant argues (brief, pp. 3-7, and reply brief, p.
2) that the applied prior art does not suggest the clained

subject matter. W agree.

Claiml recites a power cylinder piston for connection to
a power shaft within a power cylinder housing conprising,
inter alia, a cylinder being disposed slidably within the
power cylinder housing and an annul arly corrugated sl eeve

di sposed within the cylinder and secured to the cylinder ends.

Claim?7 recites a danped power cylinder system
conprising, inter alia, a power cylinder housing and a piston
slidably disposed within the power cylinder housing. Caim?7
further recites that the piston conprises, inter alia, a
pi ston cylinder and an annul arly corrugated sl eeve di sposed
within the piston cylinder and secured to the piston cylinder

ends.
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The above-noted limtations of clains 1 and 7 are not
suggested by the applied prior art. In that regard, the
conbi ned teachi ngs of Taylor, |Ishamand D esing woul d not have
suggested a piston having an annul arly corrugated sl eeve
di sposed within the cylinder of the piston. To conpensate for
t he i nadequacy of the applied prior art, the exam ner made
determ nations (answer, pages 4, 6 and 10) that it would have
been obvious to one of ordinary skill in the art at the tine
the invention was made to have placed the cylinder assenbly of
Taylor (i.e., danper 10) or the cylinder assenbly of |sham
(i.e., section B) within a power cylinder housing as that is a
recogni zed feature in the art for shielding a structure from
exposure to the environnent. However, this determ nation by
t he exam ner has not been supported by any evidence that woul d

have led an artisan to arrive at the clained i nventi on.

In our view, clearly the only suggestion for nodifying
Tayl or or Ishamin the manner proposed by the exam ner to neet
the above-noted limtations stenms from hi ndsi ght know edge
derived fromthe appellant's own disclosure. The use of such

hi ndsi ght know edge to support an obvi ousness rejection under
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35 U.S.C. 8 103 is, of course, inpermssible. See, for

exanple, W L. Gore and Associates, Inc. v. Garlock, Inc., 721

F.2d 1540, 1553, 220 USPQ 303, 312-13 (Fed. CGir. 1983), cert.
deni ed, 469 U. S. 851 (1984). Furthernore, it is our opinion
that one of ordinary skill in the art would not have

consi dered the cylinder assenbly of Taylor (i.e., danper 10)
or the cylinder assenbly of Isham(i.e., section B) to be a
"piston.” It follows that we cannot sustain the exam ner's
rejections of clains 1 and 7 and clains 4 through 6 and 12

t hrough 15 dependent thereon.

RENMAND
We remand the application to the exam ner to consi der
whet her or not the following two errors render independent
claims 1 and 7, and dependent claim 2, indefinite under the

second paragraph of 35 U S.C. § 112.°

2 Clains are considered to be definite, as required by the
second paragraph of 35 U . S.C. 8 112, when they define the
net es and bounds of a clained invention with a reasonabl e
degree of precision and particularity. See In re Venezia, 530
F.2d 956, 958, 189 USPQ 149, 151 (CCPA 1976).
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First, the phrase "said power cylinder” in claim1, |ines
11-12, and claim2, lines 10-11, |acks antecedent basis.
Wiile clains 1 and 2 have previously recited "power cylinder
pi ston," "power cylinder housing," and "cylinder," it is not
clear that "said power cylinder"” was intended to refer back to
any of those terns. 1In that regard, we note fromFigures 1
and 2, that the power shaft 44 extends out of one end of the
cylinder 32 for connection to the nechani sm bei ng operated
(see page 4, lines 24-25, of the specification). Accordingly,
t he exam ner should determine if the |ack of antecedent basis
for "said power cylinder” in claiml and claim2 renders
clains 1 and 2, and cl ains dependent thereon, indefinite under

35 U S.C § 112, 2f.

Second, the two position valve clause in claim7 (see
lines 7-12) contains an error. Specifically, the two position
val ve clause recites that the "one end" of the power cylinder
housing i s connected to the working fluid exhaust in both
positions (i.e., the one position and the second position) of
the two position valve. As shown in Figure 1, in one position

of the valve 24, the discharge line 20 is connected to the
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right end of the power cylinder housing and in the other
position of the valve 24, the discharge |line 20 is connected
to the left end of the power cylinder housing. Accordingly,

t he exam ner should determne if this error in claim?7 renders
claim7, and cl ai nrs dependent thereon, indefinite under 35

us.C § 112, 2f1.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 1, 4 through 7 and 12 through 15 under 35 U. S.C. § 103
is reversed. In addition, the application is remanded to the
exam ner to consider whether clains 1, 2 and 7 are indefinite

under the second paragraph of 35 U.S.C. § 112.
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No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).

REVERSED and REMANDED

| AN A. CALVERT
Adm ni strative Patent Judge

BOARD OF PATENT

CHARLES E. FRANKFORT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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