The opinion in support of the decision being entered today was not witten for
publication and is not binding precedent of the Board.
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RUGE ERO, Adni ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal fromthe final rejection
of clains 13-19, 21-26, and 28, which are the only clains
remai ning in the application.

The di scl osed invention relates to sem conduct or
fabrication processes and particularly to a nmethod of formng

a trench isolation structure in a stack trench capacitor
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fabrication process.

Representative claim22 is reproduced as foll ows:

22. A method of making a sem conductor device
having a trench isolation structure fornmed in a
stack trench capacitor fabrication process,
conprising the steps of:

formng an interface | ayer onto a sem conduct or
Ssubstrat e;

formng a buffer layer onto the interface |ayer;

formng a trench region through the interface
| ayer, the buffer layer, and into the sem conduct or

substrat e;
formng a trench wall layer on interior walls of
the trench region, the trench wall |ayer being in

contact with a remaining interface |ayer on the
sem conduct or substrat e;

form ng a conductive trench filler |ayer onto
the trench wall layer within the trench region

formng a dielectric |ayer onto the trench
filler layer within the trench region;

form ng a conductive |ayer onto the dielectric
| ayer wiwthin the trench region

formng a trench cap | ayer on the conductive
| ayer such that the trench filler |ayer, the
dielectric layer, and the conductive |ayer are
surrounded by the trench wall |ayer and the trench
cap layer; and

formng a well structure on either side of the
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trench isolation structure such that said trench
isolation structure provides inter-well isolation.

The Exam ner relies on the followng prior art:

| ranmanesh 4,621, 414 Nov. 11
1986

Ckada et al. (Ckada) 4,700, 464 Cct. 20,
1987

Clainms 13-19 and 21 stand finally rejected as bei ng based
on an i nadequate disclosure under the first paragraph of 35
U S C
8§ 112. dains 13-19 and 21 also stand finally rejected under
35 U.S.C. 8 112, second paragraph, for failure to particularly
point out and distinctly claimthe invention. dains 22-26
and 28 stand finally rejected under 35 U.S.C. 8§ 103(a) as
bei ng unpat ent abl e over Iranmanesh in view of (Okada.

Rat her than reiterate the argunents of Appellant and the

Exam ner, reference is nade to the Briefs! and Answer for the

'The Appeal Brief was filed May 12, 1997. In response to the
Exam ner’s Answer dated Cctober 17, 1997, a Reply Brief was fil ed Decenber 22,
1997, which was acknow edged and entered by the Examiner as indicated in the
conmuni cati on dated March 2, 1998.
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respective details thereof.
OPI NI ON
We have carefully considered the subject matter on
appeal, the rejections advanced by the Exam ner, the argunents
in support of the rejections and the evidence of obvi ousness
relied upon by the Exam ner as support for the prior art

rejection. W have,

i kewi se, reviewed and taken into consideration, in reaching
our decision, Appellant’s argunents set forth in the Briefs
along with the Exam ner’s rationale in support of the
rejections and argunents in rebuttal set forth in the

Exam ner’ s Answer. Al t hough Appel | ant has
nomnally asserted (Brief, page 4) the separate patentability
of each of the clainms on appeal, separate argunments have been
provi ded only for independent clains 13, 15, and 22. W wll
consi der the appealed clains separately only to the extent
that separate argunents are of record in this appeal.
Dependent clainms 14, 16-19, 21, 23-26, and 28 have not been
argued separately in the Briefs and, accordingly, wll stand
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or fall with their base claim Note In re King, 801 F.2d

1324, 1325, 231 USPQ 136, 137 (Fed. Cir. 1986); In re

Sernaker, 702 F.2d 989, 991, 217 USPQ 1, 3 (Fed. Cir. 1983).
It is our view, after consideration of the record before
us, that the disclosure in this application describes the
clainmed invention in a manner which conplies with the
requirenents of the first paragraph of 35 U S.C. § 112. W
are also of the viewthat the clains particularly point out

the invention in a nmanner which

conplies with 35 U S.C. 8§ 112, second paragraph. W are of
t he concl usi on, however, that the evidence relied upon and the
| evel of skill in the particular art woul d have suggested to
one of ordinary skill in the art the obviousness of the
invention as set forth in clainms 22-26 and 28. Accordingly,
we affirmin-part.

Wth respect to the 35 U.S.C. § 112, first paragraph,
rejection, we note that the Exam ner, instead of relying on
the “witten description” or “enabl ement” |anguage of the
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statute, has used the term nology “lack of support” in the
statenent of the rejection. Qur reviewing court has nmade it
clear that witten description and enabl enent are separate
requi renents under the first paragraph of 35 U S.C. § 112.

Vas-Cath Inc. v. Mahurkar, 935 F.2d 1555, 1560, 19 USPQ2d

1111, 1114 (Fed. Cir. 1991). The term nol ogy “lack of
support” has al so been held to inply a reliance on the witten

description requirenent of the statute. In re Hi gbee and

Jasper, 527 F.2d 1405, 1406 188 USPQ 488, 489 (CCPA 1976).

In view of the factual situation presented to us in this
instance we will interpret the Exam ner’s basis for the 35

UusS. C

8§ 112, first paragraph rejection as reliance on the “witten
description” portion of the statute. “The function of the
description requirenent [of the first paragraph of 35 U S. C
§ 112] is to ensure that the inventor has possession, as of
the filing date of the application relied on, of the specific
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subject matter later clained by him” |In re Wertheim 541

F.2d 257, 262, 191 USPQ 90, 96 (CCPA 1976).

In establishing a basis for a rejection under the witten
description requirenment of the statute, the Exam ner has the
initial burden of presenting evidence or reasons why persons
skilled in the art would not recognize in an applicant’s
di scl osure a description of the invention defined by the
clains. Wertheim 541 F.2d at 265, 191 USPQ at 98. After
review ng the argunents of record, however, it is our opinion
that the Exam ner has not provided sufficient reasons or
evi dence to satisfy such burden.

The Exam ner asserts (Answer, pages 3 and 6-8) a | ack of
description in Appellant’s specification of the formation of a
stack trench capacitor “concurrently and integratedly” with
the formation of a trench isolation structure in the sane

fabrication

process as set forth in appeal ed i ndependent clains 13 and 15.
We agree with Appellant however that, in integrated circuit
manuf acturing, different structures are routinely forned
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concurrently on a substrate with fabrication steps added or
elimnated as needed. W further find to be persuasive
Appel l ants’ contention (Reply Brief, page 2) that the skilled
artisan would find it illogical to include unneeded and
possi bly undesirabl e conductive layers in a trench isolation
structure as presently clained unless these |ayers are forned
concurrently during formati on of the stack trench capacitor
where such conductive | ayers are necessary.

Further, while we agree with the Exam ner (Answer, page
8) that a drawing illustration of the formati on of the stack
trench capacitor and isolation structure on the sane substrate
woul d be beneficial for a conplete description of Appellant’s
invention, we do not find the absence of sanme to be fatal with
regard to a determ nation of conpliance with the witten
description portion of the statute. "It is not necessary that
the application describe the claimlimtations exactly,
but only so clearly that persons of ordinary skill in the art

will recognize fromthe

di scl osure that appellants invented processes including those
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limtations.” Wertheim 541 F.2d at 262, 191 USPQ at 96

citing Ln re Snythe, 480 F.2d 1376, 1382, 178 USPQ 279, 284

(CCPA 1973).

In view of the above discussion, it is our conclusion
that, under the factual situation presented in the present
case, the statutory witten description requirenent has been
sati sfied because Appellant was clearly in possession of the
invention at the tinme of filing of the application.

Therefore, we do not sustain the rejection of clains 13-19 and
21 under the first paragraph of 35 U S.C. § 112.

Turning to a consideration of the 35 U S.C § 112, second
par agr aph, rejection of clainms 13-19 and 21, we note that the
general rule is that a claimnmnust set out and circunscribe a
particular area with a reasonabl e degree of precision and
particularity when read in light of the disclosure as it would

be by the artisan. |In re Mwore, 439 F.2d 1232, 1235, 169 USPQ

236, 238 (CCPA 1971). Acceptability of the clai mlanguage
depends on whet her one of ordinary skill in the art would
understand what is clained in light of the specification.

Seattle Box Co. v. Industrial Crating & Packing, Inc., 731

F.2d 818, 826, 221 USPQ 568, 574 (Fed. Cir. 1984).

9



Appeal No. 1998-2884
Application No. 08/495, 960

After review ng the argunents of record, we are in
agreenent with Appellant (Brief, page 8) that, contrary to the
Exam ner’s contention, two i ndependent processes are not being
recited in independent clains 13 and 15. Rather, it is our
view that the skilled artisan reading clainms 13 and 15 in
Iight of Appellant’s specification would recognize that, as
asserted by Appellant, the trench isolation structure is
formed within the process flow for formng the stack trench
capacitor. Simlarly, we find the Exam ner’s assertion that
claim15 is inconplete to be unfounded.

Claim15 is directed to the formation of a trench isolation
structure, albeit within a DRAM form ng process according to
the claimpreanble; however, all steps required for formng
such isolation structure are in fact recited.

It is our viewthat the skilled artisan, having
considered the specification inits entirety, would have no
difficulty ascertaining the scope of the invention recited in
clainms 13-19 and 21. Therefore, the rejection of clains 13-19
and 21 under the second paragraph of 35 U S.C. 8§ 112 is not

sust ai ned.
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We next consider the Examner’s rejection of clainms 22-26
and 28 under 35 U.S.C. § 103 as being unpatentabl e over
| ranmanesh in view of Ckada. As a general proposition in an
appeal involving a rejection under 35 U.S.C. 8 103, an

Exam ner is under a burden to nake out a prima facie case of

obvi ousness. If that burden is net, the burden of going

forward then shifts to Appellant to overcone the prim facie

case with argunent and/or evidence. Cbviousness is then
determ ned on the basis of the evidence as a whole and the

rel ati ve persuasi veness of the argunents. See In re Cetiker,

977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cr. 1992); Iln

re Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed. Gr

1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788

(Fed. Cir. 1984); and In re Rinehart, 531 F.2d 1048, 1052, 189

USPQ 143, 147 (CCPA 1976). Wth respect to
representative i ndependent claim?22, after review ng the

Exam ner’s anal ysis (Answer, pages 4 and 5), it is our view
that the Exam ner has pointed out the teachings of the applied
| ranmanesh and Ckada references, has reasonably indicated the
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percei ved differences between this applied prior art and the

cl aimed invention, and has provided reasons as to how and why
this prior art would have been nodified to arrive at the
clainmed invention. In our view, the Examner's analysis is
sufficiently

reasonabl e that we find that the Exam ner has at | east

satisfied the burden of presenting a prinma facie case of

obvi ousness. The burden is, therefore, upon Appellant to cone
forward with evidence or argunents whi ch persuasively rebut

the Examner’s prima facie case of obvi ousness. Ar gunent s

whi ch Appel | ant coul d have nmade but el ected not to make in the
Bri efs have not been considered in this decision (note 37 CFR
§ 1.192).

Appel l ant’ s argunments in response (Brief, page 7)

initially attack the Exam ner’s establishnment of a prim facie

case of obviousness since neither Iranmanesh or Ckada teaches
the concurrent fabrication of a trench stack capacitor and a
trench isolation structure. W find such argunents to be
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unper suasi ve since they are not comensurate with the scope of
representative claim?22. It is axiomatic that, in proceedi ngs
before the PTO <clains in an application are to be given their
br oadest reasonable interpretation consistent with the

speci fication, and

t hat cl ai m | anguage should be read in light of the
specification as it would be interpreted by one of ordinary

skill inthe art. 1n re Sneed, 710 F.2d 1544, 1548, 218 USPQ

385, 388 (Fed. Cir. 1983). Moreover, limtations are not to
be read into the clains

fromthe specification. 1n re Van Geuns, 988 F.2d 1181, 1184,

26 USP2d 1057, 1059 (Fed. Cr. 1993) citing Inre Zletz, 893
F.2d 319, 321, 13 USPQ2d 1320, 1322 (Fed. Gr. 1989). As

poi nted out by the Exam ner (Answer, page 8), the process
steps set forth in claim?22, contrary to Appellant’s
assertions, recite only the steps for nmaking a trench

i solation structure, a process to which the disclosures of

both | ranmanesh and Ckada are directed.
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We further find unpersuasive Appellant’s argunment that it
woul d not be obvious to nodify the applied prior art to add
conductive | ayers since such are undesirable in a trench
isolation structure. 1In our view, there is no need to nodify
the trench isolation structure of Iranmanesh to add upper and
| oner conductive layers since the conductive polysilicon
| ayers 50 and 70 are already in place. The Exam ner’s
nodi fication of |Irannmanesh extends only to the addition of
Okada’s teachings related to the use of the dual mask | ayers,

trench cap, and well

structure features. Appellant has not argued the obvi ousness
of adding the dual mask |ayers of Ckada to |ranmanesh.
Further, in our view, Appellant’s argunents related to the
trench cap and well structure are unconvincing since a clear
teachi ng exists in Okada for enploying such features in an
i solation structure.

For the above reasons, it is our opinion that, since the

Exam ner’'s prima facie case of obvi ousness has not been

rebutted by any convincing argunents from Appellant, the
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Exam ner’ s obvi ousness rejection of independent claim?22, as
wel | as dependent clains 23-26 and 28 which fall with claim
22, is sustained.

In summary, we have not sustained the Exam ner’s 35
UusS. C
8§ 112, first and second paragraph, rejections of clainms 13-19
and 21. W have, however, sustained the Examner’'s 35 U. S. C
8§ 103 rejection of clains 22-26 and 28. Therefore, the
Exam ner’s decision rejecting clains 13-19, 21-26, and 28 is

affirmed-in-part.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART
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JERRY SM TH
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

JOSEPH F. RUGAE ERO
Adm ni strative Patent Judge

STUART S. LEVY
Adm ni strative Patent Judge

N N N N N N N N N N N N

jfr/vsh
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