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DECI S| ON ON APPEAL

This is an appeal fromthe refusal of the exam ner to
allow clainms 10, 12 and 16, as anended subsequent to the fina
rejection. These clains constitute all of the clains pending

in this application.

W REVERSE



Appeal No. 1998-2851 Page 3
Application No. 08/ 756,901

BACKGROUND
The appellant's invention relates to an illum nated toy
pail. An understanding of the invention can be derived froma

readi ng of exenplary claim 10, which appears in the appendi x

to the appellant's brief.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed clains are:

WIIlians 691, 036 Jan. 14,
1902

Newconb et al. 4,563, 726 Jan.
7, 1986

( Newcomb)

Hi ckey 4,714, 985 Dec. 22,
1987

Gary 4,962, 907 Cct .
16, 1990

Clainms 10, 12 and 16 stand rejected under 35 U . S.C. 8§ 103
as being unpatentable over Hi ckey in view of WIIlianms, Newconb

and Gary.

Rat her than reiterate the conflicting viewoints advanced

by the exam ner and the appell ant regardi ng the above-noted
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rejection, we make reference to the final rejection (Paper No.
4, mailed Cctober 24, 1997) and the exam ner's answer (Paper
No. 9, mailed May 11, 1998) for the exam ner's conplete
reasoning in support of the rejection, and to the appellant's
brief (Paper No. 7, filed March 12, 1998) for the appellant's

argunent s thereagainst.?

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art references, and to the
respective positions articul ated by the appellant and the
exam ner. Upon evaluation of all the evidence before us, it
I's our conclusion that the evidence adduced by the examner is

insufficient to establish a prima facie case of obvi ousness

with respect to clains 10, 12 and 16. Accordingly, we wll
not sustain the examner's rejection of clains 10, 12 and 16

under

2 The examiner's rejection of claim12 under 35 U S.C. 8§
112, second paragraph, made in the final rejection was
wi t hdrawn by the exam ner in the answer (p. 4).
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35 U.S.C. 8 103. Qur reasoning for this determnation

fol |l ows.

In rejecting clains under 35 U . S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See In re R jckaert, 9 F.3d 1531, 1532, 28

UsSPQ2d 1955, 1956 (Fed. Cir. 1993). A prinma facie case of

obvi ousness i s established by presenting evidence that the
ref erence teachings woul d appear to be sufficient for one of
ordinary skill in the relevant art having the references
before himto make the proposed conbi nati on or other

nmodi fi cati on. See Inre Lintner, 458 F.2d 1013, 1016, 173

USPQ 560, 562 (CCPA 1972). Furthernore, the conclusion that

the clainmed subject matter is prim facie obvious nust be

supported by evidence, as shown by sone objective teaching in
the prior art or by know edge generally avail able to one of

ordinary skill in the art that would have | ed that individua
to conbine the rel evant teachings of the references to arrive

at the clained invention. See In re Fine, 837 F.2d 1071,

1074, 5 USP@d 1596, 1598 (Fed. Cr. 1988). Rejections based

on
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8§ 103 nust rest on a factual basis with these facts being
interpreted w thout hindsight reconstruction of the invention
fromthe prior art. The exam ner may not, because of doubt
that the invention is patentable, resort to specul ation,

unf ounded assunption or hindsight reconstruction to supply
deficiencies in the factual basis for the rejection. See In
re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 177 (CCPA 1967),

cert. denied, 389 U S. 1057 (1968).

The appel |l ant argues (brief, pp. 5-12) that the
conmbi nation of prior art relied upon by the examner is
i mpr oper because there is no notivation in any of the
references to conbine the references as suggested by the

exam ner to arrive at the clained invention. W agree.

Al'l the clainms under appeal recite a retainer including a
retainer wall defining a vertical bore wherein the retainer
wal | includes "radially inwardly extending ridges which are
circunferentially spaced around an interior surface of said
bore.” However, these limtations are not suggested by the

applied prior art. 1In that regard, while Gary in Figure 9
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does teach the use of support ribs 124, 126 to maintain the
socket of a "mni-light" in substantially perpendicul ar
alignnent to a base nmenber 106, it is our opinion that Gary
woul d not have provi ded any suggestion or notivation to one of
ordinary skill in the art at the time the invention was nade
to have nodified either WIllians struck-up fingers 23 or

H ckey's rim 14 to have included circunferentially spaced

ri dges.

In our view, the only suggestion for nodifying H ckey
and/or WIllianms in the manner proposed by the exam ner to neet
the above-noted limtations stens from hindsi ght know edge
derived fromthe appellant's own di sclosure and not the
applied prior art. The use of such hindsi ght know edge to
support an obvi ousness rejection under 35 U S.C. §8 103 is, of

course, inpermssible. See, for exanple, W L. Gore and

Associates, Inc. v. Garlock, Inc., 721 F.2d 1540, 1553, 220

USPQ 303, 312-13 (Fed. Cir. 1983), cert. denied, 469 U S 851

(1984). It follows that we cannot sustain the examner's

rejections of clains 10, 12 and 16.
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CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject

clains 10, 12 and 16 under 35 U S.C. § 103 is reversed.

REVERSED
HARRI SON E. McCANDLI SH )
Seni or Adm ni strative Patent Judge
)

BOARD OF PATENT
| RWN CHARLES COHEN APPEALS
Adm ni strative Patent Judge AND

| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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