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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from

the rejection of clainms 1 and 15-17. W reverse.

BACKGROUND

The invention at issue in this appeal relates to paging.
Pagi ng systens identify nessages sent to pagi ng receivers,
comonly called "pagers,"” based on addresses stored therein.

Such a pager nonitors transmtted signals for nmessages with a
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destination address matching an address of the pager. |If the
destination address of a nessage matches a pager's address,

t he pager processes and displays the nessage.

A pager can be shared by plural persons, e.g., a famly.
Because every nessage transmtted to the pager is displayed,
the person currently having the pager receives all nessages
sent to famly nmenbers. That person, however, nay not want to

be di srupted by nessages for other famly nenbers.

The appellant's pager permts a user to select locally
and manual |y at | east one of several stored addresses.
Accordi ngly, the pager can be set to respond to different
addresses at different tines. At any given tine, if the
destination address of a transmtted nessage matches at | east
one of the sel ected addresses, the pager processes and
di spl ays the nessage. Qherw se, the nessage in neither

processed nor displayed so that the user is undisturbed.

Claim 1, which is representative for our purposes,

foll ows:
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1. A RF receiver for receiving wreless RF
transm ssion data including associated transmtted
recei ver addresses, conprising:

an out put device for supplying the transm ssion
dat a;

mul ti pl e storage | ocations containing stored
Sel ect abl e recei ver addresses;

a manual |y operabl e sel ection neans | ocated on
said receiver for enabling and disabling stored
recei ver addresses; and

a processor coupled to the output device,
storage | ocations and sel ection device, the
processor supplying data to the output device having
a data address matching at | east one of the enabled
recei ver addresses.

The references relied on in rejecting the clainms foll ow

Moore (Mbore '121) 4,964, 121 Cct. 16,

1990

Berry et al. (Berry) 5,117, 460 May 26

1992

Moore (More '021 5, 398, 021 Mar. 14, 1995.

Clains 1 and 15-17 stand rejected under 35 U S.C. 8
103(a) as obvious over Mowore '021 in view of More '121

further in view of Berry. Rather than repeat the argunents of
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t he appellant or examner in toto, we refer the reader to the

brief and answer for the respective details thereof.
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OPI NI ON
In deciding this appeal, we considered the subject matter
on appeal and the rejection advanced by the exam ner.
Furthernore, we duly considered the argunents and evi dence of
t he appel l ant and exam ner. After considering the totality of
the record, we are persuaded that the exam ner erred in

rejecting clains 1 and 15-17. Accordingly, we reverse.

We begin by noting the follow ng principles from

In re Rijckaert, 9 F.3d 1531, 1532, 28 USPQ2d 1955, 1956 (Fed.

Gr. 1993).

In rejecting clains under 35 U.S.C. 8§ 103, the
exam ner bears the initial burden of presenting a

prima facie case of obviousness. |In re Cetiker, 977
F.2d 1443, 1445, 24 USPQRd 1443, 1444 (Fed. Cr
1992).... "A prima facie case of obviousness is

establ i shed when the teachings fromthe prior art
itself would appear to have suggested the clained
subject matter to a person of ordinary skill in the
art." Inre Bell, 991 F.2d 781, 782, 26 USPQd
1529, 1531 (Fed. Cir. 1993) (quoting In re Rinehart,
531 F.2d 1048, 1051, 189 USPQ 143, 147 (CCPA 1976)).

Wth these principles and finding in mnd, we consider the

examner's rejection and appellant's argunent.
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The exam ner alleges, "switch 44 in Berry et al. is
manual |y operable to provide full control of the receiver; one

skilled in the art would have recognized full control to

i nclude '"enabling and disabling the receiver's stored
addresses.'" (Exam ner's Answer at 7.) The appel |l ant argues
that in Berry "there is no command to change the address to

whi ch the receiver responds." (Appeal Br. at 4.)

Clainms 1 and 15 specify in pertinent part the foll ow ng
limtations: "nultiple storage | ocations containing stored
Sel ect abl e recei ver addresses; a manual |y operabl e sel ection
nmeans | ocated on said receiver for enabling and di sabling
stored receiver addresses ...." Simlarly, clainms 16 and 17
specify in pertinent part the followng limtations: "storing
mul ti ple receiver addresses in each one of the receivers, each
stored receiver address associated with a different receiver
user;
receiving the signals with the RF receivers; ... and nanually
sel ectively enabling and disabling at said receiver the stored
recei ver addresses thereby selectively changing the data

supplied to the receivers for each user." Accordingly, clains
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1 and 15-17 require manual, local enabling and di sabling of a

recei ver's addresses.

The exam ner fails to show a suggestion of the
[imtations in the prior art. “Cbviousness may not be
establ i shed using hindsight or in view of the teachings or

suggestions of the inventor.” Para-Ordnance Mg. v. SGS

|nporters Int’l, 73 F.3d 1085, 1087, 37 USPQ@d 1237, 1239

(Fed. Gr. 1995), cert. denied, 519 U S. 822 (1996)(citing

WL. CGore & Assocs., Inc. v. Garlock, Inc., 721 F.2d 1540,

1551, 1553, 220 USPQ 303, 311, 312-13 (Fed. Gr. 1983), cert.

denied, 469 U. S. 851 (1984)). “It is inpermssible to use the

clainmed invention as an instruction manual or ‘tenplate’ to
pi ece together the teachings of the prior art so that the
clainmed invention is rendered obvious.”

In re Fritch, 972 F.2d 1260, 1266, 23 USPQR2d 1780, 1784 (Fed.

Cr. 1992) (citing In re Gorman, 933 F.2d 982, 987, 18 USPQd

1885, 1888 (Fed. Cir. 1991)). *“The nere fact that the prior
art may be nodified in the manner suggested by the Exam ner
does not meke the nodification obvious unless the prior art

suggested the desirability of the nodification.” |d. at 1266,
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23 USP2d at 1784 (citing In re Gordon, 733 F.2d 900, 902, 221

USPQ 1125, 1127 (Fed. Cir. 1984)).

The exam ner admits that Moore '021 "fails to
specifically teach the enabling/disabling of the receiver
addresses is achieved by nanually operating the selection
means ...." (Examner's Answer at 5.) Rather than manual,
| ocal enabling and disabling of the addresses to which a pager
responds, the reference discloses that the addresses are
controlled by signals sent froma central controller.
Specifically, "the paging system 106 will then verify if the
receiver is authorized to receive the subscription, at step

524. |If not authorized, then the paging system 106 will send

t he di sable code at step 526." Col. 8, Il. 57-61

Al t hough Berry teaches that "voice conmands may be used
in conjunction with nmanually entered comands (or vice versa)
to execute a desired function[,]" col. 5, |I. 23-26, the
reference does not nmention a conmand or function for enabling

and di sabling a pager's address. To the contrary, Berry
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suggests that only a single address is stored in the pager.
Specifically, "pagers are typically provided with subscriber
specific information, such as, for exanple, an identification
code. However, this type of

information may be readily generated and stored within the

pager." Col. 1, Il. 43-47. Relying on Moore '121 only to
teach "transm ssion of RF signals ... in a tinme division
mul ti pl exed format." (Exam ner's Answer at 6), the exani ner

fails to allege, |let alone show, that Moore '121 cures the

deficiency of Moore '021 and Berry.

Because Berry does not teach a conmand or function for
enabling and di sabling a pager's address, we are not persuaded
that teachings fromthe prior art woul d have suggested the
[imtations of "mul tiple storage | ocations containing
stored Sel ectabl e recei ver addresses; a manual |y operable
sel ection neans | ocated on said receiver for enabling and
di sabling stored receiver addresses” or "storing multiple
recei ver addresses in each one of the receivers, each stored
recei ver address associated with a different receiver user;

receiving the signals with the RF receivers; ... and manual |y
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selectively enabling and disabling at said receiver the stored
recei ver addresses thereby selectively changing the data
supplied to the receivers for each user."” Therefore, we
reverse the rejection of clains 1 and 15-17 as obvi ous over

Moore '021 in view of Moore '121 further in view of Berry.
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CONCLUSI ON

In summary, the rejection of clains 1 and 15-17 under
35 U.S.C. §8 103(a) as obvious over More '021 in view of Moore

*121 further in view of Berry is reversed.

REVERSED

KENNETH W HAI RSTON
Adm ni strative Patent Judge

BOARD OF PATENT

LEE E. BARRETT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

LANCE LEONARD BARRY
Adm ni strative Patent Judge
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