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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S. C. § 134
fromthe examner’s rejection of clainms 21-40, which
constitute all the clains remaining in the application.

The di sclosed invention pertains to a conputer-
i npl enented process for encoding video signals so as to
i nprove the bandwi dth of video signal transm ssion. The
invention is directed to a technique for determ ning whether a
current region of a video frame should be encoded as an inter

encoded region, an intra encoded region or a skipped region.
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Representative claim 21 is reproduced as foll ows:

21. A computer-inplenented process for encoding video
signals, conprising the steps of:

(a) applying a transformto a current region of a
current video frame to generate transform signals;

(b) generating quantized transform signal differences
using the transformsignals and reference transform signals
froma correspondi ng region of a reference video frane;

(c) quantizing the transformsignals to generate
guanti zed transform signals;

(d) encoding the current region as an inter encoded
region, if there are fewer non-zero quantized transform signal
di fferences than non-zero quantized transform signals; and

(e) encoding the current region as an intra encoded
region, if there are not fewer non-zero quantized transform
signal differences than non-zero quantized transform signals.

The exam ner relies on the follow ng references:

Gerard 4,827, 338 May 02, 1989
Alattar et al. (Alattar) 5, 440, 346 Aug. 08, 1995
(filed Sep. 09,
1993)
Sugi yama et al. (Sugiyam) 5,502, 491 Mar. 26, 1996
(effectively filed Aug. 31,
1993)

The follow ng rejections are on appeal before us:
1. Cdains 26 and 33 stand rejected under 35 U.S. C

8 102(b) as being anticipated by the disclosure of Gerard.
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2. Cains 21, 22, 27, 32, 34, 39 and 40 stand rejected
under 35 U. S.C. § 103 as bei ng unpatentabl e over the
coll ective teachings of Gerard and Al attar.

3. Cains 23-25, 28-31 and 35-38 stand rejected under
35 U.S.C. §8 103 as bei ng unpatentable over the collective
teachi ngs of Gerard, Alattar and Sugi yana.

Rat her than repeat the argunents of appellant or the
exam ner, we make reference to the brief and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of anticipation and obvi ousness relied upon by the
exam ner as support for the rejections. W have, |ikew se,
revi ewed and taken into consideration, in reaching our
deci sion, the appellant’s argunments set forth in the brief
along with the examner’s rationale in support of the
rejections and argunents in rebuttal set forth in the

exam ner’'s answer.
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It is our view, after consideration of the record before
us, that the applied prior art does not support any of the
rejections made by the exam ner. Accordingly, we reverse.

We consider first the rejection of clains 26 and 33 under
35 U.S.C. §8 102(b) as being anticipated by the disclosure of
Gerard. Anticipation is established only when a single prior
art reference discloses, expressly or under the principles of
i nherency, each and every el enent of a clainmed invention as
wel | as disclosing structure which is capable of perform ng

the recited functional limtations. RCA Corp. v. Applied

Digital Data Systens, Inc., 730 F.2d 1440, 1444, 221 USPQ 385,

388 (Fed. Cir.); cert. dismssed, 468 U S. 1228 (1984); WL.

Gore and Associates, Inc. v. Garlock, Inc., 721 F.2d 1540,

1554, 220 USPQ 303, 313 (Fed. Cir. 1983), cert. denied, 469

U.S. 851 (1984).

The exam ner indicates how he reads these clains on the
di scl osure of Gerard [final rejection, pages 2-3]. Appellant
makes the followi ng argunents in the brief: 1) appellant
argues that the clainmed invention is directed to an a priori
schenme for encodi ng bl ocks of data whereas Cerard is directed
to an a posteriori schene for encoding such data bl ocks; and
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2) appellant argues that Gerard has no teaching regarding the
use of the nunmber of non-zero quantized transform signal

di fferences and the nunber of non-zero quantized transform
signals [brief, pages 5-7]. The exam ner responds that

appel lant’ s argunents regarding the differences between an a
priori scheme and an a posteriori schenme are not relevant to

the scope of the clainmed invention. The exam ner also
responds that notw thstandi ng appellant’s argunments in the
brief, the clainmed encodi ng schene reads on the encoding
schene di scl osed by Gerard [answer, pages 5-8].

Al t hough we agree with the exam ner that appellant’s
first argunent noted above is not limted to the invention as
claimed and is, therefore, not persuasive, we do not agree
with the exam ner’s position in response to appellant’s second
argunment noted above. It is clear that Gerard nakes no
menti on what soever of the nunber of non-zero quantized
transform signal differences, the nunber of non-zero quantized
transformsignals, and the encoding of a block of data based
on the relationship of these nunbers. Therefore, the

examner’s rejection on anticipation is fundanentally based on
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a position that the encodi ng schene discl osed by Gerard
inherently or inplicitly results in the encoding of clainms 26
and 33 taking place. W are unable to find any evi dence on
this record which supports this position of the exam ner.

For reasons set forth by appellant in the brief, the
exam ner has m scharacterized the teachings of Gerard and/or
m sapplied those teachings in rejecting the clained invention.
Since we agree with appellant that Gerard does not fully neet
the invention as set forth in clains 26 and 33, we do not
sustain the rejection of these clains under 35 U.S.C. § 102.

We now consider the rejections under 35 U S.C. 8 103. In
rejecting clainms under 35 U.S.C. 8§ 103, it is incunbent upon
the exam ner to establish a factual basis to support the | egal

concl usi on of obviousness. See In re Fine, 837 F.2d 1071

1073, 5 USP2d 1596, 1598 (Fed. Cr. 1988). 1In so doing, the
exam ner i s expected to nmake the factual determ nations set

forth in Gahamv. John Deere Co., 383 U S. 1, 17, 148 USPQ

459, 467

(1966), and to provide a reason why one having ordinary skill
in the pertinent art would have been led to nodify the prior
art or to conbine prior art references to arrive at the
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claimed invention. Such reason nust stem from sone teaching,
suggestion or inplication in the prior art as a whole or
know edge generally available to one having ordinary skill in

the art. Uniroval, Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USP2d 1434, 1438 (Fed. Cr.), cert. denied, 488 U.S.

825 (1988); Ashland O l, Inc. v. Delta Resins & Refractories

lnc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Cr. 1985),

cert. denied, 475 U.S. 1017 (1986); ACS Hosp. Sys., Inc. v.

Mont efiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These showi ngs by the exam ner are an essenti al

part of conplying with the burden of presenting a prim facie

case of obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445,

24 USPQ2d 1443, 1444 (Fed. Cr. 1992). If that burden is net,
t he burden then shifts to the applicant to overcone the prim
facie case with argunent and/or evidence. Cbviousness is then
determ ned on the basis of the evidence as a whole and the

rel ati ve persuasi veness of the argunents. See Id.; Inre
Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed. G r

1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788

(Fed. Cir. 1984); and In re Rinehart, 531 F.2d 1048, 1052, 189

USPQ 143, 147 (CCPA 1976). Only those argunents actually made
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by appel | ant have been considered in this decision. Argunents
whi ch appel |l ant coul d have made but chose not to make in the
bri ef have not been considered [see 37 CFR § 1.192(a)].

Clainms 21-25, 27-32 and 34-39 all contain the encoding
feature di scussed above with respect to clains 26 and 33. W
make two critical observations with respect to the rejection
of these clains. First, the exam ner relies on the sane
incorrect interpretation of Gerard to support the conclusion
that the invention of these clains would have been obvi ous.
Second, the additional teachings of Alattar alone or Al attar
and Sugi yana t aken together do not overcone the basic
deficiency in Gerard di scussed above. Therefore, the
col l ective evidence applied by the exam ner fails to establish

a prima facie case of the obvi ousness of the clai ned

invention. Accordingly, we do not sustain the obviousness
rejection of clainms 21-25, 27-32 and 34- 39.

Remai ni ng i ndependent claim 40 does not have the
limtations discussed above with respect to clainms 21-39. The
exam ner expl ains how the collective teachings of CGerard and
Al attar are perceived to render the invention of claim40
obvious [final rejection, pages 5-6]. Appellant argues that
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the final rejection does not even address the specific
l[imtations of steps (c) and (d) of claim40. Appellant also
argues that there is no suggestion for applying the
coefficient weighting of Sugiyama®! to the Gerard system for
encodi ng data bl ocks as a skipped region [brief, pages 9-10].
The exam ner responds that Gerard s fixed node reads on
appel l ant’ s ski pped codi ng node, and that the quantization in
Gerard is weighted. The exam ner also notes that Sugi yana
teaches an additional reason for using weighted suns in
CGerard? [ answer, pages 8-9].

We agree with appellant that Gerard provides no teaching
i n support of the obviousness of the step of generating a
conposi tion-change neasure as a wei ghted sum of the quantized
transformsignal differences as recited in claim40. GCerard
i ndi cates how fixed (skipped) regions are handl ed at col um

10, lines 31-57. The fornmula in Gerard indicates that the

1 We note that Sugi yama was not applied against claim40
al though claim40 has limtations simlar to clains 23 and 24
for which the exam ner did use the teachi ngs of Sugiyana.

2 Since Sugiyama was not applied against claim40, we
wi |l not consider this particular argunent. Note In re Hoch,
428 F.2d 1341, 1342 n.3, 166 USPQ 406, 407 n.3 (CCPA 1970).
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threshold neasure is formed froma sinple sumof the square
of signal differences. There is no weighting indicated in the
formula in Gerard, and there is certainly no weighting that

wei ghts | owfrequency transform signal differences greater

t han hi gh-frequency transform signal differences. Thus, the
exam ner has inproperly interpreted the teachings of Gerard

and has, therefore, failed to establish a prima facie case of

t he obvi ousness of claim40. Accordingly, we do not sustain

the examner’'s rejection of claim40.
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In summary, we have not sustained any of the exam ner’s
rejections of the clains on appeal. Therefore, the decision
of the exam ner rejecting clains 21-40 is reversed.

REVERSED

STUART N. HECKER
Adm ni strative Patent Judge

JERRY SM TH )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
LEE E. BARRETT ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)

g
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