The opinion in support of the decision being entered
today was not witten for publication and is not binding
precedent of the Board.
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Before HAI RSTON, JERRY SM TH, and LALL, Admi nistrative Patent

Judges.

JERRY SM TH, Adnmini strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner’s rejection of clains 2, 5, 9, 12, 15-17 and
19-21. dains 1, 3, 6-8, 13 and 14 have been cancel |l ed.

Claim 18 has been indicated to be allowable. dains 4, 10 and
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11 stand withdrawn from consideration as being directed to a
nonel ected invention. An anendnent after final rejection was

filed on Septenmber 25, 1997 and was entered by the exam ner.

The di scl osed invention pertains to a nethod and
apparatus for recording audi o and/ or video information
(programmaterial) after the point in tinme at which the
program material occurred. Specifically, the program materi al
is first stored in a nmenory which holds the program nateri al
for a period of tinme after the material has occurred. The
data in the nenory can then be recorded at a point in tine

after the information first occurred and was stored in nenory.

Representative claim2 is reproduced as foll ows:

2. Apparatus for recording programmaterial froma
source of program material froma beginning, after the
begi nni ng of the program material has passed, conpri sing:

a. a recording device;

b. a delayed recording circuit configured to introduce
del ay between said source and said recording device and to
activate said recording device to record information fromsaid
source fromthe beginning after said delay; and

d. a start-of-programdetector which detects the start
of a programto be recorded.
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The exam ner relies on the follow ng references:

Moe 5, 345, 430 Sep. 6, 1994
Logan et al. (Logan) 5,371, 551 Dec. 6, 1994

Clainms 9, 12, 15-17 and 19-21 stand rejected under 35
U S C 8§ 102(b) as being anticipated by the disclosure of Me.
Claims 2 and 5 stand rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over the teachings of Moe in view of Logan.

Rat her than repeat the argunments of appellant or the
exam ner, we make reference to the brief and the answer for
the respective details thereof.

CPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of anticipation and obvi ousness relied upon by the
exam ner as support for the rejections. W have, |ikew se,
reviewed and taken into consideration, in reaching our
deci sion, the appellant’s argunents set forth in the brief
along with the examner’s rationale in support of the
rejections and argunents in rebuttal set forth in the

exam ner’ s answer.
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It is our view, after consideration of the record before
us, that the disclosure of Mbe fully nmeets the invention as
set forth in clains 15-17, 19 and 20. W reach the opposite
conclusion with respect to clains 9, 12 and 21. W are
further of the view that the evidence relied upon and the
| evel of skill in the particular art would not have suggested
to one of ordinary skill in the art the obviousness of the
invention as set forth in clainms 2 and 5. Accordingly, we
affirmin-part.

We consider first the rejection of clains 9, 12, 15-17
and 19-21 under 35 U.S.C. 8§ 102(b). Anticipation is
established only when a single prior art reference discl oses,
expressly or under the principles of inherency, each and every
el enent of a clainmed invention as well as disclosing structure
whi ch is capable of performng the recited functional

limtations. RCA Corp. v. Applied Digital Data Systens, Inc.,

730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed. Cir. 1984); cert.

di sm ssed, 468 U.S. 1228 (1984); WL. Gore and Associ ates,

Inc. v. Garlock, Inc., 721 F.2d 1540, 1554, 220 USPQ 303, 313

(Fed. Cir. 1983), cert. denied, 469 U S. 851 (1984). The
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exam ner indicates how he read these clains on the disclosure
of Moe [answer, pages 3-7].

Wth respect to independent claim?9, appellant argues
that Moe has no el enent for “identifying said beginning [of
one type of information].” The exam ner argues that the mark
in Mbe which denotes the ending of the material to be recorded
al so marks the beginning of the material to be recorded since
the material is stored as an endl ess | oop [answer, page 9].

We do not agree with the exam ner’s position. Wen the
mark in Moe is designated, the Me system begins recording the
endl ess tape fromthe point just after the mark until the mark
is reached, which neans the entire endl ess tape is recorded.
Thus, a specific point on the endless tape is identified, but
not the beginning of the material it is desired to record.

The phrase “identifying the beginning” in claim9 refers to

t he begi nning of one type of information and not to the

begi nning of an area in nenory to be recorded. Therefore, we
agree with appellant that there is no elenment in Me for
identifying the beginning of one type of information to be
recorded fromthe beginning. Accordingly, we do not sustain
the anticipation rejection of independent claim9 or of claim
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12 which depends therefrom Since independent claim?21 has
the sane recitation as claim9, we also do not sustain the
anticipation rejection of claim21.

Wth respect to independent claim 15, appellant argues
t hat Moe does not “cause said recording device to continue to
record information del ayed by said del ayed recording circuit
after a stop button has been pushed until all information
del ayed up until the tine the stop button is pushed has been
recorded” [brief, page 5]. W do not agree. The recovery
button in Mbe corresponds to the clainmed stop button. Wen
the recovery button in Me is pushed, all the material which
has been del ayed on the endl ess tape | oop is recorded
begi nning at the point just after the location of the stop
mark until the stop mark is reached. This results in the
recorder continuing to record delayed information until al
information on the tape has been recorded ending with the
poi nt where the stop button was pushed. |In our view, the
del ayed recording circuit of Mde is configured to perform
exactly as recited in claim15. Therefore, we sustain the

anticipation rejection of claim15.
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Wth respect to dependent claim 16, appellant argues that
Moe does not mark the location in nmenory where data was | ast
recorded when the stop button was pushed using a conputer.
Si nce Moe discloses an endl ess tape | oop, the location on the
tape | oop begins just after the stop mark. Since Me al so
di scl oses that a random access nenory could repl ace the
endl ess tape | oop, Moe discloses that an address pointer would
indicate this sane location in nenory. Finally, the contro
circuitry of Moe's Figure 5 is a conputer as broadly recited.
Wth respect to claim 17, appellant argues that a conmputer in
Moe does not stop the recording device. As noted above,
however, Moe discloses a conputer in Figure 5 and this
conputer stops the recording device in the manner recited in
claim17. Wth respect to dependent claim 19, we agree with
t he exam ner that switch 16 of Mye constitutes a record
i mredi ate button as recited in the claim Wth respect to
dependent claim 20, the recovery button of Me al so operates
as the clainmed reset button. Since we find that Me fully
nmeets all the limtations of clains 15-17, 19 and 20, we
sustain the anticipation rejection of these cl ains.

We now consider the rejection of clains 2 and 5 under
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35 U.S.C. 8 103 as unpatentable over the teachings of Me and
Logan. In rejecting clainms under 35 U.S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 1In
so doing, the exam ner is expected to nake the factual

determ nations set forth in G ahamv. John Deere Co., 383 U S

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nust stem
from sonme teaching, suggestion or inplication in the prior art
as a whol e or know edge generally available to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-W]|ey

Corp., 837 F.2d 1044, 1051, 5 USPRd 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland G1l, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657

664 (Fed. Gir. 1985), cert. denied, 475 U.S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. G r. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of
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presenting a prinma facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gr
1992). If that burden is net, the burden then shifts to the

applicant to overcone the prim facie case wi th argunent

and/ or evidence. (Ooviousness is then determ ned on the basis
of the evidence as a whole and the relative persuasi veness of

the argunents. See ld.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d

1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and In re
Ri nehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
Only those argunents actually made by appel | ant have been
considered in this decision. Argunents which appellant could
have made but chose not to nmake in the brief have not been
consi dered [see 37 CFR § 1.192(a)].

Wth respect to clains 2 and 5, the exam ner notes that
Moe fails to teach a start of programdetector. The exam ner
cites Logan as teaching a clock/cal endar unit for
automatically recording prograns in a recorder at
preprogranmed tines. The exam ner asserts the obvi ousness of
conmbi ning the teachings of Mbe and Logan. Appellant argues
that the clainmed detection of the start of a programto be
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recorded in a delayed recording systemas recited in claim?2
is quite different froma clock and a calendar to start
recording at a scheduled tine as taught by Logan.

We agree with appellant. The conventional tinmer
recordi ng of Logan which permts future programmaterial to be
recorded based on tine has absolutely no relationship to the
recordi ng of delayed program materi al as taught by Me and as
recited in the appealed clains. Therefore, there would be no
basis for applying Logan’s conventional timer recording to
Moe’ s system for recording material which has previously been
stored. Therefore, we do not sustain the examner’s rejection
of clains 2 and 5 based on the teachings of Mbe and Logan.

In sunmary, the anticipation rejection based on Me has
been sustained with respect to clains 15-17, 19 and 20, but
has not been sustained with respect to clainms 9, 12 and 21.
The obvi ousness rejection of clainms 2 and 5 has not been
sustained. Accordingly, the decision of the exam ner
rejecting clains 2, 5, 9, 12, 15-17 and 19-21 is affirnmed-in-

part.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

KENNETH W HAI RSTON
Adm ni strative Patent Judge

JERRY SM TH
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

PARSHOTAM S. LALL
Adm ni strative Patent Judge

N N N N N N N N N N N N N N

JS/ RWK

-11-



Appeal No. 1998-2541
Application No. 08/608, 372

MCDERMOTT, WLL & EMERY
600 13TH STREET, NW
WASHI NGTON, DC 20005

-12-



