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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final

rejection of claims 11 and 21 through 38, which are all of the

claims pending in this application.

We affirmin-part and reverse-in-part.
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BACKGROUND

The appellant's invention relates to | abel roll packages
and ink roller packages (specification, p. 1). A copy of the
cl ai ms under appeal is set forth in the appendix to the
appel lant's brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Burtis 1,214, 750 Feb. 6, 1917
Jones 3,770,118 Nov. 6, 1973
Lane 4, 875, 620 Oct. 24, 1989

Prior Art as described by appellant on pages 1 and 2 of the
specification and in figures 8 and 9 of the draw ng.

Clainms 21 through 26 and 36 stand rejected under 35
US.C. 8 112, second paragraph, as being indefinite and for
failing to particularly point out and distinctly claimthe
i nvention.?

Claims 11, 21 through 30, 37 and 38 stand rejected under

35 U.S.C. 8 103 as being unpatentable over appellant's

di sclosed prior art in view of Jones.

! Rejection of claim25 under 35 U.S.C. § 112, second paragraph, as being
indefinite in that there is no antecedent basis for "the tubul ar openi ngs" was
overconme by an anmendnent after final rejection (see Papers No. 7 and 8).
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Claims 31 through 36 stand rejected under 35 U.S.C. 8§ 103
as being unpatentable over appellant's disclosed prior art in
view of Jones and further in view of Lane and Burtis.

Rat her than reiterate the conflicting viewpoints advanced
by the exam ner and the appell ant regardi ng the above-not ed
rejections, we nmake reference to the exam ner's answer (Paper
No. 14, mmil ed February 28, 1998) for the exam ner's conplete
reasoni ng in support of the rejections, and to the appellant's
brief (Paper No. 10, filed January 12, 1998) for the

appel l ant's argunents thereagai nst.

OPl NI ON

I n reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
claims, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. As a consequence of our review, we have made the
determ nation that the exam ner's rejection of clains 21
t hrough 26 and 36 under 35 U.S.C. 8§ 112 should not be
sustained and the examner's rejection of clains 11 and 21

t hrough 38 under 35 U.S.C. §8 103 should be affirned-in-
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part and reversed-in-part. Qur reasons for this determ nation

foll ow.

The 35 U.S.C. 8§ 112, second paragraph, rejection of clains 21

t hrough 26 and 36 as indefinite.

Clainms 21 through 26 and 36 stand rejected under 35
US. C " 112, second paragraph, as being indefinite for
failing to particularly point out and distinctly claimthe
subj ect matter which the appellant regards as the invention.
The exam ner rejects clains 21 and 24 through 26 for the
reason that "[t]he phrase '"the other end being free of any
handl e’ is indefinite because such a negative limtation would
appear to have no cl ear neani ng when used with open | anguage
such as 'conprising'" (answer, pages 4 and 5). Regarding
claim 36, the exam ner states "the phrase 'the tubul ar portion
being frictionally releasably held in the central opening' is
i naccurate and indefinite" id.

Clains are considered to satisfy the requirements in the
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second paragraph of * 112 if they define the nmetes and bounds
of the clainmed subject matter with a reasonabl e degree of

precision and particularity. See In re Venezia, 530 F.2d 956,

189 USPQ 149 (CCPA 1976) and In re Hammack, 427 F.2d 1378, 166

USPQ 204 (CCPA 1970). In the present case, the netes and
bounds of clainms 21 through 26 and 36 are sufficiently clear
to enable one to evaluate the possibility of infringenent and

dom nance as set forth in In re Hanmack, supra. W concl ude

that the scope of clainms 21 through 26 and 36 is clear, the
l[imtation that one end is free of any handl e does not
conflict with the term "conprising" because it is perm ssible
to describe at | east sonme elenment(s) in ternms of what it is
not. The recitation that the tubular portion is frictionally
rel easably held is consistent with appellant's clear
description of this feature in the specification at page 5,

| i nes 16-20.

Accordingly, the decision of the exam ner to reject
claims 21 through 26 and 36 under 35 U. S.C. " 112, second

par agraph, is reversed.

The 35 U.S.C. §8 103 rejection of clains 11, 21 through
5
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30, 37 and 38 as bei ng unpatentable over appellant's discl osed

prior art in view of Jones.

An under st andi ng of the invention can be derived froma
readi ng of exenplary claim 11 which appears in the appendix to
t he appellant's brief.

Appel l ant's disclosure of the prior art (at pages 1 and 2
of the specification) provides, in effect, that side by side
| abel rolls may be shrink wapped with an ink roller in a
package di sposed in the central tubular opening of the rolls.

A prior art ink roller with one type of prior art package is
shown in appellant's figures 8 and 9.

Directing our attention to claim 11, appellant stresses
the shrink wap has a "dual function of holding the rolls 11
and the ink roller container in tact . . . and of closing or
sealing off the container 19 and the roller which it houses”
(brief, page 11). The exam ner counters that "[i]t would have
been obvious to one having ordinary skill in the art to
elimnate the renovable cover fromthe ink roller container”
(answer, page 7). The exam ner is suggesting that cover 32 in
Jones may be elimnated. However, even assum ng that the

exam ner is correct, this would not have provided the dual

6



Appeal No. 1998-2418
Application No. 08/686, 883

function of the shrink wap, that the shrink wap both
envel opes the rolls and is "sealed to the flange" as recited
in claim111l. Appellant discloses "[t]he shrink wap 14 is
adhesi vely adhered or heat sealed directly to the flange 24 of
t he container 19" (specification, page 7). Om ssion of the
cover 32 of Jones would provide the shrink wap in contact
with the flange but would not provide the clainmed type of seal
bet ween the shrink wap and the flange. Accordingly, we wll
not sustain the examner's rejection of claim11.

The exam ner further states that "[a]s to clains 21-26,
it would have been obvious to one having ordinary skill in the
art to assenble the ink roller with the handle oriented at the
open end of the ink roller container of the Related Prior Art
as modified to facilitate grasping" (answer, page 7).
Appel | ant urges "[with the clai ned package, the handle is
al ways accessi bl e when the cover is renoved, thereby avoiding
t he problem of the user getting ink on his/her hands" (brief,
page 11). We find that clainms 21 through 26 require "a handle
at one end of the ink roller and the other end being free of
any handl e" which is not disclosed by either appellant's
di scl osed prior art or Jones. The disclosed prior art ink

7



Appeal No. 1998-2418
Application No. 08/686, 883

rollers do not have a handle, or, if the axel and/or flange is
consi dered as a handle, both ends have a handle. Accordingly,
we will not sustain the examner's rejection of clains 21-26.
Regardi ng clainms 27 through 30, 37 and 38 it is the

exam ner's position that, "[i]t would have been obvious to one
having ordinary skill in the art in view of Jones to nodify
t he package of the Related Prior Art so the ink roller
contai ner conprises an el ongated portion with a closed first
end and an open second end, a flange and a renpvabl e cover for
closing off the open end wherein (sic) the elongated portion
of the container extending in the axial direction in the
t ubul ar opening of at |east one |abel roll to prevent the
whol e container fromslipping into the central opening and
also to facilitate renoving container (sic)" (answer, page 6).
Appel l ant's argunment repeats the clained el ements, including
the "renmpvabl e" (clainms 27 and 28) or "peel able" cover (clainms
29, 30, 37 and 38) for closing off the end of the container,
and urges "[n]o such conmbination is taught in the references”
(brief pages 15 and 16). W agree.

Al t hough the exam ner urges "[i]t would have been obvi ous

to . . . nmodify the package of the Related Prior Art so the
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ink roller container conprises . . . a renovable cover for
closing off the open end" (answer, page 6) and that "Jones
t eaches the renovabl e cover (32) adhered to the flange (24) of
the container (10) by heat seals (38) or other sealing neans .
" (answer, page 7), we note the cover 32 provided for the
container 10 in Jones is stated to be "secured by any suitable
means” (col. 4, line 12) which, in the preferred enbodi nent is
adhered "by spaced heat seals 38, although other sealing neans
such as glue, adhesive and the |like can be utilized" (col. 4,
lines 26-27). Providing a renmovable cover is not disclosed by
Jones or appellant's disclosed prior art. The item nay
subsequently renmoved from Jones' package by slitting the cover
or package, but w thout renoval of the cover. Accordingly, in
our view the renovabl e cover in conbination with the other
features of appellant's clainms 27 through 30, 37 and 38, is
not taught by, or obvious from the applied prior art and we
will not sustain the examner's rejection of clains 27 through

30, 37 and 38.
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The 35 U.S.C. § 103 rejection of clains 31 through 36 as

bei ng unpatentabl e over appellant's disclosed prior art in

vi ew of Jones and further in view of Lane and Burtis.

Directing our attention to clainms 31, 32 and 34, we note
the exam ner's rejection relies on appellant's disclosed prior
art in view of Jones, Lane and Burtis. Appellant's disclosed
prior art and Jones are applied by the exam ner as in the
above discussed rejection of claims 11, 21 through 30, 37 and
38. Burtis is relied on for teaching "a container (1, 2)
having at | east one enlarged portion frictionally rel easably
held in the central opening (12) of the roll (9)" (answer,
page 8).

We shall sustain this rejection.

Appel lant's disclosed prior art as shown by the blister
package in figures 8 and 9 is described as "[t]he blister
package can be sized to be inserted into and frictionally held
i nside the tubul ar openi ng" (specification, page 1). As shown
in appellant's figures 8 and 9 the blister package is tubular
and has an enl arged portion (spanned by |abel 35) which at its
extremties has ridge portions which frictionally contact the
interior of the tubular opening of the label roll(s). Wth
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regard to claim 34 the additional ink roller features are
clearly shown in figures 8 and 9. Accordingly, we find

appel lant's disclosed prior art describes the claimed features
and we will sustain the examner's rejection of clains 31 and
32 even though reliance on Jones and Burtis (and Lane) is not

necessary. See In re Kronig 539 F.2d 1300, 1303, 190 USPQ

425, 427 (CCPA 1976).

Turning now to claim 33, appellant argues "it defines
that the enlarged portion is substantially |ess than the
el ongate portion. Again, there is no teaching of such a
conbi nati on of structure" (brief, page 19). W do not find
this feature to be described in appellant's disclosed prior
art nor do we find a suggestion of this nodification in Lane
or Burtis. While both Lane and Burtis disclose enlarged
container portions, in our view the conbination of this
feature with appellant's disclosed prior art woul d appear to
be i nproper hindsight. Accordingly, we will not sustain the
exam ner's rejection of clains 33.

Appellant's claim 35 includes, inter-alia, "an ink roller
container . . . having an enlarged portion frictionally
rel easably held in the central opening, the container having
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an open end at the enlarged portion, a peel able cover closing
off the open end . . . ." Although Jones discusses frictiona
engagenent with respect to the di sadvantageous prior art
packages, the article containing package 10 of Jones'
preferred enbodi nent is not disclosed as being in frictional
engagenent with the central opening, rather "the article
cont ai ni ng chanber 20 has a maxi mum transverse di mensi on which
is slightly less than the transverse di nension of the opening
14" (col.3, lines 38-41), i.e. it is not in frictional
engagenent. Lane and Burtis are applied by the exam ner for
an enl arged contai ner portion and an enl argenment on the
container for frictional engagenent, respectively, the
suggesti on being that such nodification is obvious as stated
in the answer at page 8. However, no acceptable reasoning for
conbining this feature with appellant's disclosed prior art is
given by the exam ner. Accordingly, we will not sustain the
exam ner's rejection of claim 35 on this ground.

Appellant's argunments with regard to claim 36 assert "the
ink roller contacts the closed end and the other end of the
ink roller contacts the cover. This results in the ink roller

bei ng held captive in the ink roller container . . . {n]one of
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t he assenbl ed references teaches the cl ai ned conbi nati on"
(brief, pages 21 and 22). |In response, the exam ner notes

"Jones clearly

teaches the article (36) contacts the top and bottom of the
container (Figure 4)" (answer, page 12).

In our view the exam ner has not taken into account that
the claimrecites a specific article, an ink roller wth
fl anges and a porous sl eeve, which when conbined with the
other clainmed features provides the ink roller oriented with
respect to the renmaining elenents. As urged by appellant
"[alccording to the invention the clainmed conmbination in
certain clainms relates to an oriented ink roller. No
reference teaches this feature . . . . The point is that in
the prior art there was no teaching of orienting anything .

The orienting of the ink roller is not only for the purpose

of making the ink roller easy to renove, but noreover for
maki ng the ink roller easy to remove wi thout getting ink on
the user's hands" (brief, page 24). W agree.

In our view the proposed nodification of the disclosed
prior art does not provide appellant's oriented ink roller in
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combi nation with the other features as recited in claim 36.

Accordingly, we will not sustain the examner's rejection of

cl ai ns 36.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 21 through 26 and 36 under 35 U.S.C. § 112, second
par agraph, is reversed. The decision of the exam ner to
reject claims 11 and 21 through 38 under 35 U.S.C. 8 103 is
reversed with respect to clains 11, 21-30, 33 and 35-38. The
deci sion of the exam ner to reject clainms 31, 32 and 35 under

35 US.C. § 103 is affirned.
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No tine period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART and REVERSED- | N- PART

Rl CHARD B. LAZARUS
Adm ni strative Patent Judge

NEAL E. ABRAMS )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JOHN P. McQUADE ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)
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