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This is an appeal fromthe final rejection of clains

1 through 30, all of the clainms in the application.

Appel lants’ invention pertains to a collection
vessel to receive and contain body wastes, |V solutions,
bl ood, bl ood products and ot her biol ogical materials, to an
ostony bag, and to a nethod of collecting exudates from an
ostony bag which reduces the odors usually associated with
such procedures. A basic understanding of the invention can
be derived froma reading of exenplary clainms 1, 10, and 30,1

respective copies of which appear in APPENDI X A of the brief

filed Decenber 15, 1997 (Paper No. 19).
The exam ner cites the document |isted bel ow

Wlfong et al. (WIfong) 5, 496, 295 Mar. 5, 1996
(filed Dec. 6, 1993)

The following rejection is the sole rejection before

us for review

! The recitation of "said barrier material" on the | ast
two lines of claim30 | acks antecedent basis in the claim
This matter should be rectified during any further prosecution
bef ore t he exam ner.
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Clainms 1 through 30 stand rejected under 35 U. S. C
8§ 112, first paragraph, as being based upon a specification
which fails to adequately teach how to nake and/or use the

i nventi on.

The full text of the examner’s rejection and re-
sponse to the argunent presented by appellants appears in the
answer (Paper No. 20),2 while the conplete statenent of appel-
| ants’ argunment can be found in the brief filed Decenber 15,

1997 (Paper No. 19).

OPI NI ON
I n reaching our conclusion on the issue raised in
this appeal, this panel of the board has carefully considered

appel - lants’ specification and clains, and the respective

2 On page 3 of the answer, the exam ner lists respective
docunents to ROLANDO and KRUEGER. However, the rejection does
not refer to these docunents. It appears, therefore, that
their inclusion in the answer was inadvertent, and we shall,
accordingly, not nmake further nention thereof.
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vi ewpoi nts of appellants and the examner. As a consequence
of our review, we nake the determ nation which follows.

We reverse the rejection of clains 1 through 30
under 35 U.S.C. § 112, first paragraph.

The text of the rejection before us (answer, pages 3
and 4) reveals that the exam ner is questioning whether the
clainmed invention is based upon an underlying disclosure that
is enabling. To be enabling, a disclosure nust contain a
description that enables those skilled in the art to nake and
use a clainmed invention, w thout undue experinentation. See

Enzo Biochem Inc. v. Calgene Inc., 188 F.3d 1362, 1371

52 USPQ2d 1129, 1135 (Fed. Gr. 1999).

An exam ner has the initial burden of producing
reasons that substantiate a rejection based on |ack of enabl e-
ment and nust keep in mnd that a specification nust be taken
as in conpliance with the enabling requirenment of 35 U S.C. §
112, unless there is reason to doubt the objective truth of

the statements contained therein. See In re Marzocchi, 439

F.2d 220, 223, 169 USPQ 367, 369 (CCPA 1971).
In the present case, it is apparent to us that the
exam ner has not satisfied the requisite burden of proof to
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sup- port a lack of enablenent rejection. Sinply stated, the
W fong teaching® (a noisture barrier |layer conprised of a
mesophase propyl ene-based material), relied upon by the exam
i ner, does not prove that appellants’ clained invention would
not have been enabl ed by the underlying disclosure. Appel-
lants rely upon an “oriented” liquid crystal polyner that is
di scl osed as providing the greatest contribution to gas inper-
meability (specification, page 3, lines 25 through 29).

Further, the specification

(page 14) supports the noted | ow perneability attribute of an
oriented liquid crystal polyner |ayer by the conparative
results found in “TABLE 1 - OXYGEN PERVEATI ON' of Exanple 1
In Iight of the above, this panel of the board concl udes that
the rejection | acks proof that the clained subject matter,
inclusive of an “oriented” liquid crystal polyner |ayer, is

based upon an underlying disclosure that is nonenabling.

3 U S Patent No. 5, 496, 295.
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In sunmary, we have reversed the rejection of appel -

lants’ clains 1 through 30 under 35 U. S.C. 8§ 112, first para-

gr aph.
The decision of the exam ner is reversed.
REVERSED
| RWN CHARLES COHEN )
Adm ni strative Patent Judge )
)
)
) BOARD OF
PATENT
JOHN P. M QUADE ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFER-
ENCES
)
)
)
TEDDY S. GRON )
Adm ni strative Patent Judge )
| CC. psb



Appeal No. 1998-2392
Application No. 08/338,917

Theodore R Furman, Jr.
Bristol - Myers Squi bb Conpany

100 Headquarters Park Drive Cl-11.1
Skillman, NJ 08558



