THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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Bef ore, COHEN, ABRAMS and GONZALES, Admi nistrative Patent
Judges

GONZALES, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe examner's fi nal
rejection of clainms 1 through 7, 9 through 15, 17 through 36

and 48 through 56. Cains 37 through 47 have been cancel ed.

! Application for patent filed Septenber 12, 1994.
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Clainms 8 and 16, the only other clains in the application,
stand wi thdrawn from consi derati on under 37 CFR 8§ 1.142(b).

W REVERSE

The subject nmatter on appeal is directed to a perfusion
control systemor heart-lung machine intended to provide the
operator with inproved access to and visibility of the various
syst em conponents.

A copy of the appealed clainms is appended to the main
brief (Paper No. 24).

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ains are:

Rot a Des. 241, 549 Sep.
21, 1976

Fort 5,228,791 Jul . 20,
1993

Additionally, the exam ner relies on the admtted prior

art (APA) shown in Figures 1 and 2 of the application.??

2The exani ner does not explicitly describe the content of the APA in
the statenent of the rejection, but we understand appellants’ Figures 1 and 2
to be representative of the APA relied on by the exam ner.

3w also call attention to the sales brochure for the Bard
Car di oPul nonary Support System (CPS™ submitted with the Information
Di sclosure Statenment (IDS) filed on Sep. 12, 1994 (Paper No. 2). Appellants
were advised by the examiner in the Ofice actions nmailed July 24, 1995, Feb.
15, 1996 and Oct. 18, 1996 (Paper Nos. 9, 16 and 19, respectively) that the
ref erence had not been considered because it was undated. However, on June 30,

(continued...)
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Clainms 1 through 7, 9 through 15, 17 through 36 and
48 through 56 stand rejected under 35 U.S.C. § 103 as being
unpat ent abl e over the APA in view of Fort and Rota.

The full text of the examner's rejection and the
responses to the argunents presented by appellants appear in
the Answer mailed June 23, 1997 (Paper No. 25), while the
conpl ete statenent of appellants’ argunents can be found in
the main and reply Briefs filed April 4, 1997 and August 22,
1997( Paper Nos. 24 and 27, respectively).

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellants and the

exam ner. As a consequence of our review, we conclude that

3(....continued)
1995, appellants filed a supplenmental IDS (Paper No. 8% admitting that the
Bard CPS™system was avail abl e nmore than one year prior to the application
filing date. The Bard CPS™systemis described at page 8 of appellants’
specification as conprising “an oxygenator centrally |ocated between a punp
and a heat exchanger.” An illustration of the systemin the sales brochure
shows two flanking units (presumably, the punp and the heat exchanger) nounted
atop a support console and a central cavity between the flanking units. To
date, the record does not show that the exami ner has fully considered this
highly relevant prior art.
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t he
8§ 103 rejection cannot be sustai ned.

| ndependent clains 1 and 48 each call for a perfusion
assenbly for extracorporeal transfer of fluids conprising,
inter alia, a console; at least two flanking units atop the
console; and a central cavity adapted to recei ve an oxygenat or
between the at least two flanking units. The flanking units

are further defined in clains 1 and 48 as conprising at | east

one punp

assenbly and at | east one of a punp assenbly, a paraneter
moni toring assenbly, a display nonitor or a controller.

We are informed by appellants’ specification that it was
known in the art at the tinme appellants’ invention was nade to
mount a perfusion system including a vertical or horizontal
row of discrete units, on a wheel ed console [34] (page 4 and
Figure 1). The discrete units included punp assenblies (punp
housi ngs
and instrunentation panels) and a controller unit (for

nmoni tori ng
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pressure and tenperature probes, bubble and reservoir |evel
sensors, regulating punp speed and transmtting nonitored
information to a display) (id.). The wheel ed console commonly
i ncl uded one or nore vertical poles [22, 26], a nounting
crossbar [32], and brackets for hanging or attaching fluid
reservoirs [58], instrunentation (e.g., a display [30]) and
ot her devices. The oxygenator [20] was typically nounted on a
mast or crossbar, e.g., by neans of a swing arm]|[24] (page
13).

The Fort patent discusses prior art bifurcated
keyboards in which the keyboard sections are connected by a
hi nge so that the sections nmay be elevated at an angle
relative to each other (col. 2, lines 7-40). One of Fort’s

objects is to elimnate the

use of a hinge (col. 2, line 64 to col. 3, line 2). The
reference teaches an ergononetric, bifurcated keyboard
arrangenment in which the keyboard sections are nounted on bal
and socket joints [6a, 6b] so that each section is freely
rot at abl e about three nutually perpendi cul ar axes (col. 2,
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lines 56-63). 1In addition, the keyboard sections may be
nmount ed on a base assenbly [25] constructed in two parts [25a,
25b] whi ch have

a tel escoped section [26] allowi ng the distance between the
joints and, thus, the keyboard sections nounted thereon, to be
varied (col. 5, lines 49-62).

Rota is a design patent directed to a “nodul ar nedi cal or
dental operatory unit.” Figures 1 and 2 show roons havi ng
curved wal Il s and what nmay be curved support surfaces, consoles
or appliances.*

Appel l ants argue (main Brief, page 11) that the APA does
not teach or suggest a central cavity adapted to receive an
oxygenator, wherein the central cavity is between two flanking
units on a console and the flanking units are a punp assenbly
and at | east one of a punp assenbly, a paraneter nonitoring

assenbl y,

a display nonitor or a controller, that there is no suggestion

* Since the Rota patent does not include a detailed description of the
drawi ngs, the exact nature of the objects illustrated in the roons is unclear.
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or notivation for conbining Fort or Rota with the APA, and
that even if it were obvious to conbine the references the
resul ting device
woul d still not have the clainmed flanking units and central
cavity adapted to receive an oxygenator.

It is well established that before a concl usion of
obvi ousness may be based on a conbi nation of references, the
exam ner must show that sonme objective teaching or suggestion
in
the applied prior art, or know edge generally available in the
art, would have | ed those of ordinary skill to conbine the
teachings of the references to arrive at the clained

i nventi on. Pro-Mbld and Tool Co. v. Great Lakes Plastics

Inc., 75 F.3d 1568, 1573, 37 USPQ2d 1626, 1629 (Fed. Cr

1996); In re Fritch, 972 F.2d 1260, 1266, 23 USPQ2d 1780, 1784

(Fed. Cir. 1992); Ashland Ol, Inc. v. Delta Resins &

Refractories Inc., 776 F.2d 281, 297 n. 24, 227 USPQ 657, 667

n. 24 (Fed. Gr. 1985). The APA, as illustrated in
appellants’ Figure 1, fails to teach or suggest a central
cavity adapted to receive an oxygenator, wherein the central
cavity is between two flanking units on a console and the
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flanking units are a punp assenbly and at |east one of a punp
assenbly, a paraneter nonitoring assenbly, a display nonitor
or a controller. Like appellants, we fail to perceive any
teachi ng or suggestion in the disclosures of Ford and Rota
whi ch woul d have notivated one of ordinary skill in the art to
rearrange the

di screte units of the APA in the clainmed configuration. In
fact, both Ford and Rota are | acking in any disclosure of
separating discrete units into at |east tw flanking units
with a centra

cavity therebetween adapted to receive or which is capabl e of
recei ving an oxygenator.

The exam ner's other assertion (Answer, page 4) that the
cl ai mred arrangenent of known perfusion system conponents is a
matter of design choice is not persuasive.

I n appel l ants' specification, at page 12, it is indicated
that the centralized location of the oxygenator can reduce
extracor poreal volune, inprove the perfusionist’s reach of the
system conponents and the perfusionist’s view of the operating

8



Appeal No. 1998-2381
Appl i cati on No. 08/304, 725

tabl e, operating roomnonitors and/or surgical team
Accordingly, the claimed perfusion assenbly sol ves a nunber of

known problens in the art. Conpare In re Kuhle, 526 F.2d 553,

555, 188 USPQ 7, 9 (CCPA 1975) wherein the court indicated
t hat
the rationale of "obvious matter of design choice"” applies
when a nodification is made which "sol ves no stated problem”
Therefore, we do not agree that the exam ner has a valid basis
for asserting that it would have been an obvi ous matter of
mechani cal "design choice" to provide a central cavity adapted
to receive an oxygenator between at |east two flanking units.
From our perspective, the exam ner has inpermssibly
relied upon the appellants’ own teachings in arriving at a
concl usi on of
obvi ousness. This being the case, we will not sustain the
rejection of independent clains 1 and 48 under 35 U.S.C. § 103
based on the conbi ned teachings of the APA Fort and Rota.
Since clains 2 through 7, 9 through 15, 17 through 36 and 49

t hrough 56 are dependent on either claim1 or claim48 and
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include all the limtations of their respective independent
claim it follows that we will also not sustain the standing
rejection of clainms 2 through 7, 9 through 15, 17 through 36

and 49 through 56 under 35 U.S.C. § 103.

In summary, the examiner's rejection of clainms 1 through
7, 9 through 15, 17 through 36 and 48 through 56 under 35
U S C
8 103 is reversed.

REVERSED

| RWN CHARLES COHEN )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
NEAL E. ABRAMS ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
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)
JOHN F. GONZALES

Adm ni strative Patent Judge )

vsh
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Terry L. Wles, Esq.
Popovich & Wles, P.A
| DS Center, Suite 1902
80 South 8th Street

M nneapolis, M 55402
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