TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not binding
precedent of the Board.
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DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1-11
and 15-24. dains 12-14, the only other clains present in the

application, have been indicated as being all owable subject to

! Application for patent filed March 1, 1995.
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the requirenent that they be rewitten to include all the
subject matter of the clains fromwhich they depend.

W AFFI RM- | N- PART.

The appellants' invention pertains to (1) a stacker for
stacking forns, (2) a cart for transporting forns received from
the stacker and (3) a systemutilizing such a stacker and cart.
| ndependent clainms 1, 11 and 21 are further illustrative of the
appeal ed subject matter and copies thereof nmay be found in the
appendi x to the brief.

The references relied on by the exam ner are:

Anderson, Jr et al. (Anderson) 3,883,131 May 13,
1975

Breski et al. (Breski) 4,416, 653 Nov. 22,
1983

Chandhoke et al. (Chandhoke) 4,541, 763 Sep
17, 1985

Schultz et al. (Schultz) 5,061, 233 Cct .
29, 1991

Car denas 5, 190, 281 Mar. 2,
1993

The cl ai ns on appeal stand rejected under 35 U.S.C. § 103
in the foll ow ng manner:
(1) Cdainms 1, 6 and 8-10 as bei ng unpat entabl e over

Cardenas i n view of Breski
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(2) Cainms 2-5 and 7 as bei ng unpatentabl e over Cardenas
in view of Breski and Schultz;

(3) Cdainms 11 and 15-19 as bei ng unpat ent abl e over
Cardenas in view of Chandhoke,;

(4) Caim 20 as bei ng unpatentable over Cardenas in view
of Chandhoke and Schul t z;

(5) Cainms 21 and 23 as bei ng unpatentabl e over Chandhoke;

(6) Caim?22 as being unpatentabl e over Chandhoke in view
of Anderson; and

(7) daim24 as being unpatentabl e over Chandhoke in view
of Schul tz.

The exam ner's rejections are explained on pages 4-19 of
the answer. The argunents of the appellants and exam ner in
support of their respective positions nmay be found on pages 5-
22 of the brief, pages 1-6 of the reply brief and pages 20-30

of the answer.

OPI NI ON
We have carefully reviewed the appellants’ invention as
described in the specification, the appealed clains, the prior

art applied by the exam ner and the respective positions
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advanced by the appellants in the brief and reply brief, and by
the examner in the answer. As a consequence of this review,
we wll reverse Rejections (2) through (7). Wth respect to
Rejection (1), we will sustain the rejection of clains 1 and 10
and reverse the rejection of clains 6, 8 and 9. Qur reasons

for these determ nations foll ow.
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Rej ection (1):

Considering first the rejection of clainms 1 and 10, the
appel lants note that (1) claimrequires the tines to be
inclined with respect to the vertical in such a manner that the
tine free ends formthe | owest portion of the top surface
thereof and (2) the reason for this arrangenent is that the
stacker is designed to operate with a cart having tines.
Thereafter, the appellants urge that the exam ner's proposed
nodi fi cation "woul d either render Cardenas inoperable for
performng its intended function, or |ess operable” (brief,
page 6). The brief also states that:

The Breski et al reference is totally irrel evant
to the clained invention. There is nothing about
Breski et al that would teach one of ordinary skil
in the art that he or she should go specifically
agai nst the teachings of Cardenas and instead of
providing the tines tilted in the manner illustrated
in the Cardenas' drawings in order to hold the forns
in place should tilt [sic] the tines dowmwardly. The
fact that Breski et al may for sone obscure reason
totally irrelevant to Cardenas be noved into a
position where the shelf 19 can be pivoted about pins
41,42 to adjust the backward tilt angle (see colum
3, lines 18-25) does not provide any notivation for
one of ordinary skill in the art to provide a base
wi th supports for Cardenas so that the tines and the
side walls are inclined with respect to the vertica
nore than two degrees and tilted in a second
di mension so the free ends of the tines are
substantially the | owest portion of the top surfaces.



Appeal No. 1998-2358 Page 6
Application No. 08/396, 243

Breski et al are primarily directed to a comnpactor

50, 80, and do not suggest a forward tilt of the forns

col | ect ed.

Not only do Breski et al not provide any

suggestion to one of ordinary skill in the art to go

specifically agai nst Cardenas' teachings and instead

provide the invention, even if Breski et al are

conbi ned with Cardenas what is set forth in claim1l

does not insue since neither Breski et al nor

Cardenas teach the particul ar base including support

portions as recited in claiml. |[Pages 6 and 7.]

We are unpersuaded by the appellants' contentions. It is
true that Cardenas teaches a stacking device with the free ends
of the tines tilted upwardly (see, e.g., Fig. 1). Breski,
however, in the enbodi nent of Figs. 4-6 teaches that the stack
(and hence the tines) nay be tilted downwardly in order that
t he uppernost edge of the forns in the stack may be engaged by
a conpacting fingers 102, 102a (which are nounted on a
crankshaft 81) for the purpose of providing a sharply and
conpactly fol ded stack of forns (see, generally, columms 1 and
2). A conbi ned consideration of Cardenas and Breski woul d have
fairly suggested to one of ordinary skill in this art to
provi de the stacker of Cardenas with downwardly extending tines

and conpacting fingers as taught by Breski in the enbodi nent of

Figs. 4-6. Breski's stated purpose of "increasing the
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sharpness of the fold and the conpactness of the stack" (see,
e.g., colum lines 22 and 23) would serve as nore than anple
notivation to conbine the teachings of Cardenas and Breski.
Wi |l e of course Breski does not tilt or incline the tines
downwardly for the sanme purpose as that of the appellants, we
observe that “[a]s |ong as sone notivation or suggestion to
conbi ne the references is provided by the prior art taken as a
whol e, the | aw does not require that the references be conbi ned
for the reasons contenplated by the inventor” (In re Beattie,
974 F.2d 1309, 1312, 24 USPQ2d 1040, 1042 (Fed. G r. 1992)) and
all the utilities or benefits of the clained invention need not
be explicitly disclosed by the prior art references to render
t he cl ai m unpat ent abl e under section 103 (see In re Dillon, 919
F.2d 688, 692, 696, 16 USPQ2d 1897, 1901, 1904 (Fed. GCir. 1990)
(in banc), cert. denied, 500 U. S. 904 (1991)). See also In re
Kenps, 97 F.3d 1427, 1430, 40 USPQ2d 1309, 1311 (Fed. G
1996) (“the notivation in the prior art to conbine the
references does not have to be identical to that of the

applicant to establish obviousness”).
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As to the appellants' contention that neither Breski nor
Cardenas teach the specific base recited in claim1, Bresk
teaches a base 43,44 having pivot pins 41,42 (i.e, "support
portions”) that allow the side walls 29,30 to be inclined in an
angul arly adjusted position (see colum 3, lines 18-25). In
this regard, we note that the term nology in a pending
application's clains is to be given its broadest reasonable
interpretation (In re Mrris, 127 F.3d 1048, 1056, 44 USPQd
1023, 1028 (Fed. Gr. 1997) and Inre Zletz, 893 F.2d 319, 321,
13 USP@d 1320, 1322 (Fed. Gr. 1989)) and limtations froma
pendi ng application's specification will not be read into the
claims (Sjolund v. Misland, 847 F.2d 1573, 1581-82, 6 USPQd
2020, 2027 (Fed. Cir. 1988)).

Wth respect to claim 10, the appellants argue that Bresk
does not teach tines which are between 5-20 degrees; however,
the enmbodi nent of Figs. 4-6 of Breski illustrates tines which
appear to be inclined wwthin the claimed range, thus satisfying
this limtation. See Ex parte Lee, 31 USPQ2d 1105, 1106 (Bd.
Pat. App. & Int. 1993) and Titanium Metals Corp. of Anerica v.

Banner, 778 F.2d 775, 782, 227 USPQ 773, 779 (Fed. GCr. 1985).
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In any event, as the court set forth inlIn re Geisler, 116 F. 3d
1465, 1469, 43 USPQ2d 1362, 1365 (Fed. G r. 1997), citing
Haynes Int'l, Inc. v. Jessop Steel Co., 8 F.3d 1573, 1577 n. 3,
28 USPR2d 1652, 1655 n.3 (Fed. Cr. 1993): "when the difference
between the clained invention and the prior art is the range or
value of a particular variable, then a prima facie rejection is
properly established when the difference in range or value is
mnor." See also In re Wodruff, 919 F.2d 1575, 1578, 16
UsP@d 1934, 1936-37 (Fed. Gir. 1990).

In view of the foregoing, we will sustain the rejection of
clains 1 and 10 under 35 U S.C. § 103 based on the conbi ned
t eachi ngs of Cardenas and Breski.

W now turn to the rejection of clains 6, 8 and 9. Wth
respect to claim®6, the exam ner notes that Cardenas teaches a
pair of chains 56 and 59. However, as the appellants have
correctly noted, chain 99 is for noving feed zone fork 88 while
chain 56 is for noving support fork 60. Thus, Cardenas does
not fairly suggest the specific el evator nmechanismset forth in
claim6. Wth respect to clains 8 and 9, the exam ner contends

that Cardenas discloses a "forns position sensor” at 200.
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Sensor 200, however, senses the |ocation of the extension
section 82 (a part of the machine) rather than the fornms (see
colum 10, lines 40 and 41). 1In view of the above, we will not
sustain the rejection of clains 6, 8 and 9 under 35 U S.C. §

103 based on the conbi ned teachi ngs of Cardenas and Breski.

Rej ection (2):

The exam ner contends that it would have been obvious to
one of ordinary skill in the art to

nount the sensor of Schultz et al. on the base of

Cardenas in order to properly position a cart in

relation to the stacker of Cardenas so that the

transfer of forns to the cart can be properly

achi eved. [Answer, page 8.]

W will not support the examner's position. Wile
Schultz discloses a cart for receiving stacked fornms, Schultz
receives the forns froman entirely different type of device
than that of Cardenas, and we find no suggestion to conbine the
teachi ngs of these two references as proposed by the exam ner.
Mor eover, Schultz does not teach a sensor nounted on or

adj acent the base "for sensing positioning of a cart in

operative association with said fornms-supporting tines" as
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required by claim?2. Rather, Schultz sinply senses when the
cart is full and shuts off the folder 11 (see, e.g., colum 2,
lines 21-34, and colum 6, lines 61-65). Wth respect to claim
7, we observe that Schultz sets off an alarm 59 when the cart

is full rather providing an indicator lanp. Therefore, we wll
not sustain the rejection of clains 2-4 and 7 under 35 U S.C. 8§
103 based on the conbi ned teachi ngs of Cardenas, Breski and

Schul t z.

Rej ections (3) and (4):

Both of these rejections are based on the exam ner's view
t hat Chandhoke di scloses a "cart"” and that it woul d have been
obvious to enploy the "cart" of Chandhoke with the stacker of
Cardenas "in order to transport the stacks of forns to a
desired |l ocation and to provide forns handling neans which w |
all ow the stacking process to occur snoothly and conti nuously”
(answer, page 11). W nust point out, however, that terns in a
cl ai m shoul d be construed in a manner consistent with the
specification and construed as those skilled in the art woul d

construe them In re Bond, 910 F.2d 831, 833, 15 USPQ2d 1566,
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1567 (Fed. Cir. 1990), Specialty Conposites v. Cabot Corp., 845
F.2d 981, 986, 6 USPQR2d 1601, 1604 (Fed. Cir. 1988) and In re
Sneed, 710 F.2d 1544, 1548, 218 USPQ 385, 388 (Fed. Cir. 1983).
In our view, the examner is attenpting to expand the meani ng
of "cart" beyond all reason. That is, Chandhoke discloses a
stacker 14 which is nmounted on wheels and, consistent with the
appel | ants' specification, we can think of no circunstances
under which one of ordinary skill in this art would construe
Chandhoke's stacker to correspond to a cart as defined by the
claims under consideration. Mreover, there is neither reason
nor need to provide Cardenas with a stacker as taught by
Chandhoke, since Cardenas already has a stacker 10. From our
perspective, the exam ner has inperm ssibly relied upon the
appel l ants' own teachings for a suggestion to conbine the
teachi ngs of Cardenas and Chandhoke in the nmanner proposed.
Wth respect to Rejection (4), we have carefully revi ewed
the teachings of Schultz but find nothing therein which would
overcone the deficiencies of Cardenas and Chandhoke that we

have not ed above.
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For the reasons stated above, we will not sustain the
rejections under 35 U S.C. 8 103 of clains 11 and 15-19 based
on the conbi ned teachi ngs of Cardenas and Chandhoke (Rejection
(3)) and claim20 based on the conbi ned teachi ngs of Cardenas,

Chandhoke and Schultz (Rejection (4)).

Rej ections (5) through (7):
Each of these rejections is bottoned on the exam ner's
vi ew t hat:

Chandhoke et al. does not disclose a second formns-
engagi ng face or a second plurality of cart tines,
where individual cart tines are substantially co-
planar. It would have been obvious to one having
ordinary skill in the art at the time of [sic] the

i nvention was made to enploy a second forns-engagi ng
face and a second plurality of cart tines in the

I nvention of Chandhoke et al., since it has been held
that the nere duplication of essential working parts
of a device involves only routine skill in the art,

and because by providing a second forns-engagi ng face

and a second plurality of cart tines would double the

capacity of a single cart. [Answer, page 17.]

We do not support the exam ner's position. It is well
settled that in order to establish a prima facie case of

obvi ousness the prior art teachings nust be sufficient to

suggest to one of ordinary skill in the art making the
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nodi fication needed to arrive at the clainmed invention (see,
e.g., Inre Lalu, 747 F.2d 703, 705, 223 USPQ 1257, 1258 (Fed.
Cir. 1984)). As we have noted above in Rejections (3) and (4),
Chandhoke di scl oses a stacker and not a "cart" as the exam ner
asserts, and there is sinply nothing which would fairly suggest
provi di ng Chandhoke with a second stacking face.

Wth respect to Rejections (6) and (7), we have carefully
reviewed the teachings of Anderson and Schultz, but find noth-
i ng therein which woul d overcone the deficiency of Chandhoke

t hat we have noted above.

In sunmary:

Wth respect to Rejection (1), the rejection under 35
U S.C 8§ 103 based on the conbi ned teachi ngs of Cardenas and
Breski is (a) affirmed with respect to clains 1 and 10 and (b)
reversed with respect to clains 6, 8 and 9.

Rej ections (2) through (7) are all reversed.
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No tinme period for taking any subsequent action in connec-

tion with this appeal nmay be extended under 37 CFR § 1.136(a).

AFFI RVED- | N- PART

HARRI SON E. McCANDLI SH )
Seni or Adm ni strative Patent Judge
)
BOARD OF PATENT
JAMES M MEl STER APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

MJURRI EL E. CRAWORD
Adm ni strative Patent Judge
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