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ON BRI EF

Before KIMLIN, ONENS and JEFFREY T. SM TH, Adnmi ni strative
Pat ent Judges.

O/NENS, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal fromthe exanminer’s final rejection of
clainms 15-20, which are all of the clainms remaining in the

appl i cation.
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THE | NVENTI ON
The appel lants claima process for producing a polyimde
paper by nmaking a poly(am c acid) paper froma poly(am c acid)
fibrid and then imdizing the paper. Caim15 is illustrative
and is appended to this decision.

THE REFERENCES

Mor gan 2,999, 788 Sep. 12, 1961
Sander et al. (Sander ‘058) 4,091, 058 May 23, 1978
Sander et al. (Sander ‘640) 4,098, 640 Jul . 4, 1978
Vaughan 1, 207, 485 Cct. 7, 1970

(British patent specification)

Teijin Limted (FR *004)* 2,179, 004 Nov. 16, 1973
(French patent application)

THE REJECTI ONS
Clainms 15-20 stand rejected under 35 U.S.C. § 103 as
foll ows: over Vaughan in view of FR ‘004 and either Sander
‘640 or Sander ‘058, and over Mdirgan in view of Vaughan and FR
* 004.

OPI NI ON

W reverse the aforenentioned rejections. W need to

' Ctations herein to this reference are to an English
transl ation thereof, a copy of which is provided to the
appellants with this decision.
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address only claim15, which is the broadest independent

claim

Rej ecti on over Vaughan in view of FR ‘004 and
ei ther Sander ‘640 or Sander ‘058

Vaughan di scl oses a process for produci ng pol yi m de
shaped articles such as filns and fibers by chemcally or
thermally treating poly(amc acid) shaped articles (page 1
lines 10-21; page 6, line 100 - page 7, line 4; page 13,
lines 5-23). Vaughan’s poly(amc acid) is nade by
“condensation of a dianhydride of aromatic character and a
di primary am ne of aromatic character in an organic liquid
mediumin which the reactants are sufficiently soluble to
undergo polynerization in the liquid phase, but which is per
se a non-solvent for the poly(amc acid) and is mscible with
m nor anounts of water, and in which nediuma mnor anmount of
water is present at least during the latter part of the
reaction” (page 2, lines 27-38). Vaughan's poly(am c acid)
can have the structure shown in forrmula 2 of the appellants’
claim15 (page 4, lines 48-89). Vaughan’s organic liquid
nmedi a i ncl ude ketones and ethers (page 2, lines 69-88), which
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are solvents used by the appellants in conbination with water
(specification, page 13). Vaughan does not disclose that the
shaped articles to be imdized can include poly(am c acid)
paper made froma poly(amc acid) fibrid (page 6, line 100 -
page 7, line 4).

The appel | ants acknow edge that naking pol yi m de paper
froma polyimde fibrid was known in the art, but do not
acknow edge that it was known in the art to make a poly(amc
acid) paper froma poly(amc acid) fibrid and then imdize the
paper to forma polyimde paper (specification, pages 2-3).°2

The portion of FR ‘004 relied upon by the exam ner
(answer, page 3) discloses naking polyimde pulp particles by
a precipitation process involving shearing (page 4, item3;3
pages 7-8).

The exam ner relies (answer, page 3) upon the Sander

21t is axiomatic that our consideration of the prior art
must, of necessity, include consideration of the admtted
prior art. See In re Hedges, 783 F.2d 1038, 1039-40, 228 USPQ
685, 686 (Fed. Cir. 1986); In re Davis, 305 F.2d 501, 503, 134
USPQ 256, 258 (CCPA 1962).

3 1tem3 on page 4 of the FR 004 translation is called
“aromati c pol yam des”, but the structure shows that the
conmpounds are aromati c pol yi m des.
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references for a disclosure of formng fibrids from
pol y(am de-i m de) resins (abstract of each reference).

The exam ner argues that in view of the above
di scl osures, “it would have been obvious to use polyamc acid
of Vaughan to nmake polyimde precursor fibrids in view of
French 2,179,004 and the Sander et al. patents” (answer, page
4). The exam ner, however, does not explain why these
references would have fairly suggested, to one of ordinary
skill in the art, making poly(am c acid) paper froma
poly(am c acid) fibrid and converting the poly(am c acid)
paper to polyimde paper. The exam ner, therefore, has not
carried the burden of establishing a prima facie case of
obvi ousness of the clained invention over Vaughan in view of
FR 004 and Sander ‘640 or Sander ‘058. Consequently, we
reverse the rejection over these references.

Rej ection over Morgan in view of Vaughan and FR ‘ 004

The exam ner relies upon Mdrgan’s exanple 102, which
di scl oses 6-6 nylon fibers forned by precipitation, and
col um 55 which discloses fibrids nade from heat convertible

pol ymers which, Mrgan states, are polyners that can be
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converted to higher nmelting products by heating at
tenperatures near their nelting point (col. 18, line 5; col.
55, lines 10-15). The exam ner argues that “[i]t would have
been obvious to enploy the polyam c acid of Vaughan as the
heat convertible polynmer in Mdirgan especially since French
2,179,004 shows it is well known to enploy such heat
convertible polymer precursor in making shear precipitated
pul p” (answer, page 4). This argunent is not well taken
because, first, the exam ner has not established that the

pol ymers di scl osed by Vaughan are heat convertible as that
termis used by Mdorgan. Second, even if Vaughan's pol yners
are heat convertible according to Morgan’s definition of that
term the exam ner has not explained why Mirgan’s teaching of
heat converting polyners to higher nmelting products woul d have
| ed one of ordinary skill in the art to form Vaughan's
poly(amc acid) into a fibrid, nake the fibrid into a paper,
and then heat the paper to convert it to polyimde paper. The
teaching in FR 004 relied upon by the exam ner, as discussed
above, pertains to naking pulp by a precipitation process

i nvol ving shearing. The exam ner does not explain, and it is
not apparent, why a disclosure of making pulp in this manner,
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in conbination with the other disclosures relied upon by the
exam ner, would have fairly suggested, to one of ordinary
skill in the art, making a poly(am c acid) paper froma
poly(am c acid) fibrid and then converting the paper to
pol yi m de paper.

For the above reasons, we conclude that the exam ner has
not established a prima facie case of obviousness of the
appel l ants’ clainmed invention over Mdirgan in view of Vaughan
and FR ‘004. Accordingly, we reverse the rejection over this

conbi nati on of references.

DECI SI ON
The rejections of clainms 15-20 under 35 U.S.C. § 103 over
Vaughan in view of FR 004 and either Sander ‘640 or Sander
‘058, and over Morgan in view of Vaughan and FR ‘004, are
reversed

REVERSED
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EDWARD C. KI M.I N
Adm ni strative Patent Judge
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TERRY J. OWENS ) BOARD OF
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APPENDI X

f£p6 ToTTOMTUA LOXWNATY (S):

29Tq boJA(gwTc gcrq) poaTud 9 rebegrTud nUTE Lebrezsureq pA
WeWpPELeqy GILpoU LTudz' gug
9Uq K. kebrezeufz g qragsTeuf srowgfIc Axomb pgATUA T £O § BTX-
69CP POuq £O 9glICEUL CILPOU gfowz OU ¢ BIX-WEWPELeq CILpoy LTud‘
WeWpeLeq CIXpoOU LIUA' MPSKETU £MO bgTre O U6 £FE6LLIAITEUL 6TeWEULR

MPEXETU K T2 9 ferrgagTeuL growsgfrc dronb pgaTud 9f Tegaf ous 2TX-

royTomTuA TORWATY (T):
2979 boTATwIge peaTud 9 KebegrTud NUTE Lebreasureg pA fps
LIPLTIQ' 9ug TWIQTSTUA £pe Lea2nTfTud boTA(swic gcrqg) bgber!
bsber-wokTud 9 boTA(swic 9cTq) beber trow ¢ boTA(swrc gcIq)
cowbrT262:

T2* v brocezz ror brognciud ¢ boTATwTgs beber brogmce' mprcp
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Do
——INC CNH—R—1— ... (2)
\ 7/

/R\
Hoo<' " Co0H

vherein R is a tetravalent aromatic group having at least one six-
membered carbon ring, wherein two pairs of the tetravalent elements
each bond to adjacent carbon atoms on a six-membered carbon ring,
and R’ represent a divalent aromatic group having 1 to 4 six-

membered carbon ring.



