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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 2 through 13 and 16. dCains 15 and 17
have been allowed. Cains 1 and 14 have been canceled. On
page 2 of the substitute brief (Paper No. 8, filed August 19,

1997), the appellants canceled claim13. Accordingly, this

! Application for patent filed June 3, 1994.
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appeal with respect to claiml1l3 is dismssed. Cains 2

through 12 and 16 renai n on appeal .

W AFFI RM | N- PART.
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BACKGROUND

The appellants' invention relates to a furniture slide.
An under standi ng of the invention can be derived froma
readi ng of exenplary claim 16, which appears in the opinion

secti on bel ow.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Ewel | 3,169, 652 Feb. 16,

1965

Maeda 60- 2182042 Oct. 31, 1985
(Japan)

Clainms 10 and 16 stand rejected under 35 U.S.C. § 102(b)

as being anticipated by Meda.

Clains 2-4, 6-9, 11 and 12 stand rejected under 35 U S. C

8§ 103 as bei ng unpatentabl e over Maeda.

2 |n determning the teachings of Maeda, we will rely on
the translation provided by the PTO A copy of the
translation is attached for the appellants' conveni ence.
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Claimb5 stands rejected under 35 U.S.C. §8 103 as being

unpat ent abl e over Maeda in view of Ewell.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nake reference to the exam ner's answer (Paper
No. 11, nmiled Novenber 28, 1997) for the exam ner's conplete
reasoning in support of the rejections, and to the appellants’
substitute brief ("brief") for the appellants' argunents

t her eagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we make the

deter m nati ons which foll ow.

The antici pation issues
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We sustain the rejection of clains 10 and 16 under 35

U S.C. § 102(b).

To support a rejection of a claimunder 35 U S.C. 8§
102(b), it nust be shown that each elenent of the claimis
found, either expressly described or under principles of

i nherency, in a single prior art reference. See Kalnman v.

Kinmberly-Clark Corp., 713 F.2d 760, 772, 218 USPQ 781, 789

(Fed. Cir. 1983), cert. denied, 465 U S. 1026 (1984).

Claim 16

Claim 16 reads as foll ows:

A slide for placenent between an object to be noved
and the flooring over which it is to be noved which
conpri ses:

a. an elongated sheet of flexible material having
opposi ng ends and side walls joining said opposing ends
when viewed in plan;

b. said sheet havi ng opposing faces when viewed in
side with one of said faces for abutting support and
sliding contact wwth a floor surface and the other face
havi ng a conpressible material fixed thereon with an
abutting support contact surface for an object to be
noved, said contact surface being the uppernost surface
of said slide;

c. neans forned on said el ongate sheet of materia
for applying force for novenent of said slide.
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Maeda di scl oses a slider device. As shown in Figures 2-
3, the slider device 3 incudes a bottom surface conponent 5
that is nade of fluroresin, a top-surface conponent 4 that is
made of synthetic rubber, and a pull string 10 to slide the
device over a floor surface. The top-surface conmponent 4 has
araised rim6, thereby formng a dish shape, and has many

projections 7 inside the sunken surface.

The appel |l ants argue (brief, p. 6) that Maeda shows the
furniture (i.e., object 11 shown in Figure 5) having contact
on the inner surface of the surface nenber 4, not on the upper
nost surface 6. The appellants state that

claim 16 requires that its uppernost surface be the

contact surface for the body being noved which is a

surface not shown or suggested by Maeda.

The exam ner responded to this argunent (answer, pp. 6-7)
by (1) pointing out the furniture itself is not part of the
cl ai med conbination; (2) noting that in the appellants Figures

14 and 17 the furniture shown is not in contact with the
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upper nost surface of the slide® and (3) submtting that the
claimis nmet by Maeda's slide since it is capable of
performng the function, that is the claimed contact surface
Is readable on Maeda's raised rim* W agree. In that

regard, the slider device 3 of Maeda is fully capabl e of

recei ving an object which overlies the raised rim6. As such,
it is our determ nation that the clainmed contact surface being

t he uppernost surface of the slide reads on® the raised rim6.

Since all the limtations of claim 16 are found i n Mueda,
the decision of the examner to reject claim 16 under 35
U S. C

8§ 102(b) is affirned.

® The specie depicted in the appellants Figures 14 and 17
is recited in dependent claim12.

4 The appellants did not reply to the exam ner's response
to the appellants' argunent.

°® As set forth by the court in Kalman, it is only
necessary for the clains to "'read on' sonething disclosed in
the reference, i.e., all limtations of the claimare found in
the reference, or "fully nmet' by it."
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Claim10

The decision of the exanminer to reject claim10 under
35 US.C 8§ 102(b) is also affirnmed since the appellants have
not challenged this rejection with any reasonable specificity,
thereby allowing claim10 to fall with claim 16 (see In re
Ni el son, 816 F.2d 1567, 1572, 2 USPQ2d 1525, 1528 (Fed. Gr

1987) .

The obvi ousness i ssues
We sustain the rejection of clains 2-6, 8, 9, 11 and 12

under 35 U . S.C. 8 103, but not the rejection of claim?7.

In rejecting clains under 35 U.S.C. 8§ 103, the exam ner
bears the initial burden of presenting a case of obvi ousness.

See In re Rijckaert, 9 F.3d 1531, 1532, 28 USPRd 1955, 1956

(Fed. Cir. 1993). A case of obviousness is established by
presenting evidence that the reference teachi ngs woul d appear
to be sufficient for one of ordinary skill in the relevant art
having the references before himto make the proposed

conbi nation or other nodification. See In re Lintner, 9 F.2d

1013, 1016, 173 USPQ 560, 562 (CCPA 1972). Furthernore, the
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conclusion that the claimed subject matter is prina facie

obvi ous nust be supported by evidence, as shown by sone

obj ective teaching in the prior art or by know edge generally
avai l able to one of ordinary skill in the art that would have
| ed that individual to conbine the relevant teachings of the
references to arrive at the clained invention. See Inre
Fine, 837 F.2d 1071, 1074, 5 USPQd 1596, 1598 (Fed. G r

1988) .

Claim?2

Caim2 reads as foll ows:
The slide according to Claim 16 which further
conpri ses said ends being substantially arcuate in
configuration fromside wall to side wall.
The appel l ants argue (brief, p. 7) that the exam ner has
not shown any prior art that discloses or even suggests the

requi renents of claimz2 and therefore provides no basis that

limtations of claim2 are "an obvi ous design choice."

The exam ner responded to this argunent (answer, pp. 4

and 7) by citing and applying Figure 1 of Maeda which shows a
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furniture slide having arcuate ends. The exam ner then
determned that it would have been obvious to a skilled
artisan to configure Maeda's slide (i.e., the slider device

shown in Figures 2-4) wth arcuate ends.*®

We agree with the exam ner that the conbi ned teachi ngs of
Maeda's Figures 2-4 and Maeda's Figure 1 woul d have suggested
to one of ordinary skill in the art at the tinme the invention
was made to provide arcuate ends on the slider device 3 for
sel f-evident reasons as pointed out by the examner. |In that
regard, we observe that an artisan nust be presumed to know
sonet hi ng about the art apart fromwhat the references

di scl ose (see In re Jacoby, 309 F.2d 513, 516, 135 USPQ 317,

319 (CCPA 1962)) and the concl usion of obviousness nmay be nade
from "conmon know edge and common sense” of the person of

ordinary skill in the art (see In re Bozek, 416 F.2d 1385,

1390, 163 USPQ 545, 549 (CCPA 1969)).

® The appellants did not reply to the exam ner's
application of Figure 1 of Maeda.
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For the reasons stated above, the decision of the

examner to reject claim2 under 35 U S.C. §8 103 is affirned.

Clainms 3, 4 and 6

The appel | ants have grouped clains 2-4 and 6 as standing
or falling together.” Thereby, in accordance with 37 CFR
8§ 1.192(c)(7), claims 3, 4 and 6 fall with claim2. Thus, it
follows that the decision of the examner to reject clains 3,

4 and 6 under 35 U.S.C. 8 103 is also affirned.

Caim7
Caim?7 reads as foll ows:
The slide according to Claim16 in which said sheet

has a concave configuration toward said furniture to be
noved.

The appel l ants argue (brief, p. 8) that Maeda does not
teach or suggest the claimed sheet having "a concave

configuration toward said furniture to be noved.™

" See page 5 of the brief.
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The exam ner responded to this argunment (answer, pp. 4
and 7) by arguing that it is conmon to have sone arc to the
| oner surface and the | eadi ng edge and therefore an arcuate

cross-secti on woul d have been obvious to a skilled arti san.

It is our opinion that the exam ner has not presented any
evi dence that would have led a skilled artisan to arrive at
the clainmed invention. Specifically, there is no evidence in
the rejection before us that woul d have suggested nodi fying
Maeda' s sheet (i.e., bottom surface conponent 5) to have a

concave configuration toward the furniture to be noved.

For the reasons stated above, the decision of the

exam ner to reject claim7 under 35 U S.C. 8§ 103 is reversed.

Clains 8 and 9
Claim8 reads as foll ows:

The slide according to Claim4 in which said rubber
material conprises a closed foam construction with a
har dness greater than 75 duroneters on the shore 00
scal e.
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Claim9 reads as foll ows:
The slide according to Claim116 in which the

t hi ckness of the conpressible nmaterial is a mninmmof %
i nch thick

The exam ner determ ned (answer, p. 5) that it would have
been obvi ous to make Maeda's synthetic rubber top-surface
conponent 5 of a closed foam construction, which is an
extrenely comon i nexpensive conpressible nmaterial, and
relatively hard, in order to avoid abrasion during use. The
exam ner al so determ ned (answer, pp. 4 and 5) that, the
har dness as well as the thickness of Maeda's synthetic rubber

t op-surface conmponent 5 were obvious matters of design choice.

The appel l ants argue (brief, pp. 8-9) that Maeda does not
teach or suggest the clained |[imtations and that the exam ner
has not provided any support as to why the clainmed limtations

woul d have been obvious matters of design choice.
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We agree with the exam ner that the limtations set forth
in clains 8 and 9 woul d have been obvious to one of ordinary
skill in the art at the tinme the invention was made since
skill is presuned on the part of those practicing in the art.

See In re Sovish, 769 F.2d 738, 743, 226 USPQ 771, 774 (Fed.

Cr. 1985). In this regard, we note that Maeda does not

di scl ose either the specific material and hardness of Meda's
syntheti c rubber top-surface conmponent 5 or its thickness.
Thus, Maeda left it up to the artisan to select an appropriate
materi al, hardness and thickness. |In our view, the selection
of a closed foam construction with a hardness greater than 75
duroneters on the shore 00 scale as Maeda's synthetic rubber

t op-surface conmponent 5 woul d have been obvious to an arti san.
Li kewi se, the selection of the thickness of Maeda's synthetic
rubber top-surface conponent 5 to be a mninmum of % inch thick

woul d have been obvious to an arti san.

This accords with the general rule that discovery of an
opti mum val ue of a result effective variable (in this case,
the optimum material or thickness) is ordinarily within the

skill of the art. See In re Boesch, 617 F.2d 272, 276, 205
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USPQ 215, 219 (CCPA 1980) and In re Aller, 220 F.2d 454, 456,

105 USPQ 233, 235 (CCPA 1955). As stated in In re Huang, 100

F.3d 135, 139, 40 USPQd 1685, 1688 (Fed. G r. 1996):

This court and its predecessors have | ong hel d,
however, that even though applicant's nodification
results in great inprovenent and utility over the
prior art, it may still not be patentable if the
nodi fication was within the capabilities of one
skilled in the art, unless the clained ranges
"produce a new and unexpected result which is
different in kind and not nmerely in degree fromthe
results of the prior art.”

Additionally, as stated in In re Whodruff, 919 F.2d 1575,

1578, 16 USPQRd 1934, 1936 (Fed. Cir. 1990):

The law is replete with cases in which the

di fference between the clained invention and the
prior art is some range or other variable within the
claims. . . . These cases have consistently held
that in such a situation, the applicant nmust show
that the particular range is critical, generally by
showi ng that the clained range achi eves unexpected
results relative to the prior art range [citations
omtted].

In the present case, however, the appellants have not
even al |l eged, nust |ess established, that the clainmed mteri al

or thickness produces unexpected results. Accordingly, the
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deci sion of the exam ner to reject clains 8 and 9 under 35

US. C § 103 is affirned.

Claim1ll
Claim1ll reads as foll ows:

The slide according to Claim 10 which further
conprises grommets reenforcing said perforations.

The exam ner took (answer, p. 5) official notice that

it is old and well known to provide grommets in order to
protect the edges of sheet material at the holes.

The exam ner then determ ned that
it would have been obvious to a skilled artisan to
provi de gronmets at the holes of Maeda, as is old and
wel | known, in order to protect the material at the

hol es, where the slide is subject to the greated [sic,
greater] stress frompulling

The appell ants argue (brief, p. 9) that the exam ner
shows no relevant art that woul d have suggested providing
gronmmets as clained. W do not agree. Wiile the exam ner has
not shown any art suggesting the use of grommets, the

appel | ants have not contested the exam ner's use of official

notice that it is old and well known to provide gronmets in
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order to protect the edges of sheet material at the holes.
Since the appel |l ants have not seasonably chal |l enged the

exam ner's reliance on official notice, it is appropriate for
the exam ner to continue to rely on official notice. 1In our
view, the conbi ned teachings of Maeda and the official notice
taken by the exam ner woul d have suggested to one of ordinary
skill in the art at the tine the invention was nade to provide
gronmets in the openings of the slider device 3 through which

the pull string 10 passes.

For the reasons stated above, the decision of the

exam ner to reject claim1ll under 35 U. S.C. 8§ 103 is affirned.

Claim12

Caim12 reads as foll ows:

The slide according to Caim9 which further
conprises a blind hole in said conpressible material for
engagenent with the furniture to be noved.

The appel l ants argue (brief, p. 9) that the exam ner has

not cited any reference where a hole as recited in claim 12
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has been provided in equipnment or structure simlar to that of

t he appel | ants.

The exam ner responded to this argunent (answer, pp. 5
and 9) by arguing that the clainmed blind hole reads on the
recess forned by the raised rim6 of Maeda.® W agree. Thus,
it is our view that Maeda teaches all the Iimtations of claim

12.

For the reasons stated above, the decision of the

exam ner to reject claim1l2 under 35 U . S.C. 8§ 103 is affirned.

Caimb5b
Caimb5 reads as foll ows:
The slide according to Claim3 in which said plastic
material conprises a high density polyethyl ene materi al.
The exam ner found (answer, pp. 5 and 8) that Ewel

teaches a high density pol yethyl ene sheet material 25 as an

8 The appellants did not reply to the exam ner's response
to the appellants' argunent.
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i nexpensive, low friction nmaterial between a noving slide and
the ground. The exam ner then determ ned (answer, p. 6) that
[i]t woul d have been obvious to one of ordinary skill in
the art to formthe Maeda low friction naterial out of a
hi gh density polyethylene nmaterial, as taught by Ewell,
in order to provide an appropriate low friction surface.
The appellants state (brief, pp. 7-8) that they
do not understand how it woul d have been obvious to
sel ect something out of the Ewell reference, which is
structure nowhere near or resenbling that of the
Applicants and is unrelated, in order to conbine it with
Maeda in such a way that it would anticipate or render
obvi ous the claim
In applying the above-noted test for obviousness, we
reach the conclusion that it would have been obvi ous to one of
ordinary skill in the art at the time the invention was nade
to have nade Maeda's bottom surface conponent 5 froma | ow
friction material such as high density pol yethyl ene, as
suggested by Ewell. 1In that regard, while Maeda teaches the
use of fluroresin as the low friction material for the bottom
surface conponent 5, Ewell would have taught (see colum 5,
lines 20-32) one skill in the art that high density

pol yet hyl ene material is an inexpensive, durable low friction

material. Accordingly, it is our viewthat it would have been
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obvious to an artisan to have replaced Maeda's fluroresin with
hi gh density polyethylene material to provide an inexpensive,

durable low friction bottom surface conponent.

For the reasons stated above, the decision of the

exam ner to reject claim5 under 35 U S.C. 8§ 103 is affirned.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 2 through 6, 8 through 12 and 16 is affirmed and the

deci sion of the examner to reject claim7 is reversed.
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No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART
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