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today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 24

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte HANS MULLER

Appeal No. 1998-1868
Application 08/514, 377

HEARD: NOVEMBER 15, 1999

Bef ore STAAB, McQUADE and NASE, Adm nistrative Patent Judges.
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DECI S| ON ON APPEAL

Hans Mull er appeals fromthe final rejection of clains 1,

6, 30 and 31.2 Cains 2 through 5 and 7 through 29, the only

! Application for patent filed August 11, 1995.

2 The appell ant anended clains 1, 6 and 31 subsequent to
final rejection via the paper (Paper No. 19) filed with the
reply brief (Paper No. 18) on March 19, 1998 . Al though the
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other clains pending in the application, stand w thdrawn from
consi deration pursuant to 37 CFR 8§ 1.142(b). W reverse.

The subject matter on appeal relates to “a nethod and
apparatus for trimmng flat products along a predeterm ned
cutting line” (specification, page 2). Cains 1 and 6 are
illustrative and read as foll ows:

1. A nmethod for trimmng flat printed products along a
predeterm ned cutting line, conprising the steps of:

continuously feeding the printed products in succession
in a feed direction parallel to a plane defined by the printed
product s;

passing the printed products between two superposed
kni ves havi ng oppositely disposed cutting edges; and

nmoving the two knives in cutting engagenent with one
another in a direction that includes a conponent perpendicul ar
to the plane of the printed products and a novenment conponent
that is in the feed direction so that a continuous feed flow
of the printed products is naintained during the trimmng.

6. An apparatus for trimmng flat printed products
along a predetermned cutting |line, conprising:

conveyor means for continuously feeding the printed
products in succession in a feed direction parallel to a plane
defined by the printed products;

exam ner did not nmention the amendnents in the advisory letter
(Paper No. 21) acknow edging receipt and entry of the reply
brief, he did place a dated and initialed instruction to
“Enter” in the page margi n adjacent the anendnents (which have
in fact been clerically inserted into the record).
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at | east one cutting device having two superposed knives
havi ng oppositely disposed cutting edges, the printed products
bei ng passed by said conveyor neans between said two knives;
and

drive nmeans for noving each of the knives in cutting
engagenment with the other knife in a direction that includes a
conponent perpendicular to the plane of the printed products
and a novenent conponent that is in the feed direction to
mai ntain a conti nuous feed flow during the trinmm ng.

The references relied upon by the exam ner as evidence of
obvi ousness are:

Long et al. (Long) 4,142,430 Mar. 6, 1979
Evans 4,387,614 Jun. 14, 1983

Claims 1, 6, 30 and 31 stand rejected under 35 U S.C. 8§
112, second paragraph, as failing to particularly point out
and distinctly claimthe subject matter the appellant regards
as the invention.

Claims 1, 6 and 30 stand rejected under 35 U.S.C. §
102(b) as being anticipated by Evans.

Claims 1, 6, 30 and 31 stand rejected under 35 U S. C
8 103(a) as being unpatentable over Long in view of Evans.

Ref erence is nade to the appellant’s nmain and reply
briefs (Paper Nos. 15 and 18) and to the exam ner’s answer

(Paper No. 16) for the respective positions of the appellant
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and the examner with regard to the nerits of these
rej ections.

Turning first to the 35 U S.C. 8§ 112, second par agraph,
rejection, the exam ner considers independent clains 1 and 6,
and clains 30 and 31 which depend fromclaim®6, to be
i ndefinite because

[i]n clains 1 and 6, the tool is described as
nmoving “in a direction that is substantially

per pendi cular to the plane of the printed products

and with a novenent conponent that is in the feed

direction”. This phrase is confusing because the

tools do not nove “substantially perpendicularly to

the plane of the printed product” [answer, page 2].

The phrases in question, however, no | onger appear in
clains 1 and 6 as a result of the amendnents filed with the
reply brief (see footnote 2, supra). The exam ner has not
expl ained, nor is it apparent, why clainms 1 and 6 as anended
are still indefinite. Accordingly, we shall not sustain the
standing 35 U.S.C. 8§ 112, rejection of these clainms or of
clainms 30 and 31 which depend from cl ai m6.

As for the standing 35 U S.C. §8 102(b) rejection, Evans
di scl oses a direct drive cut-off machine wherein the cyclic
speeds of the cut-off knives are electronically controlled to

cut a continuous pre-printed corrugated web into sheets or
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bl anks of desired |length. The nmachine includes, inter alia, a

gl ue machine 12, a double facer machine 14, a rotary shear 16
for severing the web into a |l eader and trailer, a
slitter/scorer 18 for slitting and scoring the web and a cut-
of f machine 20 having rotary knives for cutting the web into
t he bl anks of desired | ength.

Anticipation is established only when a single prior art
reference discloses, expressly or under principles of
i nherency, each and every el enent of a clainmed invention. RCA

Corp. v. Applied Digital Data Sys.., Inc., 730 F.2d 1440, 1444,

221 USPQ 385, 388 (Fed. GCr. 1984). 1In other words, there
nmust be no difference between the clained invention and the
reference disclosure, as viewed by a person of ordinary skill

in the field of the invention. Scripps dinic & Research

Found. v. Genentech Inc., 927 F.2d 1565, 1576, 18 USP@d 1001,

1010 (Fed. Cir. 1991). Claim1 recites a nethod

conprising, inter alia, the steps of passing printed products

bet ween “two superposed knives having oppositely disposed
cutting edges” and noving the two knives in cutting engagenent
with one another in a direction that includes a conponent
per pendi cular to the plane of the printed products and a
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nmovenent conponent that is in the feed direction. Caim®é

recites an apparatus conprising, inter alia, at |east one

cutting device having “two superposed knives having oppositely
di sposed cutting edges” and drive neans for noving each of the
knives in cutting engagenent with the other knife in the sane
manner as is set forth in claim1l.3

The appel l ant’ s argunent that Evans does not neet these
claimlimtations (see, for exanple, page 2 in the reply
brief) is persuasive. |In this regard, the examner’s
determ nation that Evans’ rotary shear 16 and/or rotary knife
cut-of f machine 20 constitute superposed knives, having

oppositely disposed (i.e., facing) cutting edges, which nove

in the manner recited (see page 2 in the answer) rests on an
unreasonably broad interpretation of the limtations in

guestion as they would be viewed by a person of ordinary skill

3 Based on the underlying disclosure (see specification
pages 2, 5 and 13), we understand the recitations that the
cutting edges of the superposed knives are oppositely disposed
to mean that these cutting edges face one another. |Indeed,
clainms 1 and 6 as originally presented expressly recited that
each cutting edge faced the other cutting edge, but these
recitations were replaced wwth the present corresponding
recitations (see Paper No. 8) to overcone a dubious 35 U S. C
§ 112, second paragraph, rejection.
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inthe field of the invention.
Accordingly, we shall not sustain the standing 35 U.S. C
8 102(b) rejection of claims 1 and 6, or of dependent claim
30, as being anticipated by Evans.

We al so shall not sustain the standing 35 U.S.C. § 103(a)
rejection of clainms 1, 6, 30 and 31 as bei ng unpatentabl e over
Long in view of Evans.

Long di scl oses “[a]n envel ope opener conprising first,
second and third shear stations for shearing three edges of an
envel ope in sequence one edge at a tinme” (Abstract). Each of
the shear stations 26, 38 and 50 includes a stationary anvil
and a rotatable barrel having a pair of shear blades nounted
on opposite sides thereof and a | ongitudi nal opening
internedi ate the bl ades. Each envel ope to be sheared is
conveyed into contact wwth the barrel, cut by one of the
bl ades in conjunction with the stationary anvil and passed
t hrough the opening in the barrel (see colum 2, line 65 et
seq.).

In short, there is nothing in the conbi ned teachings of
Long and Evans whi ch woul d have suggested a net hod or
apparatus neeting the above discussed |limtations in
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i ndependent clains 1 and 6 relating to the superposed knives.
The decision of the exam ner is reversed.

REVERSED

LAWRENCE J. STAAB
Adm ni strative Patent Judge

JOHN P. McQUADE
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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