TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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Bef ore ABRAMS, NASE, and CRAWORD, Administrative Patent Judges.

NASE, Adnmini strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 1, 2, 4, 11 and 12, which are all of the

clainms pending in this application.?

! Application for patent filed Decenber 26, 1995.

2 Cains 2, 4, 11 and 12 were anended subsequent to the
final rejection and the examner's answer. Clains 5 through
10 were cancel ed subsequent to the final rejection.
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BACKGROUND

The appellant's invention relates to a nethod for casting
a shaped netallic alloy article. An understandi ng of the
i nvention can be derived froma reading of exenplary claiml,

whi ch appears in the appendi x to the appellant's brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Br ooks 3, 826, 301 July 30,
1974
Ashok et al. (Ashok) 5, 381, 847 Jan. 17,
1995
Sato et al. (Sato) 1-178345% (Japan) July 14, 1989

Clains 1, 2, 4, 11 and 12 stand rejected under 35 U S. C
8§ 103 as being unpatentabl e over Brooks in view of Sato and

Ashok. 4

®In determning the teachings of Sato, we will rely on
the translation provided by the PTO A copy of the
translation is attached for the appellant's conveni ence.

4 This rejection was set forth as a new ground of
rejection in the exam ner's answer (Paper No. 16, nuil ed
Cctober 9, 1997). Since the grounds of rejection set forth in
(continued. . .)
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Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appell ant regardi ng the above-noted
new ground of rejection, we nmake reference to the exanm ner's
answer (Paper No. 16, nmiled Cctober 9, 1997) and the
exam ner's comuni cation (Paper No. 19, nmil ed Decenber 18,
1997) for the examner's conplete reasoning in support of the
new ground of rejection, and to the appellant's reply brief
(Paper No. 17, filed Decenber 9, 1997) for the appellant's

argunent s t her eagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. Upon evaluation of all the evidence before us, it

is our conclusion that the evidence adduced by the exam ner is

4C...continued)
the final rejection (Paper No. 9, nmuailed February 20, 1997)
were not set forth in the examner's answer we assune that
t hese grounds of rejection have been w thdrawn by the
exam ner. See Ex parte Enm 118 USPQ 180, 181 (Bd. App.
1957).
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sufficient to establish a case of obviousness only with
respect to claiml1l. Accordingly, we will sustain the
examner's rejection of claim1 under 35 U S.C. § 103. W
will not sustain the examner's rejection of clainms 2, 4, 11
and 12 under

35 U S.C 8§ 103. Qur reasoning for this determ nation

foll ows.

The test for obviousness is what the conbi ned teachi ngs
of the references woul d have suggested to one of ordinary

skill in the art. See In re Younq, 927 F.2d 588, 591, 18

UsPQ2d 1089, 1091 (Fed. Cir. 1991) and In re Keller, 642 F. 2d

413, 425, 208 USPQ 871, 881 (CCPA 1981). Moreover, in

eval uati ng such references it is proper to take into account
not only the specific teachings of the references but also the
i nferences which one skilled in the art woul d reasonably be

expected to draw therefrom |In re Preda, 401 F.2d 825, 826,

159 USPQ 342, 344 (CCPA 1968). Furthernore, the concl usion
that the clainmed subject matter is obvious nust be supported
by evi dence, as shown by sone objective teaching in the prior

art or by know edge generally avail able to one of ordinary
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skill in the art that would have led that individual to
conbi ne the rel evant teachings of the references to arrive at

the clainmed invention. See In re Fine, 837 F.2d 1071, 1074, 5

UsPQ2d 1596, 1598 (Fed. Cr. 1988).

Wth this as background, we turn to the exam ner's new
ground of rejection of the clains on appeal (answer, pp. 3-4).
The exam ner determ ned the teachings of Brooks and then
concl uded t hat

Brooks substantially shows the invention as clai ned

except that the sem -solid nass is not injected into a

die cavity and that the sem -solid nmass is not noved away

fromthe nolten streamas the sem -solid nmass is

col | ect ed.
The exam ner then determ ned that Sato "shows to inject sem -
solid mass into a die cavity to forma die casting product”
and that Ashok teaches "to maintain 5-50% volune fraction of
solid in the sem -solid mass during disrupting and partia
solidification process by maintaining a constant cooling zone
di stance through noving the nold 46 or hot top 62, both are
consi dered as a container."” The exam ner then concluded from

t he conbi ned teachings of the applied prior art that it would

have been obvious to (1) inject the sem -solid mass of Brooks
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into a injection die cavity to forma die casting product as
suggested by Sato's teaching, and (2) maintain a constant
cooling zone in the process of Brooks such that a uniform
fraction of solid in the sem-solid nmass i s maintai ned during

the spraying process as suggested by Ashok's teachings.

Implicit in this new ground of rejection is the
exam ner's view that the above noted nodifications of Brooks
woul d result in a nmethod which corresponds to the nethod

recited inclains 1, 2, 4, 11 and 12 in all respects.?®

* W note again that clainms 2, 4, 11 and 12 were anended
subsequent to the new ground of rejection set forth in the
exam ner's answer.
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Caiml

In applying the above-noted test for obviousness, we
reach the conclusion that it would have been obvious to one of
ordinary skill in the art at the time the invention was nade
to have nodified the Figure 4 enbodi nent of Brooks to (1)
mai ntain a constant cooling zone by noving Brooks' cylindrica
contai ner 37 away fromthe tundi sh 10, nozzle 12 and gas
atom ser 13 as suggested by Ashok's teachings® to inhibit the
formati on of coarse dendrites as taught by Ashok, and (2) form
a die casting product as suggested by Sato's teaching instead
of extruding a product since die casting and extruding are
known alternatives of formng a product froma nolten netal

al | oy.

The appellant first argues (reply brief, pp. 2-3) that
the rejection is based on inpermssible hindsight. W do not
agree. \Wen it is necessary to select elenents of various
teachings in order to formthe clained invention, we ascertain

whet her there is any suggestion or notivation in the prior art

¢ See especially colum 5, lines 33-37, of Ashok.
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to make the sel ection made by the appellants. Cbvi ousness
cannot be established by conbining the teachings of the prior
art to produce the clained invention, absent sone teaching,
suggestion or incentive supporting the conbination. The
extent to which such suggestion nust be explicit in, or may be
fairly inferred from the references, is decided on the facts
of each case, in light of the prior art and its relationship
to the appellants' invention. It is inpermssible, however,
sinply to engage in a hindsight reconstruction of the clained
I nvention, using the appellant's structure as a tenplate and
selecting elenments fromreferences to fill the gaps. The

ref erences thensel ves nust provide sone teachi ng whereby the
appel | ants' conbi nati on woul d have been obvious. In re
Gorman, 933 F.2d 982, 986, 18 USPQ2d 1885, 1888 (Fed. Cir
1991) (citations omtted). That is, something in the prior
art as a whol e nust suggest the desirability, and thus the

obvi ousness, of naking the conbination. See In re Beattie,

974 F.2d 1309, 1312, 24 USPR2d 1040, 1042 (Fed. Cir. 1992);

Li ndemann Maschi nenf abri k GrbH v. Anerican Hoi st and Derrick

Co., 730 F.2d 1452, 1462, 221 USPQ 481, 488 (Fed. Cr. 1984).

In this case, it is our view that the suggestion to conbi ne
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the teachings of the applied prior art cones not from

i mperm ssi bl e hindsight but fromthe teachings of the applied
prior art as set forth above. |In that regard, Ashok clearly
teaches the benefits of maintaining a constant cooling zone in
a vertical casting process very simlar to Brooks. In fact,
Brooks is cited by Ashok’” as show ng a prior art spray casting
process. Furthernore, it is our opinion that die casting and
extrudi ng are known alternatives of formng a product from a
nolten netal alloy and accordingly it would have been obvi ous
to one of ordinary skill in the art at the tinme the invention
was made to have nodified Brooks to have utilized die casting
when a die casted product was to be forned froma nolten netal

al | oy.

Lastly, the appellant argues (reply brief, pp. 3-5) that
it would not have been obvious to conbi ne the teachi ngs of
Ashok and Sato as suggested since it would not have been

obvious to use the auger style feeding systenf of Sato in the

7" See colum 1, lines 36-48, of Ashok.

8 See Sato's groove 23a on tool 23.
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process of Ashok. W find this argunent unpersuasive for the
follow ng reasons. First, the rejection does not contenplate
provi ding the auger style feeding systemof Sato in the
process of Ashok or for that matter in the process of Brooks.
Second, all of the features of the secondary reference need
not be bodily incorporated into the primary reference (see In

re Keller, supra, at 642 F.2d 425, 208 USPQ 881) and the

artisan is not conpelled to blindly follow the teaching of one
prior art reference over the other without the exercise of

i ndependent judgnent (see Lear Siegler, Inc. v. Aeroquip

Corp., 733 F.2d 881, 889, 221 USPQ 1025, 1032 (Fed. Cr

1984)). Thus, for the reasons stated by the appellant, one
skilled in the art in nodifying Brooks' process to die cast a
product woul d not have included the auger style feeding system

of Satoo.

For the reasons stated above, the decision of the

examner to reject claiml under 35 U S.C. §8 103 is affirned.

Clains 2 and 4
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We agree with the appellant's argunent (reply brief, pp.
5-7) that the clained "piston" within the container is not
suggested or taught by the applied prior art. Accordingly,
the decision of the examner to reject clains 2 and 4 under 35

US. C 8§ 103 is reversed.

The examiner's statenent in the exam ner's comruni cation
(Paper No. 19) that "it would have been obvious to provide a
pi ston within the container of Brooks if the collected
semsolid is to be injected fromthe top, instead of bottom
of the container” is not supported by any evidence® that woul d
have | ed one skilled in the art to arrive at the clained

i nventi on.

Clainms 11 and 12

We agree with the appellant's argunment (reply brief, pp.
7-8) that the clained "rotating"” steps set forth in claim1l11l
and the clained "second container"” set forth in claim1l12 are

not suggested or taught by the applied prior art.

® The applied prior art contains no teaching of the
clained "piston” within the container.
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Accordi ngly, the decision of the exam ner to reject clains 11

and 12 under

35 US.C. § 103 is reversed.

CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject

clains 1, 2, 4, 11 and 12 under 35 U. S.C. § 103 is affirned

with respect to claiml1 and reversed with respect to clains 2,
4, 11 and 12.
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No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).
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