TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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ON BRI EF

Bef ore CALVERT, ABRAMS and STAAB, Adninistrative Patent
Judges.

CALVERT, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1 to
11, all the clains in the application.

Claim 1, the only independent claim defines the subject
matter in issue as follows (enphasis added):

1. Apparatus for separating gas bubbles froma noving
fluid conprising:
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a conduit for constraining the fluid to flowin a first
direction;

wal | means cooperating with said conduit to define a
chanber on at | east one side of said conduit and | ocated
al ongside the fluid flowwng in said first direction, said
chanber being in communication with the interior of said
conduit, said conduit having another side opposite said one
si de;

an ultrasoni c generating neans provided in part in said
wall means and in part in said another side of said conduit,
sai d generating neans being oriented to create standing
ultrasonic waves in said conduit, said standing ultrasonic
waves having pl anar node and antinode regions oriented at an
angle to the flow of said fluid; and

a bubbl e perneable window in said wall neans to wi thdraw
bubbl es reachi ng said w ndow.

The references applied in the final rejection are:

Zenner et al (Zenner) 3,109, 721 Nov. 5,
1963

Snaper 3, 266, 631 Aug. 16,
1966

Faul kner et al (Faul kner) 4, 339, 247 Jul . 13,
1982

Magi Il et al (Magill) 92/ 093354( W PO Jun. 6, 1992

The appealed clains stand finally rejected on the
foll ow ng grounds:
(1) dainms 1 to 11, for failure to conply with the “witten
description” requirenent of 35 U S.C. 8§ 112, first paragraph;

(2) Aainms 1 to 5, unpatentable over Snaper in view of Zenner,
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under 35 U. S.C. 8§ 103(a);
(3) dainms 7 and 11, unpatentabl e over Snaper in view of

Zenner and Faul kner, under 35 U. S.C. 8§ 103(a);

(4) Cainms 6 and 8 to 10, unpatentable over Snaper in view of
Zenner and Magill (claim®6), or Snaper in view of Zenner,
Faul kner and Magill (clainms 8 to 10), under 35 U.S.C. §
103(a). !

Rej ection (1)

The basis for this rejection, as stated by the exam ner
on page 4 of the answer, is that there is no clear support in
the specification for the portion of claim1 underlined above.
The exam ner al so notes on page 6 of the answer that the
specification as filed failed to describe mani pul ati on of the

frequency and phase of the variable driver sound wave creation

This is our interpretation of the ground of rejection,
t he exam ner having stated on page 6 of the answer only that
clains 6 and 8 to 10 “stand rejected under 35 U.S.C. § 103(a)
as being unpatentable over the prior art as applied to clains
1 and 7, respectively above, and further in view of Magill et
al .”
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means to achieve the recited arrangenent of node and anti node

regi ons.

I n describing the enbodi nent of Figure 1, the instant

application discloses at page 5, lines 14 to 23, with respect

to standi ng ultrasoni c waves:

An ultrasonic transducer 16 is provided in one side of
the conduit 10. The transducer 16 is directed at a angle
to the horizontal axis 10b of the conduit to create
acoustic standing waves 20 in fluid 17 between the
transducer 16 and a reflective surface 18 provided in the
wal | nmeans 12. These standi ng waves 20 are preferably
emtted at an acute angle with respect to the horizontal
axis 10b of the conduit. The angle is preferably in the
range of 30E - 60E. The ultrasonic generating nmeans in
the formof a transducer 16 and the reflecting surface 18
are provided for creating these standi ng waves.

Li kewi se, as to the enbodi nent of Figure 2 (page 7, lines 13

to

18):

Transducers 16a and 16b generate a plurality of standing
waves 20 at an angle to fluid flow 21. Standi ng waves 20
urge gas bubbles 15 upward and out of the fluid flow
region. Control nmeans 26a and 26b all ow t he nunber of
standi ng waves 20 to be adjusted to separate gas bubbl es
15 having various sizes fromfluid 17.

In Figures 1 and 2, the standing waves 20 are shown as |ines

whi ch appear to be perpendicular to the comon axis of the

transducer(s) 16 and reflector 18, and are at an angle % to
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the horizontal axis 10b of the conduit.?

The examner is certainly correct in that the claim
| anguage i n question does not expressly appear in the
application as filed, either in the above-quoted portions of
the specification or el sewhere. However, the clained subject

matter need not be described in haec verba in the

specification in order for the specification to satisfy the

“witten description”

requi renent of 8§ 112, first paragraph, In re Smth, 481 F.2d

910, 914, 178 USPQ 620, 624 (CCPA 1973), and all new | anguage

added by anendnent is not ipso facto new matter. In re

Wight, 343 F.2d 761, 767, 145 USPQ 182, 188 (CCPA 1965).
Where, as here, the specification contains a witten

description of the clained invention, but not in ipsis verbis,

the examner, in making a rejection under the “witten
description” requirenent of 8§ 112, first paragraph, nust neet
the requi site burden of proof by providing reasons why one of

ordinary skill in the art would not consider the description

2We do not find the synbol “%” in the specification.

5
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sufficient. Once the exam ner has carried the burden of

maki ng out a prima facie case of unpatentability, the burden

of comng forward with evidence or argunent shifts to the
applicant to show that the invention as clainmed is adequately

described to one skilled in the art. In re Alton, 76 F.3d

1168, 1175, 37 USPQ2d 1578, 1583-84 (Fed. Gr. 1996). If a
person of ordinary skill in the art would have understood the
inventor to have been in possession of the clained invention
at the time of filing, even if every nuance of the clains is
not explicitly described in the specification, then the
adequate witten description requirenent is nmet. |Id., 76 F.3d

at 1175, 37 USPQ2d at 1584.

In this case we do not consider the reasons given by the

exam ner sufficient to make out a prinmm facie case of

nonconpliance with the “witten description” requirenent, but

even assuming that a prima facie case were established, it has

been overconme by appellants. As appellants assert on pages 5

and 6 of their brief,®referring to a text submtted by them

SAll references herein to appellants’ brief are to the
brief filed on August 4, 1997 (Paper No. 15).

6
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in response to the final rejection,* it is well known that
acoustic waves are |ongitudinal waves, the standing waves
havi ng nodes and anti nodes. Also one of ordinary skill would
know fromthe showng in Figures 1 and 2 that the nodes and
anti nodes are planar, extending into and out of the plane of
the drawing. This is sufficient to show that one of ordinary
skill woul d have understood from appel |l ants’ description and

illustration of

standi ng waves 20 that appellants were in possession of the
limtations underlined in claim1, supra, at the tine the
instant application was filed.

Rej ection (1) accordingly will not be sustai ned.

Rej ection (2)

“This text, Sears et al, University Physics (6th Ed.
1982), pp. 422 to 427, was submtted as an attachnment to the
Amendnent After Final Rejection filed on Dec. 2, 1996 (Paper
No. 9). Although the exam ner issued an Advisory Action on
Jan 23, 1997 (Paper No. 10) denying entry of the proposed
anmendnent to the specification, that does not preclude our
consideration of the attachnent, of which, in any event, we
may take official notice. See In re Ahlert, 424 F.2d 1088,
1091, 165 USPQ 418, 420-21 (CCPA 1970).

7
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Snaper, the primary reference, discloses apparatus for
separating gas froma flowng liquid, there being a conduit
10b having a chanber 14 on one side with a bubble (gas)
per neabl e val ve 16, 17, 18, and two ultrasonic transducers
22a, b at the other side of the conduit, the operating
frequency being “selected so as to acoustically match the
cavity and fluid conbination to the transducer power output
unit in order to provide for optinmumefficiency” (col. 3,
lines 30 to 33). Zenner discloses apparatus for separating a
m xture of two gases, liquids, or finally divided solids (col.
3, lines 35 to 39). In the sinplest enbodinent (Fig. 1), the
m xture to be separated is introduced at 10 into a horn 11
having a sound generator 12 at one end and a reflector 17 at
the other, the frequency and phase being adjusted to produce a
standi ng wave (col. 2, lines 65 to 68). This causes
separation of the mxture into Iight and heavy conponents,

removed fromthe horn at 19 and 18, respectively.

The exam ner takes the position that (Answer, page 5):

it would have been readily obvious to one of ordinary
skill in the art to enploy reflector surfaces positioned
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opposite to the variable driver sound wave creation neans

in the Snaper gas separation apparatus in order to

achi eve optinum separation for the power consuned as

taught by Zenner et al.

He al so states on page 7 of the answer that Snaper and Zenner
both treat fluids “flowing in a conduit wth sound waves at
an angle to fluid flow,” and that appellants’ comrents (that
the references’ sound waves are not at an angle) “would al so
seemto be irrelevant because clains 1-5 do not recite any
specific angle for the ultrasound waves produced.”

Even assum ng that it would have been obvious to enploy a
refl ector on the side of the conduit opposite Snaper’s
transducers 22a, b,% the thus-nodified apparatus of Snaper
woul d still not have ultrasonic generating neans oriented to
create standing waves with their planar node and anti node
regions “oriented at an angle to the flow of fluid,” as
required by claiml1l. Looking at Figure 2 of Snaper, it

appears that the planar node and anti node regions of the

standi ng waves created by transducers 22a, b would not be "at

> Al though not argued by appellants, we note that, in
order to satisfy the |anguage of claim1, the reflector would
have to be positioned in Snaper’s chanber 14, an unlikely
| ocati on.
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an angle” to the fluid flow ng through conduit 10b, but rather
woul d be parallel to such flow. Wile claim1l does not recite
any specific angle, as the exam ner notes, we do not consider
that it would be reasonable to interpret “at an angle” so
broadly as to include an angle of zero. |In the Zenner
apparatus, it appears that the conponents of the m xture
i ntroduced into horn 11 would, in passing frominlet 10 to the
outlets 18 and 19, flow past the node and anti node pl anes at
an angle thereto. However, we find no nmention of such angul ar
flowin Zenner, let alone any teaching or suggestion that it
is necessary or desirable to orient the node and anti node
pl anes of the standing waves at an angle to the fluid flow
Thus, Zenner woul d have provided no notivation for one of
ordinary skill to orient the transducers and reflector of the
nodi fi ed Snaper apparatus so that the planar node and anti node
regi ons of the standing waves would be at an angle to the flow
of fluid through conduit 10b.

The apparatus recited in clains 1 therefore would not
have been obvi ous over Snaper in view of Zenner, and we wll

not sustain rejection (2) as to that claim or as to dependent

10
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clains 2 to 5.

Rejections (3) and (4)

Si nce Faul kner and Magill, the two additional references
applied in these rejections, do not supply the deficiency of
t he Snaper-Zenner conbination di scussed above, rejections (3)
and (4) likewise will not be sustained.

Rej ection Pursuant to 37 CFR 1.196(b)

Pursuant to 37 CFR 1.196(b), clains 8 to 11 are rejected
for failure to conply with the requirenents of the second
paragraph of 35 U . S.C. 8 112, as foll ows:

(A) daim8 recites that the ultrasonic generating neans

i ncludes a transducer and a reflector, but is dependent on
claim7, which recites that the ultrasonic generating neans
conprises a first transducer and a second transducer opposite
thereto. Thus, claim8 calls for apparatus which includes two
opposed transducers and a reflector and is indefinite when one
attenpts to read it in light of the disclosure, because

appel l ants do not appear to disclose any such apparatus in the

11
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specification. Cf. In re Cohn, 438 F.2d 989, 993, 169 USPQ
95, 98 (CCPA 1971).

(B) daim9 is indefinite in that it is not clear which of the
two previously-recited (in claim?7) ultrasonic transducers is

being referred to by “said ultrasonic transducer.”

Concl usi on

The exam ner’'s decision to reject clainms 1 to 11 is
reversed. Clains 8 to 11 are rejected pursuant to 37 CFR
1.196(b).

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b)(anmended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).

37 CFR 8§ 1.196(b) provides that, “A new ground of rejection
shal | not be considered final for purposes of judicial
review”

37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options wth respect to the new

12
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ground of rejection to avoid term nation of proceedings
(8 1.197(c)) as to the rejected cl ains:

(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard

under 8 1.197(b) by the Board of Patent Appeals and
I nterferences upon the same record.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
§ 1.136(a).

REVERSED 37 CFR 1.196(b)

13



Appeal No. 1998-1736
Appl i cation 08/ 282, 847

| AN A. CALVERT )

Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
NEAL E. ABRANS )
Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

LAWRENCE J. STAAB
Adm ni strative Patent Judge

| AC: pgg
O fice of Counse

Bui | ding 112T

Naval Undersea Warfare Center
Di vi si on Newport

Newport RI 02841-1708

14



