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TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte STEPHEN K. BRI GHT

Appeal No. 98-1694
Application Des. 07/715, 261!

ON BRI EF

Bef ore FRANKFORT, KRASS and WElI FFENBACH, Adni ni strative Patent
Judges.

KRASS, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe final rejection of
the only clai m pendi ng:

The ornanental design for A COVPUTER DI SPLAY as shown and

! Application for patent filed June 14, 1991.
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descri bed.

The cl ai mwas anended to read as such in an anmnendnent
filed Decenber 19, 1996 (Paper No. 10). As originally filed,
the claimread as foll ows:

The ornanental design for an ACCESS CONTROL | CON FOR A
COMPUTER DI SPLAY OR THE LI KE as shown and descri bed.

There are no references relied on by the exam ner.

The sol e claimon appeal stands rejected under 35 U S. C
8§ 112, first paragraph, as relying on an inadequate witten
description, the exam ner contending that the proposed draw ng
amendnent (filed May 24, 1993) of a rectangul ar di splay screen
in broken lines around the previously depicted icon
constitutes new natter as there is inadequate support for a
conmput er display screen in the application as originally
filed.

The claimstands further rejected under 35 U S.C. § 171
as being directed to nonstatutory subject nmatter regarding
desi gn cl ai ns.

Reference is made to the brief and answer for the

respective positions of appellant and the exam ner.
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OPI NI ON
W affirm
The controlling case for the issue presented under § 171

is Ex parte Strijland, 26 USPQR2d 1259, 1262 (Bd. Pat. App. &

Int. 1992), wherein it was held that icons, of the type of
interest herein, per se, are not protectable by design patent
because

37 CFR 88 1.152 and 1.153(a), consistent with 35 U S.C. 8§ 171,
require that the design nust be applied to an article of

manuf acture since the “factor which distinguishes statutory
desi gn subject matter fromnere picture or surface
ornamentation per se (i.e., abstract designs) is the

enbodi nent of the design in an article of manufacture.”

Strijland, supra.

The majority in Strijland went further and, in dicta,
stated, at 26 USPQRd 1263,

Had appellant’s specification, as originally
filed, included the | anguage added by the above
referred to anmendnment, and included draw ngs of the
type shown in the addendumto this opinion? we would

2 Those dr awi ngs depict the icon on a display screen of a computer, the
conmput er processor and the video nonitor having the display screen being all
in dotted Iines.
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have held that the clainmed design is statutory
subject matter, and the design woul d have been
patentable in the absence of other grounds of
rejection.

Whil e not having the force of law, this dicta was the

subject of the Quidelines for Exam nation of Design Patent

Applications for Conputer-Cenerated Icons (Guidelines), 1185

O G 60 (April 16, 1996) and incorporated into MPEP § 1504. 01
Since an icon, per se, as depicted in the instant case,

as originally filed, is a mere picture, not part of any

enbodi nent of an article of manufacture, the exam ner quite

properly, and in accordance with Strijland and the Guidelines,

rejected the design claimfor “The ornamental design for an
ACCESS CONTROL | CON FOR A COVPUTER DI SPLAY OR THE LI KE as
shown and descri bed” as being directed to nonstatutory subject
matter under 35 U.S.C. § 171.°3

Unfortunately for appellant, Strijland was deci ded after
the filing of this application. So, in a valiant effort to

conply with Strijland and the CGuidelines, appellant anmended

% This claimwoul d al so be properly rejectable under 35 U S.C. § 112,
second paragraph, for the reasons set forth in Strijland at 26 USPQ2d 1262
regarding the | anguage “OR THE LIKE.” The exam ner withdrew this rejection
in light of appellant’s amendnent of Decenber 19, 1996.
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the claimto read, “The ornanental design for A COVPUTER

DI SPLAY as shown and described.” Further, appellant anended
the description of the drawi ngs and entered a disclainmer into
the specification regarding broken line illustrations in the
drawi ngs. Most inportantly, appellant anended the draw ngs to
show broken |ines around the original depiction of the icon.

The exam ner contends that such anmendnments constitute new
matter and that there is no support in the original disclosure
for that which is now clained, within the neaning of the
witten description requirenent of 35 U . S.C. § 112, first
par agr aph.

Appel | ant contends that there is adequate support since
the original disclosure specified that the Access Control |con
Is “for a conputer display” and that the original disclosure
of a “conputer display” should constitute adequate support for
that which is now cl ai ned.

We agree with the exam ner [answer-page 5] that the nere
nmention of a “conputer display” could “nean a nultiplicity of
vi sual representations--a three di nensional conputer nonitor,
a display on a photocopier, a display on a dashboard of an
aut onobil e, a display on an automatic teller machine, a narrow

5



Appeal No. 98-1694
Application 07/715, 261

di spl ay screen, a large display screen, a circular screen, a
curved screen, etc.” Thus, there is no support for an icon
enbodied in the article of nmanufacture now attenpted to be
shown by appellant with broken lines. There is no evidence

t hat appell ant had possession of the particular design, i.e.,
the access control icon enbodied in a screen in the particul ar
manner shown by the anmended drawi ngs, at the tinme of filing
the application. For the reasons given by the exam ner at
pages 4-11 of the answer, which we adopt as our own, we wl|
sustain the rejection of the design claimunder 35 U.S.C. §
112, first paragraph.

As an additional reason for sustaining this rejection, we
note that the evidence indicates that at the tinme of filing
the original application, appellant had no intention of
di sclosing or claimng a conputer display with an access
control icon, but, rather, appellant was interested only in
obtaining protection for the design of the icon, itself. W
note the title of the application, “Access Control Icon For a
Computer Display” [enphasis ours]. Thus, the display, itself,
and/or the icon’s relationship with such display appears to
have been of no interest to appellant. It was clearly the
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icon, itself, for use with or on a conputer display, which was
of interest. The original claim too, was for an “ACCESS
CONTROL | CON’ which was only “FOR’" a conputer display. Thus,
again, the display was never intended, in the origina

di scl osure, to formany part of the invention. The originally
di scl osed and cl ai red design was clearly for the icon, per se,
and not for any enbodi ment of that icon in a display as an
article of manufacture. W find that there clearly was no

di scl osure in the specification, as originally filed, for the
now cl ai med design for a conputer display.

Because we sustain the examner’s rejection of the claim
under 35 U.S.C. 8§ 112, first paragraph, the broken |ines
around the icon in the drawi ngs do constitute new matter and
are not perm ssible. Accordingly, with the original draw ngs
then before us, the design claimis clearly drawn to an icon,
per se and
such a claim wunder Strijland, is directed to nonstatutory
subject matter under 35 U. S.C. 8§ 171. Accordingly, we also
sustain the rejection of the claimunder 35 U S.C. § 171.

Moreover, we note that the panel in Strijland indicated
that the clainmed design therein would have been deened to
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constitute statutory subject nmatter had the icon been enbodi ed
in the display of a conputer, show ng the conputer and the
video nonitor (having the display with the icon shown thereon)
in broken lines. VWhile this was nere dicta, and we are not
bound t hereby, we would note that whereas the suggested

enbodi nent therein was at |least directed to a conputer system
showi ng the conputer processor and the video nonitor in broken
line, wherein the icon was clearly shown on the display of a
computer, this is a far cry fromappellant’s attenpted
amendnent, placing a nere broken line rectangle around the
icon, wherein the rectangle, albeit said to represent a
conputer display, may, in reality, represent al nost anything,

i ncludi ng, for exanple, a sheet of paper on which the icon is
placed. Quite clearly, a sheet of paper having the icon

i mprinted thereon woul d not constitute patentable subject
matter under 35 U. S.C. 8§ 171. A sinple, broken, rectangul ar
line placed around an icon, in our view, does not, alone,
constitute an enbodi nent of the icon design in an article of
manufacture. In this regard, we direct attention to
Strijland, at 26 USPQ2d 1263, wherein that panel of the Board

i ndi cated that:
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It should be noted, however, we do not think
that nmerely illustrating a picture displayed on the
screen of a conputer or other display device, such
as a television or novie screen, is sufficient,
al one, to convert a picture into a design for
article of manufacture. Mere display of a picture
on a screen is not significantly different, in our
view, fromthe display of a picture on a piece of
paper. Only the medium of display is different.

Not e al so the special concurrence by Exam ner-in-Chi ef
Stahl at 26 USPQ2d 1264- 1266.
We have sustained both the rejection under 35 U S.C. §

112, first paragraph, and the rejection under 35 U S.C. § 171.

Accordingly, the exam ner’s decision is affirned.
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No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).

AFFI RMED

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

ERROL A. KRASS BOARD CF
PATENT
APPEALS AND

| NTERFERENCES

Adm ni strative Patent Judge

CAVERON VEI FFENBACH
Adm ni strative Patent Judge
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Ronal d Zi bel |'i

Xer ox Corporation

Xer ox Square 020
Rochester, NY 14644
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