TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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ON REQUEST FOR REHEARI N&

Application for patent filed June 14, 1991.

Requests for reconsideration are now desi gnated requests
for rehearing.
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Appel | ants request that we reconsider our decision of
July 13, 1998 wherein we affirnmed the examner’s decision in
rejecting the design claimunder 35 U S.C. 112, first
par agraph, as relying on an inadequate witten description and
under 35 U.S.C. 171 as being directed to nonstatutory subject
matt er.

Appel I ants’ request alleges three fundanental errors in
our deci sion:

1. The sustaining of a “new matter” rejection for the
addi tion of a broken-line background “conputer display” to the
drawi ngs, notw t hstandi ng repeat ed express discl osures of
“conmputer display” in the filed design patent application.

2. The application of a “no intent to clainf doctrine,
notw t hstanding the legal inapplicability of any such doctrine
to original design patent applications.

3. Application of a standard for patentable subject
matter and disclosure that is inconsistent with USPTO
gui delines for conputer display icons and CAFC precedent.

W will respond to appellants’ allegations in the order

i n which they are nade:
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1. W find no error in our sustaining of the exam ner’s
rejection under the first paragraph of 35 U.S.C 112.
Appel I ants argue that there was plenty of support for a
“conmputer display” since the claimand title of the originally
filed application stated that the design is for a “conputer
di splay.” W do not dispute that there was adequate support
in the originally filed application for the term “conputer
di splay.” The problemis that, as explained by the exam ner,
and adopted by us at pages
5-6 of our decision, the nere nention of a “conputer display”
by the originally filed application could entail any of a
nmyriad of things such as a 3-D conputer display, a photocopier
di spl ay, a display on an autonobil e dashboard, an ATM di spl ay,
di fferent shaped screens, etc. The instant clainmed invention,
however, is for a design and, as such, is directed to a very
specific and particular article of manufacture.

There is no evidence of record that appellants had
possession of the particular design, i.e., the edit icon
enbodied in a conputer display in the particul ar nmanner shown
by the anmended drawi ngs, at the tinme of filing the

appl i cation.
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It may be true, as appellants point out, that a broken
line showng is for illustrative purposes only and forns no
part of the clained invention. However, it would stil
constitute new matter for the broken line to be added by
amendnent since, prior to this amendnent and at the tinme of
filing the application, the clainmed design was for an icon and
now, through anmendnent for which there is no adequate support
in the originally filed application, appellants attenpt to
change the design to one for the icon for use with a
particul ar conputer display. Accordingly, we find no error in
our finding that there is no adequate support for the subject
matter (including the broken |ine depiction of a conputer
di spl ay) now attenpted to be clai ned.

2. We did not nean to inply that we were applying an
“intent to clainf standard as per reissue issues and we regret
any m sunderstandi ng by appellants on this issue. W nerely
meant to point out, in sustaining the witten description
rejection, that at the tine of filing the application, there
was no evidence that appellants were in possession of a
conputer display having an edit icon for conputer display, as
is now attenpted to be clained, since no such conmputer display
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was shown in the drawing of the design constituting the claim
Therefore, it was clear to us then, and it renmains clear to
us, that there is inadequate support for the broken |lines now
shown in the drawi ng and that the exam ner’s rejection under
the first paragraph of 35 U S.C. 112, based on an i nadequate
witten description, was proper. The provision of the broken
lines in the drawing was clearly an afterthought, with no
adequate basis wthin the nmeaning of 35 U . S.C. 112, first
par agr aph, conceived in response to the holding in Ex parte
Strijland, 26 USPQ2d 1259 (Bd. Pat. App. & Interferences
1992) .
3. Wth regard to the statutory subject matter question,
contrary to appellants’ contention, our decision is not
i nconsi stent with the USPTO gui delines® or CAFC precedent.
Because we have held the inclusion of the broken lines in
the drawi ng to be inproper under 35 U S. C 112, first

par agr aph, the design claimis clearly drawn to an icon, per

W note that the USPTO gui delines do not have the force
of law and, to whatever extent our decision my be
i nconsi stent with those guidelines, the guidelines nust fal
until or unless our decision is overturned by a higher
authority.
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se. As such, Strijland is controlling and the claimis held
to be directed to nonstatutory subject matter under 35 U S. C
171. Appellants have convinced us of no error in our
reasoni ng, set forth at pages 7-8 of our decision, with regard

to the instant claimconstituting nonstatutory subject matter.
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We have granted appellants’ request with regard to
reconsi deri ng our decision but we deny the request with

respect to nmaki ng any changes therein.

DENI ED
CHARLES E. FRANKFORT )
Adm ni strative Patent Judge)
)
)
ERROL A. KRASS ) BQOARD OF

PATENT
Adm ni strative Patent Judge) APPEALS AND
) | NTERFERENCES

CAMERON VEI FFENBACH )
Adm ni strative Patent Judge)
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