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DECI S| ON ON APPEAL

This is a decision on an appeal under 35 U.S.C. 8§ 134
fromthe examner’s final rejection of clainms 1 through 13,
which are all of the clains pending in the subject
appl i cation.

Claim1l is illustrative of the clains on appeal and is

r epr oduced bel ow
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1. In a nethod for fabricating a transparent
conductive I TO filmwhich has In and O as basic
conponent el enents and Sn added as a donor in an
at nosphere conprising a mxture of rare gas and
oxygen
gas by a sputtering process using a m xture of
oxides of In and Sn as a target, said nethod
conpri si ng:

a first step of sputtering a transparent
conductive ITOfilmon a substrate in an atnosphere
with a controlled partial pressure of oxygen, and

a second step of interrupting said first step
and perform ng discharge in an atnosphere where a
partial pressure of oxygen is 1 x 10°% Torr or nore,
which is higher than the partial pressure of oxygen
in said first step, to conpensate for the oxygen
deficiency in said target.

The subject matter on appeal relates to a nethod for
fabricating a transparent conductive ITO filmwhich has In and
O as basic conmponent elenments and Sn as a donor. (Appea
brief, page 3.) The nethod conprises two steps. (Ld.)
Specifically, the first step involves sputtering a transparent
conductive ITOfilmon a substrate in an atnosphere with a
controll ed partial pressure of oxygen. (ld.) The second step
i nvolves interrupting the first step and perform ng di scharge
in an atnosphere where the partial pressure of oxygen is 1 X
102 Torr or nore, which is higher than the partial pressure of
oxygen in the first step, to conpensate for oxygen deficiency
in the target. (ld.) According to the appellant, the present
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i nvention allegedly solves the problem of increasing
resistivity in the direction of filmthickness.
(Speci fication, pages 3-10.)

The exam ner relies upon the following prior art

ref erences as evidence of unpatentability:

Muel | er 4,842, 705 Jun. 27,
1989
Nakanur a 4,936, 964 Jun. 26,
1990
Chno et al. (Ghno) 4,975, 168 Dec. 04,
1990
Tsuda (JP *746)* 7-51746 (2-47255) Feb. 16, 1990

(publ i shed JP patent docunent)

Claims 1 through 13 stand rejected under 35 U.S.C. § 103
as unpatentabl e over “either Mieller or Japanese patent 7-
51746 in view of either Nakanmura or Chno et al.” (Exam ner’s
answer, pages 3 through 7.)

Upon review of the entire record, we deterni ne that one
skilled in the relevant art would not be able to ascertain the
scope of appealed claim1 because no reasonably definite

meani ng can be ascribed to certain | anguage appearing in the

! In our decision, we refer to the English | anguage
translation of JP 746 as submtted by the appellant on July
28, 1995. (Paper 3.)
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claimwhen it is read in |ight of the acconpanying
specification. Accordingly, we reverse the examner’s
rejections of clains 1 through 13 under 35 U . S.C. 8§ 103 as
unpat ent abl e over the applied prior art on procedural grounds?
and, pursuant to our authority under 37 CFR § 1.196(b) (1997),
enter a new ground of rejection under the second paragraph of
35 U.S.C. 8 112. The reasons for our determ nation follow.
JP 746 teaches:

To solve the above-descri bed probl ens, according

to the nmethod of nmanufacturing oxide thin filns in

accordance with the present invention, a period in

whi ch only an inert gas, such as an argon gas, is

i ntroduced, and a period in which only an oxygen gas

is introduced are provided alternately and

conti nuously, and an oxide thin filmis manufactured

in only the period in which only an inert gas, such

as an argon gas, is introduced. [Pages 3-4.]

The exam ner takes the position that JP ‘746 teaches
sputtering an ITOfilm®“in an atnosphere with a controlled
partial pressure of oxygen” as recited in appealed claiml.
Specifically, the exam ner points out that JP ‘746 teaches the

i ntroduction of argon and the introduction of oxygen

alternately such that residual oxygen would be present during

2 W enphasize that this reversal is a technical reversa
rat her than one based on the nerits.
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the step in which sputtering occurs (i.e., the step in which
argon is introduced). (Exam ner’s answer, page 4.) Further,
the exam ner refers to the teaching in JP '746 that oxygen
atons are supplied fromthe oxide target during the sputtering
step. (lLd.; page 6 of JP '746.)

The appel l ant, on the other hand, argues that the
sputtering step of JP 746 is not conducted “in an atnosphere
with a controlled partial pressure of oxygen” as recited in
appealed claim1. (Reply brief, page 3.)

Addi tionally, we observe that Muieller describes a nethod
for manufacturing transparent, conductive indiumtin oxide
|l ayers. (Colum 1, lines 8-9.) As a preferred enbodi nent,
Muel | er teaches that the coating process is conducted at an
oxygen
partial pressure of about 10“ to 102 nbar (7.5 x 10°%to 7.5 X
103 Torr)3 until about one-third of the desired fil mthickness
is achieved, the coating is continued at an oxygen partia
pressure of less than 10° nbar (7.5 x 10°® Torr) until another

one-third of the desired filmthickness is deposited, and then

8 According to the appellant, 1 nbar equals 0.75 Torr.
(Appeal brief, p. 4.)
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the original oxygen partial pressure is restored. (Colum 2,
lines 13-23.) Muieller further teaches that a sputtering

nmet hod may be used to nake the ITO layers. (Colum 3, |ines
13-14; columm 4, lines 1-2.)

The exam ner states:

Appel lant’s first step and second step are therefore

consi dered to be disclosed by the | owering of oxygen

and the restoring of the oxygen of Mieller since

“conprising” would open the claimto the inclusion

of the other step such as the first high pressure of

Muel | er. [ Exam ner’s answer, page 5.]

The appel | ant, however, argues that Muiel |l er does not
teach “interruption in the coating process.” (Appeal brief,
page 4.) Further, the appellant alleges that the present
i nvention is distinguished fromMieller in that coating is not
performed during the second step as recited in appeal ed cl aim
1. (Reply brief, page 5.)

In view of these opposing viewpoints, it is clear to us
that the examner’s interpretation of appealed claim1l is in
direct conflict with the appellant’s interpretation. It is
our judgnent that one skilled in the art would not be able to

ascertain fromthe clai mlanguage and the specification as to

which interpretation should control. |In particular, we are



Appeal No. 1998-1669
Application No. 08/508, 563

uncertain as to what meaning should be ascribed to the
recitations (i) “in an atnosphere with a controlled partia
pressure of oxygen” and (ii) “interrupting said first step and
perform ng di scharge in an atnosphere where a partial pressure
of oxygen is 1 x 10® Torr or nore, which is higher than the
partial pressure of oxygen in said first step, to conpensate
for the oxygen deficiency in said target.”

Regarding recitation (i), we observe that the
speci fication does not include a definition for the recitation

“in an atnosphere with a controlled partial pressure of

oxygen.” (Enphasis added.) Indeed, we find that this
recitation was inserted into appealed claim1 by an anmendnent
filed March 14, 1996 (Paper 6). Nowhere in the specification
is there a description, nmuch less a definition, of this
recitation.* Al so, as we have di scussed above, the appell ant
argues that the sputtering step in JP 746 is not conducted
“in an atnosphere with a controlled partial pressure of

oxygen.” Notw thstandi ng the appellant’s proposed

4 On return of this application, the exam ner should al so
consi der the question of whether the specification, as
originally filed, provides adequate witten description for
recitation (i) wwthin the neaning of 35 U S.C. § 112, 1.
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interpretation of appealed claiml, it is not clear to us why
an atnosphere in which only argon is
i ntroduced but oxygen is supplied fromthe target, as
described in JP ‘746, cannot be considered as an “at nosphere
with a controlled partial pressure of oxygen.” Under these
circunstances, it is our viewthat one skilled in the rel evant
art would not be able to ascertain the scope of recitation
(i).

As to recitation (ii), we note that the specification
al so | acks definitions for the phrases “interrupting said
first step” and “perform ng discharge.” The exam ner has
interpreted the phrase “interrupting said first step” of the
recited second step to enconpass sputtering at an oxygen
partial pressure which is different fromthe “controlled
partial pressure of oxygen” of the recited first step.
(Exam ner’s answer, page 5.) In addition, the exam ner has
interpreted “perform ng discharge” as continuing the
sputtering process at a condition which is different fromthat
of the first step. In this regard, we note that the term
“di scharge” is used in the specification and the prior art in
the context of sputtering. (Specification, pages 1-2; Chno,

8
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colum 2, lines 48-49.) Again, notw thstanding the
appel l ant’ s proposed interpretation, it is not clear as to why
the examiner’s interpretati on would be inappropriate in this

i nstance. We therefore determ ne that one skilled in the art
woul d be unable to ascertain the scope of recitation (ii).

Al though the examner’s interpretation is in direct
conflict with the appellant’s interpretation as stated in the
briefs, it is not inconsistent with the appellant’s
specification. That is, the specification does not contain
any description that would preclude the exam ner’s
interpretation. By the same token, we think that the
appellant’s interpretation is also not inconsistent wwth the
specification. Since appealed claim1 can be reasonably
interpreted in tw conflicting ways, one skilled in the
rel evant art woul d be unable to determ ne the scope of
appealed claim1l. To decide which interpretation is correct
woul d require us to engage in unwarranted specul ation as to
the nmeani ngs of terns and assunptions as to the scope of the

appeal ed cl ai ns.
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The predecessor of our reviewing court stated in ln re
Wlson, 424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA 1970) as
fol | ows:

Al'l words in a claimnust be considered in judging
the patentability of that claimagainst the prior

art. |If no reasonably definite neaning can be
ascribed to certain terns in the claim the subject
matter does not becone obvious -- the clai mbecones
I ndefinite.

Since interpreting appealed claiml would require us to
engage in speculation as to the neaning of terns and
assunptions as to the scope of the claim we cannot properly
determ ne whet her the clainmed invention enconpassed by clains
1 through 13 on appeal is in fact unpatentable over the
applied prior art. Accordingly, we are constrained to reverse
the examiner’s rejection of clains 1 through 13 under 35
U S.C § 103 as unpatentable over Mieller or JP ‘746 in view

of Nakanura or GChno. In re Steele, 305 F.2d 859, 862-63, 134

USPQ 292, 295 (CCPA 1962).

Pursuant to 37 CFR 1.196(b), we enter the foll ow ng new
grounds of rejection:

Clainms 1 through 13 are rejected under the second

paragraph of 35 U S.C. 8§ 112 for failing to particularly point
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out and distinctly claimthe subject matter which the
appel l ant regards as his invention.
The second paragraph of 35 U.S.C. § 112 (1999) states:

The specification shall conclude with one or
nore clains particularly pointing out and
di stinctly claimng the subject matter which the
appli cant regards as his invention.

The “distinctly claimng” requirenent nmeans that the clains

nmust have a clear and definite neaning when construed in |ight

of the conplete patent specification. Standard Gl Co. v.

Anerican Cyanamd Co., 774 F.2d 448, 452, 227 USPQ 293, 296

(Fed. Cir. 1985). Thus, section 112 ensures definiteness of

claimlanguage. In re Zletz, 893 F.2d 893 F. 2d 319, 322, 13

UsP@d 1320, 1322 (Fed. Cir. 1989).

In this regard, the purpose of a patent claimis to
define the scope of protection® and hence what the claim
precludes others from doing. Because a patent confers upon
the patentee the right to exclude others from maki ng, using
and selling the clainmed invention, the public nust be apprised

of what the patent covers, so that those who approach the area

5 |nre Vanto Machine & Tool, Inc., 752 F.2d 1564, 224
USPQ 617 (Fed. Cir. 1985).
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circunscribed by the clains of a patent nay readily and
accurately determ ne the boundaries of protection in
eval uating the possibility of infringenent and dom nance. |n
re Hammack, 427 F.2d 1378, 1382, 166 USPQ 204, 208 (CCPA
1970) .

A claimconplies with the second paragraph of section 112
if, when read in light of the specification, it reasonably
apprises those skilled in the art of the scope of the

i nventi on. Hybritech I nc. v. Monoclonal Antibodies, Inc., 802

F.2d 1367, 1385, 231 USPQ 81, 94 (Fed. Cir. 1986).

Applying these principles to the present case, we are
convi nced that appealed clains fail to distinctly claimwhat
the appellant regards as his invention for the reasons we have
al ready discussed. It is our opinion that one skilled in the
rel evant art would not be able to determ ne the scope of
appeal ed claim1l, because the neanings of recitations (i) and
(ii) are unclear. Hence, one skilled in the relevant art
woul d not be able to ascertain what appealed claim1 covers.
Here, the appellant has failed to neet the burden of precise

claimdrafting. lnre Mrris, 127 F.3d 1048, 1056, 44 USPQd

12



Appeal No. 1998-1669
Application No. 08/508, 563

1023, 1029 (Fed. Cir. 1997) ("It is the applicants’ burden to
preci sely define the invention, not the PTOs.”).

Since appeal ed clainms 2 through 13, which all directly or
indirectly depend from appeal ed claim1, contain the sane
anbiguities, they are |ikew se indefinite under the second
par agraph of 35 U S.C. § 112.

In summary, we have reversed the grounds of rejection
advanced on appeal by the exam ner. However, pursuant to 37
CFR 8 1.196(b), we have entered a new ground of rejection of
clains 1 through 13 under the second paragraph of 35 U S.C. 8§
112.

The decision of the examner is reversed.

Tine for taking action

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8 1.196(b). 37 CFR 8§ 1.196(b) provides that “[a]
new ground of rejection shall not be considered final for the
pur poses of judicial review”

37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options with respect to the new
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ground of rejection to avoid term nation of proceedings (37
CFR 8 1.197(c)) as to the rejected cl ai ns:
(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.
(2) Request that the application be reheard

under 37 CFR 8§ 1.197(b) by the Board of Patent
Appeal s and Interferences upon the sane record.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a).

14
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REVERSED
37 CFR 8 1.196(b)

ROMULO H. DELMENDO
Adm ni strative Patent Judge

JOHN D. SM TH )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
PETER F. KRATZ ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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PLATON N. MANDRGOS

BURNS, DOANE, SWECKER & MATHI S, LLP
P. 0. BOX 1404

ALEXANDRI A VA 22313-1404
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