TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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ON BRI EF

Bef ore ABRAMS, FRANKFORT and GONZALES, Admi nistrative Patent
Judges

GONZALES, Admini strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe exam ner's fina
rejection of clainms 1 through 17, 23 through 27 and 29 through
32. Cains 18 through 22, the other clainms remaining in the

application, stand withdrawn from consideration under 37 CFR

'Application for patent filed November 01, 1995
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Appl i cat

8§ 1.142(b) as being directed to a nonel ected invention.

28

has been cancel ed.

only clainms 1 through 17 (brief,

ion No. 08/551, 319

page 2). Consequently,

Claim

The appel | ant has confined the appeal

t he

appeal as to clainms 23 through 27 and 29 through 32 is hereby

di sm ssed, leaving for review the standing rejections of

cl ai ns

e

The subject matter on appeal is directed to a sl eeping

pad for

1 through 17.

REVERSE

use in an infant's crib. An understanding of the

i nvention can be derived froma reading of exenplary claiml,

a copy of which can be found in the "Appendi x" to the main

brief (Paper No. 9).

The prior art references of record relied upon by the

exam ner

Padj en
1940
Thorn
1969
Spann
1986
Savi ez
1989
Har gest

in rejecting the appeal ed clains are:

2,203,921
3, 430, 272
4,603, 445
4, 809, 374
et al. 5,317, 767
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07, 1994
(Har gest)

Clains 1, 3 and 7 stand rejected under 35 U S.C. §
102(b) as being anticipated by or, in the alternative, under
35 U.S.C

8§ 103 as obvi ous over Spann.?

Clainms 5 and 6 stand rejected under 35 U.S.C. 8§ 103 as
bei ng unpat ent abl e over Spann.?3

Claim?2 stands rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over Spann in view of Saviez.

Claim4 stands rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over Spann in view of Hargest.

Clainms 8 through 12 and 15 stand rejected under 35 U.S. C
8 103 as bei ng unpatentable over Thorn in view of Spann.

Claim 13 stands rejected under 35 U.S.C. 8§ 103 as being

2\We note the following errors in claim1 (line numbers refer to the
claimas it appears in the "Appendix"): line 1, "infants" should read --
infant's--, and line 16, "passageways" shoul d read --passageway--.

% As a result of an apparent typographical error in Amendnent A filed
Cct ober 28, 1996 (Paper No. 5), the words "as in claim1" in original claimb5
were onmitted. For purposes of our review, we construe claimb5 as being
dependent on claim1l. Correction of claim5 in Paper No. 5 is in order upon
return of this application to the jurisdiction of the exam ner.
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unpat ent abl e over Thorn in view of Spann and further in view
of Hargest.

Claim 14 stands rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Thorn in view of Spann and further in view
of Saviez.

Clains 16 and 17 stand rejected under 35 U S.C. §8 103 as
bei ng unpatentabl e over Thorn in view of Spann and further in
vi ew of Padj en.

The full text of the examiner's rejections and the
responses to the argunents presented by appellant appear in

t he answer

(Paper No. 12), while the conplete statenent of appellant's
argunents can be found in the main and reply briefs (Paper
Nos. 9 and 13, respectively).
OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art references, and to the
respective positions articul ated by the appellant and the
exam ner. As a consequence of our review, we have nade the

4
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determ nati ons which foll ow.

The rejection of clains 1, 3 and 7 under 35 U.S.C. § 102(b)

W reverse the examiner’s rejection of clains 1, 3 and 7
under 35 U. S.C. 8§ 102(hb).

Anticipation under 35 U.S.C. 8 102(b) is established only
when a single prior art reference discloses, either
expressly or under principles of inherency, each and every

el ement of a clained invention. See In re Schreiber, 128 F. 3d

1473, 1477, 44 USPQRd 1429, 1431 (Fed. Cr. 1997), In re
Paul sen, 30 F.3d 1475, 1478-1479, 31 USPQd 1671, 1673 (Fed.

Gr. 1994),

In re Spada, 911 F.2d 705, 708, 15 USP@@d 1655, 1657 (Fed.

Cr. 1990), and RCA Corp. v. Applied Digital Data Sys., lnc.

730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed. Cir. 1984).
Claim1, drawn to a sleep pad for use in an infant's

crib, requires (a) a pad nenber having a top, a bottom and
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sides, (b) a plurality of substantially planar, four-sided
passageways extendi ng through said pad nenber fromsaid top to
said bottom each one of said passageway sides extending
perpendi cular to said top and said bottom and abuts agai nst an
adj acent one of said passageway sides fromsaid top to said
bottom and (c) at |east said passageway sides are fornmed from
a foammaterial having | ow conpressibility whereby when an
infant i s supported on said pad nenber, said passageway sides
retain their shape throughout and readily transmt gaseous and
liquid fluids therethrough and away fromthe crib in an
unrestricted nmanner. Consistent with the underlying
specification (page 13), we understand the clained recitation
of "a foam material having | ow conpressibility” to denote a
foammaterial that is sufficiently firmso that the
passageways maintain their shape and will not distort under

the weight of an infant.*

The patent to Spann is concerned with a foam mattress

(Fig. 12) or a foampad for use as a nmattress cover and the

4 At page 14 of the specification, the preferred foam material is
descri bed as a pol yethyl ene foam nmarketed under the trade nane ETHAFOAMR.
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like. Wth reference to the enbodinent illustrated in Figures
1-3, Spann describes the pad as having a plurality of

upst andi ng projections or pronontorys A each having a pl anar
apex surface B. The projections are disposed in patterns such
as aligned rows and are integrally carried by a base portion C
of foammaterial fornmed in a flat synthetic foam bl ank. Base
portion C includes connecting portions D which taper toward
the nedial portion of the pad formng a tapering ridge 12.

The ridge 12 tapers outwardly such that the connecting portion
Dtermnates to forma V-shaped notch 13. According to Spann,
such a construction provides |limted i ndependent novenent for
each of the projections A In addition, Spann teaches that
each of the projections A may be depressed (see Fig. 3)
substantially i ndependently of the neighboring projections.

I ndi vi dual novenent and depression of the projections A cause
air to nove between the voids fornmed between

the projections A as a person reclining on the pad noves or
turns and produces an air punping action pronoting increased
air floww th better transfer of heat and noisture. See, col.

4, |ines
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8-54 and col. 5, lines 65-68. Spann teaches that the
descri bed
pad may be made from an open cell pol yurethane foam having a
density of about 1.63 pounds per cubic foot and an indentation
| oad deflection of about 34 to 38 (col. 5, lines 40-45).
Appel | ant argues (main brief, pages 8 and 9) that Spann
does not anticipate claim1l because the reference does not
di scl ose: (1) passageway si des extendi ng perpendicular to the
top and bottom of the pad and abutting agai nst an adj acent one
of said passageway sides fromsaid top to said bottom?® and
(2) passageway sides forned froma foam material having | ow
conpressibility whereby the sides retain their shape
t hroughout under the conpressive weight of an infant.
The exam ner's response (answer, page 10) to argunment (1)
is that Spann clearly shows "passageway sides extending
perpendi c-ular to said top and said bottom and abutting

agai nst an adj acent one of said passageway sides fromsaid top

® Based on the underlying disclosure and the recitation in claim1 that
t he passageways are "substantially planar,"” we understand the Iimtation to
require, inter alia, that each passageway side be perpendicular to said top
and said bottomalong its entire |ength.

8
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to said bottonf in Figure 16A
We do not agree. Spann describes the enbodi nent shown in
Fi gure 16A as having voids that extend entirely through the

pad.

However, as shown in Figure 16A, the voids or apertures 43

ext end

only in the areas between the pronontorys. Thus, the voids in
Fi gure 16A do not have sides that extend fromthe tops of the
pronmontorys (which formthe top of the pad) to the bottom of
the pad as required by claim1l. Figure 16A also fails to show
that the voids are substantially planar and four-sided and
that each side is perpendicular to the top and bottom of the
pad.

As to argunent (2), the exam ner has acknow edged
(answer, sentence bridging pages 3 and 4) that Spann fails to
expressly disclose passageway sides fornmed froma foam
mat eri al having | ow conpressibility whereby the sides retain
their shape throughout under the conpressive weight of an
infant. However, the exam ner contends that "Spann appears to

9
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teach a foam material that arguably perfornms this function”

(id. at 4).
We cannot support the exam ner's position. Inherency may
not be established by probabilities or possibilities. In re

Celrich, 666 F.2d 578, 581, 212 USPQ 323, 326 (CCPA 1981). To
establish inherency, it nust be clear that the m ssing
descriptive matter is necessarily present in the thing

described in the reference. Continental Can Co. v. Mbnsanto

Co., 948 F.2d 1264, 1268, 20 USPQ2d 1746, 1749 (Fed. G r

1991). In this case,

the disclosure of the reference itself precludes a finding

t hat

the void or passageway sides in Spann will necessarily retain
their shape throughout under the conpressive weight of an
infant. Spann explicitly discloses that the upstanding
projections A which formthe sides of the voids, may be
depressed as shown in Figure 3 (col. 4, lines 45-49). 1In
fact, Spann views this independent novenent of the projections
as a positive thing because it creates a punping action which

10
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causes air to flow fromhole to hole. Thus, it is clear to us
that not only would the sides of the voids in Spann not retain
their shape throughout under the conpressive wei ght of an
i nfant, but that such would be contrary to the intended
function of the disclosed pad.

Si nce Spann does not disclose every limtation recited in
claim1, expressly or inherently, it does not anticipate that

claim |n re Schreiber, supra. Cdains 3 and 7, which depend

on claiml, are |ikew se not anticipated.

The rejections of clains 1, 3 and 5-7 under 35 U S.C. § 103

W reverse the examiner’s rejections under 35 U S.C. 8§
103.
We agree with appellant's argunent (main brief, page 10)

t hat Spann does not teach or suggest the |limtation in claiml

that "each one of said passageway sides extends perpendi cul ar
to
said top and said bottom . . . fromsaid top to said

bottom "

11



Appeal No. 1998-1610
Application No. 08/551, 319

Rat her, Spann shows in each of the figures which depict a void
extending fromthe top to the bottom of the pad, nanely,
Figures 1-3, 9-11 and 18, that the void sides are not
per pendi cular to the top of the pad throughout their |ength.
The exam ner has not explained why it woul d have been obvi ous
to one of ordinary skill in the art to nodify the pad
di scl osed by Spann to provide void sides perpendicular to the
top of the pad throughout their Iength. Furthernore, Spann
teaches that the V-shaped notches 13 between projections A
which are fornmed by the tapering connecting portions D afford
t he i ndependent novenent for the upstanding projections A
sought by Spann (col. 4, lines 43-49 and col. 5, lines 53-63).
Thus, Spann actually teaches away from form ng the sides of
the voi ds perpendicular to the top throughout their |ength,
since such a nodification would result in the elimnation
of the V-shaped notches 13 and the i ndependent novenent for
t he upstandi ng projections A which are critical to Spann.

We al so agree with appellant's argunent (nmain brief,
pages 10 and 11) that because Spann's projections A nust

conpress in

12
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order to cause punping of air through the voids, it would not
have been obvious to vary the conpressibility of the foam
mat eri al suggested by Spann to provide a sufficiently stiff
pad
whi ch effectively retains the basic shape of the passageways
when supporting the weight of an infant.

Since all the clained Iimtations are not suggested by

the prior art, it follows that a prinma facie case of

obvi ousness has not been established by the exam ner.® C ains
5 and 6 are dependent on claim1l and contain all of the
limtations of that claim Accordingly, the exam ner’s
rejection of clainms 1, 3 and 5 through 7 under 35 U.S.C. § 103

wi ||l not be sustained.

The rejections of clains 2 and 4 under 35 U S.C. § 103

Qur review of Saviez and Hargest, which are used in

conbi nation with Spann to reject clains 2 and 4, respectively,

® Aprima facie case of obviousness requires that all the claim
limtations be taught or suggested by the prior art. 1n re Royka, 490 F.2d
981, 985, 180 USPQ 580, 583 (CCPA 1974).

13
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reveal s that neither reference supplies the deficiencies in
Spann di scussed above. Since clains 2 and 4 are dependent on
claiml and contain all of the limtations of that claim we
will not sustain the standing 35 U.S.C. 8§ 103 rejection of

t hese cl ai ns.

The rejections of clains 8-17 under 35 U.S.C. 8 103

We begin with the examner's rejection of clains 8
through 12 and 15. |Independent claim8 is directed to the
conbi nati on of
an infant's crib and a sleeping pad. Al of the sleeping pad
limtations in claiml are found in paragraph (b) of claimS8.
The exam ner has rejected claim8, as well as dependent clains
9 through 12 and 15, as unpatentable over Thorn in view of
Spann. However, Thorn does not supply the deficiencies noted
above with respect to Spann. Since all of the clained
limtations in clainms 8 through 12 and 15 woul d not have been

suggested by the conbi ned teachings of Thorn and Spann, we

14
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wi |l not sustain the standing
35 US.C. 8 103 rejection of these clains.

Clainms 13, 14, 16 and 17 are dependent, directly or
indirectly, on claim8. Hargest, Saviez or Padjen is used in
addition to Thorn and Spann to reject one or nore of clains
13, 14, 16 and 17. Like Hargest and Savi ez di scussed above,
Padjen fails to supply the deficiencies in Spann previously
noted. Accordingly, we will not sustain the standing 35

US.C 8 103 rejections of these clains.

In summary, all of the exam ner's rejections of

claims 1 through 17 are reversed.

REVERSED

NEAL E. ABRAMS
Adm ni strative Patent Judge

N N
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BOARD OF PATENT
CHARLES E. FRANKFORT APPEALS AND
Adm ni strative Patent Judge | NTERFERENCES

JOHN F. GONZALES
Adm ni strative Patent Judge
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Shl esi nger Arkwight & Garvey
3000 South Eads Street
Arlington, VA 22202
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