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DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1 to
6, 21, 27 to 29, 32 to 36, 38 to 44 and 46, all the clains
remai ning in the application.

The cl ains on appeal are drawn to a vehicle frame (clains

1to6, 21, 27 to 29, 36, 38 to 41 and 44), a lug for joining
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tubes (clains 32 to 35, 42 and 43), and a bicycle frane
conponent (claim46), and (except for the correction noted on
page 16 of the exam ner's answer) are reproduced in the
appendi x of appellants' brief. The particular vehicle with
whi ch appell ants' disclosed invention is concerned is a

bi cycl e having hollow frane tubes and | ugs made of all -
conposite materi al

The references applied in the final rejection are:

C ark 2, 080, 698 May 18, 1937
Der uj i nsky 4,900, 048 Feb. 13,

1990

Tseng 4,900, 049 Feb. 13,

1990

Kyokai (Japanese Kokai) 63- 185615 Aug. 1,

1988*

The clains on appeal stand finally rejected under 35
U S C 8§ 103(a) as unpatentable over the foll ow ng
conbi nati ons of references:

(1) Claims 1, 4, 21, 27 to 29, 32, 34 to 36 and 46,

Al t hough the inventor naned in this reference is Mtsuo
Asat ani, appellants and the exam ner refer to it as "Kyokai."
A translation of this reference was prepared for the PTO in
1996, and a copy was supplied to appellants. Any references
herein to "Kyokai" by page and |line are to the translation.
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Tseng in view of Kyokai .

(2) dainms 2, 3, 5 and 6, Tseng in view of Kyokai and
C ark.

(3) dainms 33 and 38 to 44, Tseng in view of Kyokai and

Der uj i nsky.
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W will first consider the rejection of claim1, which
reads:
1. A conposite |light weight vehicle frane,

conprising, a plurality of conposite tubes disposed in
spaced frane defining configuration and joined by a

plurality of thin single wall, hollow |ow void, al

conposite lugs, said lug wall consisting essentially
of a plurality of fiber lamnations in a substantially
solid, cured resin matrix.

The basis of the rejection is stated at page 4 of the
exanm ner's answer as:

Tseng teaches using conposite materials to form
t ubi ng 2, 3, 5, and lugs for a bicycle. The lugs al so

i ncl ude two cylindrical portions (one portion being the

i nternal plugs at 11, 12, and the other portion form ng
part of the exterior of the frame, once assenbl ed).
The plug portion i ncl udes splines 13.

Tseng is silent regarding the type of conposite

mat eri al used.

Kyokai teaches using a fiber reinforced conposite
material for form ng bicycle frames including each of the

frame lugs g, | [sic: i], h, j. It teaches conpacting
t he fiber-epoxy mx in a clanp and heating the materi al
so t hat it reaches a 60% fiber content by weight (see page 5
of the translation) and attains greater strength then [sic:
t han] certain netal frames. The frane lug parts are
hol | ow and cylindrical (as shown in Figure 1). A netal
core is i nserted during manufacture, then renoved to
pr oduce conpl etely hollow | ug portions.

It woul d have been obvious to one of ordinary skil
in the art to manufacture the Tseng frame out of high
strengt h, | ow void, fiber reinforced conposites, as taught
by Kyokai , in order to attain high strength and | ower
wei ght franes.
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Appel  ants argue at page 23 of the brief that Tseng
di scl oses al um num | ugs, which are not hollow. However, while
Tseng's enphasis i s on alum num conponents, it discloses that
t he sane considerations are applicable to franes nmade of non-
metallic conposite materials (col. 2, lines 52 to 55), and
that its nmethod of joining conponents is suitable for use with
carbon fibers or fiber glass (col. 3, lines 44 to 47). W
consi der that these disclosures of Tseng woul d have suggested
to one of ordinary skill making the tubes and lugs of a
bi cycl e frame of conposite material.? Also, considering lug 1
of Tseng, which is showm in Figs. 2 to 4 (col. 3, line 1), the
hori zontal portion 12 is hollow, as shown in Fig. 4; |ikew se,
the vertical portion is hollow, as shown at its ends in Figs.
3-1to 3-3. The fact that the end of portion 12 is closed, as
shown in Fig. 2, does not preclude it from being holl ow,
"“hol | ow' bei ng a somewhat broad term neani ng "having an enpty

space or cavity within: not solid,"” such as a hollow tree or

2Al t hough Tseng enpl oys sonewhat unconventi onal
term nol ogy, calling element 1, for exanple, the "front bar,"
it is evident that elenments 1, 4 and 6 constitute what
appel l ants designate as "lugs," conparable to appellants' | ugs
31, 32 and 36, respectively.
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sphere.?

SWebster's Third New Int'l. Dictionary (1971).
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The Kyokai reference discloses a bicycle frame in which
the lugs (called "legs") are made of carbon fiber-reinforced
pl astic. Kyokai focuses on construction of the "back claw
(i.e., rear dropout) (j), in which, as discussed on pages 7 to
9, prepregs (4a), (4b) are positioned in upper and | ower dies
(1), (2), with nmetal cores (3a), (3b) between them (Fig. 1).
After the dies are closed and heat is applied to harden the
resin, the back claw nmolding is taken out from between the
dies, the netal cores are renoved, and notch (j,) is machined.
This results in a carbon fiber-reinforced back claw as shown
in Fig. 4, having a flat body wth two protruding tubular or
cylindrical portions, where the netal cores were |ocated, for
connection to back fork (e) and chain stay (f). Kyokai
further discloses that (page 10, lines 6 to 9):

Mor eover, the invented nmethod for manufacturing

joints is not restricted to the manufacture of back claw,
but are [sic: is] also suitable in the manufacture of head
| eg [(g)], hanger leg [(h)], seat leg [(1)], etc.

In view of Kyokai's teaching of |ugs nmade of carbon fiber-
resin conposite material, Tseng and Kyokai, as conbi ned by the

exam ner, supra, would appear to establish a prim facie case

of obvi ousness. However, appellants contend that Kyokai does
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teach how to make hol |l ow | ugs, such as the bottom bracket | ug
(h) (brief, pages 21 to 23).
It is well settled that:

Ref erences relied upon to support a rejection
under 35 USC 103 nust provide an enabling disclosure,
i.e., they nust place the clainmed invention in the
possession of the public. [Ctation omtted]. An
invention is not "possessed" absent sonme known or
obvi ous way to nmake it.

In re Payne, 606 F.2d 303, 314, 203 USPQ 245, 255 (CCPA 1979).

See al so Beckman Instrunents, Inc. v. LKB Produckter AB, 892

F.2d 1547, 1551, 13 USPQ2d 1301, 1304 (Fed. Gr. 1989) ("In
order to render a clai ned apparatus or nethod obvious, the
prior art nust enable one skilled in the art to make and use
the apparatus or nethod"). 1In the present case, Tseng does
not di sclose how to nake the disclosed hollow lugs 1, 4, 6 out
of conposite materials, and we do not consider that Kyokai
woul d have enabl ed one of ordinary skill to do so w thout
undue experinentation. |In particular, it is not apparent how
Kyokai 's di scl osed nmet hod of nmaking the back claw, using netal
cores for the two cylindrical portions each of which is
attached to a flat body, would be applicable to maki ng hol | ow
lugs of the type disclosed by Tseng, which consist of a
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plurality of cylindrical portions connected directly to each
ot her. Although Kyokai does contain the broad statenent,
guot ed above, to the effect that the nmethod of nmaking the back
claw is suitable for manufacturing the head, hanger and seat
lugs, the structure of these lugs is so different fromthat of
t he back claw that Kyokai would not, in our view, enable one
of ordinary skill to make them W accordi ngly concl ude that

a prinma facie case of obviousness as to claim 1l has not been

made out .

Since a prima facie case of obviousness is lacking, it is

unnecessary to consider the evidence submtted by appell ants.

See I|n re Rinehart, 531 F.2d 1048, 1051-52, 189 USPQ 143, 147

(CCPA 1976). However, if such evidence were considered, it
woul d bol ster our conclusion that the Tseng/ Kyokai conbination
i's non-enabling. As the exam ner acknow edges at page 13 of
t he answer, appellants have "presented a substantial anount of

evi dence concerning long-felt need and failure of others,"*

“Much of this evidence consists of copies of magazine
articles, attached as exhibits to the declaration of Weston M
W cox dated January 3, 1995. The exam ner seemn ngly
dism sses this evidence, characterizing it as being directed
to appellants' nethod of manufacture, and not to the clainmed

11
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and such evidence indicates that prior to appellants’
i nvention, those of ordinary skill did not know how to nake
the clained frame structure; for exanple, Exhibit 12° states
that "Trek[®] has westled with and seenmi ngly sol ved the
carbon lug puzzle with the devel opnent of an astoni shing
vacuum form ng process,” and Exhibit 147 describes the carbon
fiber lugs of the Trek 5500 bicycle as "a breakthrough for
framebui l ding in general.™

Accordingly, the rejection of claiml1l will not be
sustai ned. Likewise, we will not sustain the rejection of
i ndependent clains 27, 32, 36 and 46, nor the rejection of
dependent clains 4, 21, 28, 29, 34 and 35, to which the above

di scussion is equally applicable.

structure (answer, page 14), but even if this characterization
is correct, the evidence still tends to show that a nethod of
maki ng the claimed structure was not known to those skilled in
the art.

*Doug Roosa, "Carb Fiber," The M ddl e/ Carbon Fiber, 56-59
(Aug. 18, 1992).

Trek Bicycle Corp. is the assignee of the present
application (brief, page 2).

'Keith MIls, "Trek 5500," Bicycle Guide, 51-55 (July
1992) .
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The d ark and Derujinsky patents do not overcone the
deficiencies of the conmbination of Tseng and Kyokai, and
therefore the rejections of clains 2, 3, 5, 6, 33 and 38 to 44

wi Il not be sustained.
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Concl usi on

The exam ner's decision to reject clainms 1 to 6, 21, 27

to 29, 32 to 36, 38 to 44 and 46 is reversed.

JENNI FER D. BAHR
Adm ni strative Patent Judge

REVERSED
)
| AN A, CALVERT )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
CHARLES E. FRANKFORT )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
)
)

| AC: hh
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