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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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DECI SI ON ON APPEAL

1

Application for patent filed April 6, 1995. According
to appellants, the application is a continuation of
Application 07/749, 482, filed August 15, 1991, which is a
conti nuati on of Application 07/210,339, filed June 23, 1988,
now abandoned, which is a continuation of Application

05/ 569, 007, filed April 17, 1975, now abandoned.
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This is an appeal fromthe examner’s final rejection of
claims 35 and 36, which are all of the clains remaining in the
appl i cation.

THE | NVENTI ON

Appel lants’ clainmed invention is directed toward solid
pharmaceutically acceptable salts of clavul anic acid.
Appel l ants state that salts of clavulanic acid enhance the
ef fectiveness of $-lactam antibiotics against many $-1actanmase
produci ng bacteria (specification, page 1, lines 5-7). Caim
35 is illustrative and reads as foll ows:

35. A solid pharmaceutically acceptable salt of
cl avul ani c aci d.

THE REFERENCE
Eli Lilly & Co. (Lilly) 1, 315,177 Apr. 26,
1973

THE REJECTI ONS

Clains 35 and 36 stand provisionally rejected under the
judicially-created doctrine of obviousness-type double
patenting over clains 37 and 41 of copendi ng Application

08/ 418, 055 and over clainms 36, 37 and 41-45 of copendi ng
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Application 08/417,625. dCdainms 35 and 36 al so stand rejected

under 35 U.S.C. 8 103 as bei ng unpatentable over Lilly.

OPI NI ON

Appel  ants do not chal l enge the provisional obviousness-
type double patenting rejections. W therefore sunmarily
affirmthese rejections. As for the rejection under 35 U. S. C
8§ 103, we have carefully considered all of the argunents
advanced by appellants and the exam ner and agree with
appel lants that this rejection is not well founded. W
therefore do not sustain the rejection under 35 U S. C. § 103.

The exam ner argues that because cl avul anates were known
to be antibiotics, it would have been obvious to one of
ordinary skill in the art to use themin conventional formfor
adm ni stration (answer, page 4). This argunent is not
convi nci ng because the exam ner has not established that
cl avul anates were known in the art to be anong Lilly’ s “other
anti biotic substances” or to have any other use. Thus, it is
not apparent why one of ordinary skill in the art woul d have
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been notivated to isolate themin solid form The record
i ndi cates that the notivation relied upon by the exam ner
conmes solely from appellants' specification. Hence, the

exam ner used

I nper m ssi bl e hindsi ght when rejecting the clains. See WL.
Gore & Associates v. Garlock, Inc., 721 F.2d 1540, 1553, 220
USPQ 303,

312-13 (Fed. Cir. 1983); In re Rothernel, 276 F.2d 393, 396,
125 USPQ 328, 331 (CCPA 1960).

Appel | ants argue that any clavulanic acid present in
Lilly's fernentation broth would have been in solution and not
in solid or crystalline form (brief, page 23). The exam ner
has not responded to appellants’ argunment, and it is not
apparent fromthe record why any salts of clavulanic acid
which are present in Lilly's fernentation broth would be in
solid or crystalline form

For the above reasons, we do not sustain the examner’s
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rejection under 35 U . S.C. § 103.
DECI SI ON ON APPEAL
The provisional rejections of clains 35 and 36 under the
judicially-created doctrine of obviousness-type double
patenting over clains 37 and 41 of copendi ng Application
08/ 418, 055 and over clainms 36, 37 and 41-45 of copendi ng
Application 08/ 417,625 are affirnmed. The rejection of clains

35 and 36 under 35 U.S.C. 8§ 103 over Lilly is reversed.

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).
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