THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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Bef ore COHEN, STAAB, and BAHR, Adninistrative Patent Judges.

STAAB, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s
decision twice rejecting clains 121-134, all the clains

currently pending in the application.
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Appel lant’s invention pertains to a shoe sol e conponent
conprising flexible thernoplastic top and bottom sheets of
substantially uniformthickness having conpressible
i ndentations nolded therein. Each indentation defines a
recess opening to one side of the sheet and a projection
extending fromthe other side of the sheet. The sheets are
joined at their outer peripheries to define a cavity
t her ebet ween such that a plurality of the projections of the
top and bottom sheets abut one anot her.

| ndependent claim 121, a copy of which is found in an
appendi x to appellant’s brief, is illustrative of the appeal ed
subj ect matter.

The references of record relied upon by the examner in
support of the appeal ed rejections are:

St aat s-Cel s 1, 539, 283 May 26, 1925
Derderian et al. (Derderian) 4,535, 553 Aug. 20, 1985

The following rejections are before us for review!?

'n the previous office action, clainms 121, 124-127, and
130-132 were also provisionally rejected under obvi ousness-
type double patenting. |In that appellant has filed a term nal
disclaimer, and in that the exam ner’s answer does not contain
a restatement of this provisional rejection, we assune it to
have been withdrawn. See Ex parte Enm 118 USPQ 180, 181 ( Bd.

App. 1957).
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1. Cainms 121-132, rejected under 35 U S.C. §8 102(b) as
bei ng anticipated by, or in the alternative, under 35 U S.C
8§ 103 as obvi ous over Derderi an.

2. Clainms 121, 127, 133 and 134, rejected under 35 U. S. C
8 103 as bei ng unpatentabl e over Derderi an.

3. Cainms 121, 122, 124, 125, 127, 128, 130 and 131,
rejected under 35 U . S.C. § 103 as bei ng unpat ent abl e over
St aat s- Cel s.

Wth respect to the rejections based on Derderian (i.e.,
rejections 1 and 2), the essence of the rejections is the
exam ner’s determ nation that the el ongated nenbers 26 of
Derderian’s insert menber 22 collectively conprise a “sheet”
of substantially uniformthickness, as called for in clains
121 and 127, and that the flexible | egs 32 and cap portions 42
of Derderian’s insert nenber 22 collectively conprise a
plurality of resiliently conpressible (or defornable)
“indentations” in the sheet, with each “indentation” defining
a “projection” extending away from one side of the “sheet” and
a “recess” extending into an opposite side of the “sheet,”
also as called for in clainms 121 and 127. Appellant argues

(main brief, page 3) that the exam ner has m sconstrued the
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words “sheet” and “indentations” appearing in the clains.
Appel I ant al so argues (reply brief, pages 1-2) that the

exam ner’s construction of these ternms is inconsistent with
appel lant’ s specification and inproperly overbroad. In
respondi ng to appellant’s argunents, the exam ner contends
(answer, pages 7-9) that the ternms “sheet” and “indentations”
appearing in the appealed clains are sufficiently broad to
read on the noted conponents of the insert nmenber 22 of

Der deri an.

Wiile it is true that the clains in a patent application
are to be given their broadest reasonable interpretation
consistent wwth a specification (Inre Zletz, 893 F.2d 319,
321, 13 UsSPQ2d 1320, 1322 (Fed. Cir. 1989)), and that
[imtations froma pending application’s specification wll
not be read into the clains during prosecution of a patent
application (§olund v. Misland, 847 F.2d 1573, 1581-82, 6
USPQ2d 2020, 2027 (Fed. Cir. 1988), it is also well settled
that terns in a claimshould be construed in a manner
consistent wwth the specification and construed as those

skilled in the art would construe them (see In re Bond, 910
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F.2d 831, 833, 15 USPQ@d 1566, 1567 (Fed. G r. 1990);

Specialty Conposites v. Cabot Corp., 845 F.2d 981, 986, 6
UsP2d 1601, 1604 (Fed. Cir. 1988); and In re Sneed, 710 F.2d

1544, 1548, 218 USPQ 385, 388 (Fed. Cir. 1983)).

In the present case, it is clear that appellant’s use of
the terms “sheet” and “indentations” is consistent with the
ordinary and accepted dictionary definition of these words.?
In contrast, the portions of Derderian’s insert nenber that
t he exam ner contends forma “sheet” are actually a plurality
of rod-like base nmenbers 26 that collectively forma skel eta
framewor k of hexagons (see particularly Figure 3), and the
portions of Derderian’ s insert nenber that the exam ner
contends form “indentations” in the “sheet” are actually a
plurality of flexible legs 32 joined at their ends by
hexagonal cap nenbers 42. W appreciate that in side

el evation, base nenbers 26 of Derderian appear as a pl anar

’The word “sheet” may nean “[a] broad, thin, usu.
rectangul ar piece of material, as paper, netal, glass, or
wood” or “[a] broad, flat, continuous surface or expanse.”

The word “indentation” may nean “[t]he . . . state of being
indented,” and the word “indent” may nean “[t]o inpress
(e.g., a design): stanp.” Wbster’s Il New Riverside
University Dictionary, R verside Publishing Conpany, copyright
© 1984 by Houghton Mfflin Conpany.
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menber of uniformthickness. W also appreciate that the
flexible legs 32 and cap nenbers 42 of Derderian project above
the plane of the base nenbers 26 to set off and in part
circunscri be a holl ow space. Nevertheless, we can think of no
circunstances under which an artisan, consistent with
appel l ant’ s specification, would construe such structure as
corresponding to the clained flexible “sheet” of substantially
uni form thickness having “indentations” therein. From our
perspective, Derderian’s base nenbers 26 do not define a
“sheet” (e.g., a thin piece of material having a broad,
generally flat, continuous surface), and Derderian’s |l egs 32
and cap nenbers 42 do not define “indentations” (e.g.,
structures that are inpressed in or stanped fromthe base
menbers 26). The examiner’s position to the contrary is
strai ned and unreasonable. Furthernore, Derderian contains no
teachi ng of making the insert nenber as a “sheet” having
“indentations” therein, as now clainmed. Accordingly, we
cannot sustain the exam ner’s anticipation and obvi ousness
rejections based on Derderi an.

Turning to the obviousness rejection based on Staats-Cels
(rejection 3), Staats-Qels discloses a shoe sol e conponent
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conprising a slab-like attaching section 1 and a sl ab-Ilike
tread section 2. Section 1 includes a flange 3 adjacent to

t he periphery of the section, and section 2 includes a

peri pheral flange 4 for receiving the flange of section 1
Each section includes cone-shaped bosses 6 extending from one
side of the section. The bosses have recesses 9 and 10
extending partially therethrough, with the bosses of section 2
bei ng recessed at 8 to receive the ends of the bosses of
section 1. As with the rejection based on Derderian, we do
not think an artisan, consistent with appellant’s
specification, would construe such structure as correspondi ng
to the clainmed flexible “sheet” of substantially uniform

t hi ckness having “indentations” therein. |In our view, Staats-
Cels’ slab-like sections 1 and 2 do not define "sheets" (e.g.,
thin pieces of material having a broad, generally flat,
continuous surface), and Staats-Cels’ cone-shaped bosses 6 do
not define “indentations” (e.g., structures that are inpressed
in or stanped fromsections 1 and 2). Here again, the

exam ner’s position to the contrary is strained and
unreasonable. Further, Staats-QCels contains no teaching of
maki ng either section as a “sheet” having “indentations”
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therein, as nowclained. 1In |light of the foregoing, we cannot
sustain the examner’s rejection of clainms 121, 122, 124, 125,
127, 128, 130 and 131 as bei ng unpatentabl e over Staats-Cels.

The deci sion of the exam ner is reversed.

REVERSED

| RW N CHARLES COHEN
Adm ni strative Patent Judge

LAWRENCE J. STAAB
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

JENNI FER D. BAHR
Adm ni strative Patent Judge
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