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The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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Bef ore COHEN, PATE and NASE, Adninistrative Patent Judges.

PATE, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 13,
20, 23 and 25. Subsequent to the exam ner’s answer, appell ant
has filed a term nal disclainer which has obviated the
st andi ng obvi ousness-type doubl e patenting rejection of clains
13, 20, 23 and 25 and the standi ng nonobvi ousness-type doubl e
patenting rejection of clains 13, 20, 23, 25 and 26.
Therefore, all rejections of claim26 are withdrawn, and claim

26 stands all owed on this record.
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The clained invention is directed to a nolding or trim
strip to be attached to a vehicle. The nolding has |ateral
ends which define two channels on the edges of the nolding.
The nmounting clip has a netal substrate with plastic bearing
surfaces attached to one side of the substrate and adhesive
tape attached to the other side of the substrate. The plastic
bearing surfaces of the clip engage the channels in the trim
strip while the adhesive tape holds the substrate to the side
of the vehicle.

Claim 13, reproduced in appellant’s brief, is further
illustrative of the clainmed subject matter.

The references of record relied upon by the exam ner as

evi dence of obvi ousness are:

Wat anabe 4,328, 052 May 4,
1982
Nussbaum 4, 368, 225 Jan. 11,
1983

Clainms 13, 20, 23 and 25 stand rejected under 35 U.S. C
8§ 103 as unpatentabl e over Watanabe in view of Nussbaum
On page 3 of appellant’s brief, appellant states that

clainms 13, 20, 23 and 25 fall together. Therefore, we wll
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limt our consideration to claim 13 as the representative

cl ai m on appeal .
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OPI NI ON
We have carefully reviewed the rejection on appeal in
[ight of the argunents of the appellant and the exam ner. As
aresult of this review we have reached the concl usion that

the applied prior art does not establish the prim facie

obvi ousness of the clains on appeal. Accordingly, we reverse
the examner’s rejection. Qur reasons follow

It is the examner’s finding that Watanabe di scl oses a
conbi nation of a nolding and a clip for securing a nolding to
a vehicle. The nolding 11 of Watanabe has | ateral ends
defining channels and the clip has an adhesi ve tape facing and
a plurality of plastic bearing surfaces 18-23 which contact
the nol ding and are received in the channels of the strip.
Wat anabe does not disclose a nmetal substrate.

Nussbaum di scl oses a unitary nolding or trimstrip for a
vehi cl e which is adhesively attached to the vehicle by
adhesi ve 22. Nussbaum does not disclose a separate clip and
nmol ding. The examiner, in his factual findings, refers us to
the first conplete sentence of colum 4 of Nussbaum which
states that if desired a conventional barrier |layer, such as

an alum num | ayer, can be interposed between the PVC body and
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t he adhesi ve | ayer of Nussbaumto prevent mgration of
pl asticizer fromthe body into the adhesive 21.

Assum ng arguendo, that it would have been obvious to use
a netallic barrier layer on the nounting clip of \Watanabe, we
are in agreenent with the appellant that it would not have
been obvious to extend the netal substrate where there was no
tape, as in claim13, or to extend the netal substrate beyond
the two pieces of tape, as clainmed in claim25.

The exam ner’s counterargunent is that one of ordinary
skill would place the netallic |ayer conpletely on the rear of
the plastic bearing surface so that no matter the orientation
of the adhesive whether “stripes, dots, wavy |lines, or sone
ot her configuration,” the nmetal would still protect the
pl astic bearing surface. However, this argunment is not based
on any teaching in the art but is based on specul ati on and
conjecture on the part of the examner. O course, a proper

obvi ousness rejection cannot
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be based on specul ation or conjecture. Accordingly, the
rejection of all clainms on appeal is reversed.

REVERSED

| RWN CHARLES COHEN
Adm ni strative Patent Judge

BOARD OF PATENT

WLLIAM F. PATE, |11 APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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