THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not binding
precedent of the Board.
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Application No. 08/064,812, filed May 19, 1993, now abandoned.
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This is a decision on an appeal fromthe examner’'s fina
rejection of clainms 3 and 5 through 8.2 No other clains are

pending in the application.

The clained invention relates to a nethod of machining a
transverse opening in a fiber-reinforced | am nated conposite
material. According to claimb5, the only independent claim
on appeal, a hole (3) is initially forned in the conposite
material. A cutting tool (5)2 positioned in the initial hole

(called a “fornmed hole” in the appealed clains) is rotated

2 An anendnment to claim3 as filed after the examner’s
answer has been entered by the exam ner. This anendnent
responded to a new ground of rejection introduced in the
exam ner’s answer. As a result of this amendnent, the copy
of claim3 in the appendi x to appellants’ brief is no |onger
correct.

3 According to appellants’ specification (see page 4, for
exanple), “the cutting tool is in the formof a grinding
tool, . . .” Appealed claim6 also recites that the
“cutting tool conprises a grinding tool.” However,
according to its dictionary definition in Webster’s Third
New I nternational Dictionary (G & C Merriam Conpany,
1971), “grinding” is not a cutting action. |nstead,
“grinding” in this dictionary authority neans “to wear down,
polish or sharpen by friction.” For purposes of this
appeal, we will nevertheless interpret the word “cutting” to
be broad enough to enconpass the act of grinding to be
consi stent with appellants’ specification.
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and noved relative to the edge of the initially forned hole
to machine the hole. daimb5 recites that “said noving [ of
the cutting tool is] dependent on a radial extent of any
physi cal defects in the conposite material caused from naking
the formed hol e, whereby substantially all of the said

physi cal defects in the conposite material caused from naking

the forned hole are renoved . . .”

A copy of claim5, which is illustrative of the subject

matter at issue, is appended to this decision.

The follow ng references are relied upon by the exam ner
as evidence of obviousness in support of his rejection under

35 U.S.C. § 103:

DeFries et al. (DeFries) 4,720, 218 Jan.
19, 1988

H rabayashi et al. 4, 800, 686 Jan. 31,
1989

(Hi rabayashi)

Claims 3 and 5 through 8 stand rejected under 35 U.S. C
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8 103 as bei ng unpatentable over DeFries in view of
Hi rabayashi.* Reference is nmade to the final office action

mai | ed October 3, 1995 for conplete details of this rejection.

Wth regard to claim5, the only limtation argued as a
di stinction over the applied references is the step of “noving
the cutting tool relative to an edge of the fornmed hole, said
novi ng of the cutting tool [being] dependent on a radia
extent of any physical defects in the conposite materia
caused by making the formed hole, . . .”% In support of
patentability of this claim appellants concede that DeFries
teaches the concept of drilling and grinding a hole in a
conposite material” (main brief, page 4), but contends that
this reference | acks a disclosure of “noving the cutting too
in a parallel notion relative to an edge of the fornmed hole”

(enphasi s added; brief, page 4).

“ As a result of the anendnent filed after the examner’s
answer, the new ground of rejection of claim3 under 35
U S.C 8 112, second paragraph, has been w thdrawn (see the
examner’s letter mailed Cctober 20, 1997). Accordingly, the
only issue before us is the propriety of the examner’s
rejection under 8 103.

> See the argunent set forth on page 4 of the main brief.
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Appel  ants’ argunment as quoted supra is not persuasive
inasmuch as claim5 is not limted to a tool novenent that is
“parallel” in any respect, nmuch | ess novenent of the tool in a
direction “parallel” to the |lam nae of the conposite nmaterial.
In this regard, it is well established patent |aw that
features not clained nay not be relied upon to support

patentability. See In re Self, 671 F.2d 1344, 1350-51, 231

USPQ 1, 5 (CCPA 1982) and In re Richards, 187 F.2d 643, 645,

89 USPQ 64, 66 (CCPA 1951).

Rat her than requiring the direction of tool novenent to
be parallel (e.g., in a direction extending radially of the
formed hole and hence in a plane parallel to the |am nae of
the conposite material), claim5 nerely recites that the too
is noved “relative to the edge of the formed hole” and that
such novenent is “dependent on a radial extent of any physica
defects in the conposite material . . .” Wien this claim

| anguage is given its broadest reasonable interpretation (See

In re Zletz, 893 F.2d 319, 321, 13 USPQR2d 1320, 1322 (Fed.

Cir. 1989)) without reading limtations fromthe specification
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into the claim (See Sy olund v. Misland, 847 F.2d 1573, 1581-

82, 6 USPQ2d 2020, 2027 (Fed. Gir. 1988)), it is broad enough

to read on the axial novenent of DeFries’ conbination tool

DeFries’ conbination tool conprises a drill portion 10
and an axially adjacent frustoconical grinding portion 20 for
machi ning a transverse opening in a |lamnated fiber-reinforced
conposite material. The drill portion 10 is located at the
di stal end of DeFries’ tool so that upon rotation and axia
novenent of conbination tool, the drill portion 10 first
penetrates the conposite material to forman initial hole
(corresponding to appellants’ clainmed formed hole) through the
conposite material as shown in Figure 2 of DeFries’ patent

dr awi ngs.

According to the exami ner’s findings on page 2 of the
final office action nentioned supra, the hole fornmed by
DeFries’ drill portion is “perpendicular to the |ongitudina
direction of the fibers [in the |am nated conposite naterial]”
and causes del am nation, as well as splintering, at the

periphery of the hole simlar to the damage caused by form ng
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the initial hole in appellants’ nmethod. Reference is nmade to
colum 1, lines 21-23, and the paragraph bridging colums 6

and 7 of the DeFries specification.

As the axial novenent of DeFries’ tool continues, the
frustoconi cal portion engages and grinds the periphery of the
drilled hole to enlarge the hole and to conpletely elimnate
t he del am nati on danage produced by formng the initial hole
as disclosed in colum 7, lines 4-9, of DeFries’ specification
and shown in Figure 4 of DeFries’ patent draw ngs. Appellants
have not contested any of the foregoing findings. The
recitation in claim5 of noving the cutting tool relative to
the edge of the fornmed hole is broad enough to read on the
axi al novenent of DeFries’ conbination tool as described
supra. Accordingly, the clainmed tool-noving step does not
di stinguish from DeFries, making it unnecessary to rely on
H rabayashi for a suggestion of this feature. |In any case,

H rabayashi suggests the concept of wi dening an initial hole
in a sheet material by noving a cutting tool relative to the

edge of the hole for the purpose of elimnating damage
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produced by the formation of the initial hole. See colum 3,

lines 16-21, of the Hirabayashi specification.

For the foregoing reasons, we will sustain the exam ner’s
8§ 103 rejection of claim5. W wll also sustain the § 103
rejection of dependent clains 3, 6 and 8 since these dependent
cl ai ns have not been argued separately of claim5 and, instead,
are stated on page 2 of the main brief to stand or fall with
claim5. See 37 CFR § 1.192(c)(7) as anmended effective Apri

21, 1995. See also In re Young, 927 F.2d 588, 590, 18 USPQ2d

1089, 1091 (Fed. Gr. 1991) and In re Wod, 582 F.2d 638, 642,

199 USPQ 137, 140 (CCPA 1978).

However, we cannot sustain the 8 103 rejection of
dependent claim7. W find no teaching or suggestion in
H rabayashi that the parallel novenment of the cutting tool to
chanfer the top and bottom corner edges of the hole drilled
through the glass plate will result in the renoval of
substantially all of the damage caused by initially formng the
hol e as required by the conbi ned subject matter of clains 5 and

7.
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Under the provisions of 37 CFR 1.196(b), the foll ow ng new
grounds of rejection are entered against clains 3 and 5 through

8:

1. dains 3 and 5 through 8 are rejected under the first
paragraph of 35 U . S.C. 8§ 112 as being based on a specification
which, as filed, does not satisfy the description requirenent

i n that paragraph.

2. Cainms 3 and 5 through 8 are rejected under the second
paragraph of 35 U S.C. § 112 as being indefinite and hence
failing to particularly point out and distinctly claimthe

subj ect matter which appellants regard as their invention.

Wth regard to the new ground of rejection of clains 3 and
5 through 8 under 8 112 first paragraph our first difficulty
with the claimlanguage centers on the recitation in claim5
that the cutting tool has “a dianeter which is one of equal to
and smaller than a diameter of the forned hole.” W interpret
this limtation to nean that the diameter of the cutting too

Is either equal to or smaller than a dianeter of the forned
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hole. There is no descriptive support in the origina
specification, the original clains or the original draw ngs for
the recitation that the dianeter of the cutting tool is "“equa

to. . . adianeter of the forned hole.”

Wth further regard to the new ground of rejection of
claims 3 and 5 through 8, under 8 112, first paragraph our next
difficulty with the claimlanguage centers on the recitation in
claim5 that the transverse opening has “at | east one of a size
and geonetry which is substantially different froma size and
geonetry of the fornmed hole.” W interpret the grouping “at
| east one of a size and geonetry” (i.e., configuration) to nean
a size and/or geonetry. Gven this interpretation, claim5 may
be viewed as reciting that the transverse opening has “a size .

which is substantially different froma size and geonetry

of the fornmed hol e” (enphasis added). There is no descriptive
support in the original specification, the original clains or
the original drawings for the recitation that a size of the
transverse opening is different froma geonetry of the forned

hol e, whatever that nay nean.
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As a result, the disclosure in appellants’ application as
originally filed does not reasonably convey to the artisan that
appel l ants had possession at that tinme of the subject matter
now cl ai med. The disclosure as originally filed, therefore,
does not satisfy the description requirenent in the first
par agr aph of

8 112. See In re Kaslow, 707 F.2d 1366, 1375, 217 USPQ 1089,

1096 (Fed. Cir. 1983).

Wth regard to the new ground of rejection of clains 3 and
5 through 8 under the second paragraph of 8§ 112, our difficulty
with the claimlanguage again focuses on the recitation in
claim5 that the transverse opening has “at | east one of a size
and geonetry which is substantially different froma size and
geonetry of the fornmed hole.” Gven the foregoing
interpretation of this limtation, it is unclear how a size of
an openi ng al one can be construed as being different froma

geonetry of a hole.

The decision of the examner to reject clains 3, 5 6 and

8 under 8 103 is affirnmed, and the decision of the examner to
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reject claim7 under 8 103 is reversed. |In addition, new
grounds of rejection have been introduced against clainms 3 and
5 through 8 under 37 CFR 8§ 1.196(Db). In addition to affirm ng
the exam ner’s rejection of one or nore clains, this decision
contains a new ground of rejection pursuant to 37 CFR §
1.196(b) (anmended effective Dec. 1, 1997, by final rule notice,
62 Fed. Reg. 53,131, 53,197 (Qct. 10, 1997), 1203 Of. Gaz.
Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)). 37 CFR 8
1.196(b) provides, “A new ground of rejection shall not be
consi dered final for purposes of judicial review”

Regarding any affirmed rejection, 37 CFR 8§ 1.197(b)
provi des:

(b) Appellant may file a single request for rehearing

within two nonths fromthe date of the original

deci sion .

37 CFR 8 1.196(b) al so provides that the appellant, WTH N

TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se one of

the following two options with respect to the new ground of



Appeal No. 1998-1266 Page 13
Application No. 08/354, 459

rejection to avoid termnation of proceedings (37 CFR
8§ 1.197(c)) as to the rejected cl ai ns:
(1) Submt an appropriate anendnent of the clains

so rejected or a showing of facts relating to the

clainms so rejected, or both, and have the nmatter

reconsi dered by the exam ner, in which event the

application wll be renmanded to the exam ner.

(2) Request that the application be reheard under

8§ 1.197(b) by the Board of Patent Appeals and

Interferences upon the same record. .

Shoul d the appellant elect to prosecute further before the
Primary Exam ner pursuant to 37 CFR 8 1.196(b) (1), in order to
preserve the right to seek review under 35 U.S.C. 88 141 or 145
with respect to the affirmed rejection, the effective date of
the affirmance is deferred until conclusion of the prosecution
bef ore the exam ner unless, as a nere incident to the limted
prosecution, the affirned rejection is overcone.

If the appellant elects prosecution before the exam ner
and this does not result in allowance of the application,
abandonnent or a second appeal, this case should be returned to
the Board of Patent Appeals and Interferences for final action

on the affirmed rejection, including any tinely request for

reheari ng thereof.



Appeal No. 1998-1266 Page 14
Application No. 08/354, 459

No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART /1. 196(b)
HARRI SON E. M:CANDLI SH )
Seni or Adm ni strative Patent Judge

)
BOARD OF PATENT
JAMES M MEI STER APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

NEAL E. ABRAMS
Adm ni strative Patent Judge
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TAYLOR & ASSCCI ATES, P.C.
6115 STONEY CREEK DRI VE
FORT WAYNE, | NDI ANA 46825
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APPENDI X

5. A nethod of machining a transverse opening in a
fiber-reinforced conposite material, said nmethod conprising the
steps of:

formng hole in a conposite material, said conposite
mat eri al being of |am nated construction with each | am na
having a plurality of fibers oriented in a respective
| ongi tudi nal direction, said formng step resulting in
del am nation and splintering of said forned hole about a radia
peri phery thereof;

positioning a rotatable cutting tool in the fornmed hol e,
said cutting tool having a wear-resistant outer working surface
and a dianeter which is one of equal to and smaller than a
di aneter of the fornmed hole, said cutting tool defining an axis
of rotation

positioning the conposite material whereby said axis of
rotation is disposed substantially perpendicular to each said
respective |l ongitudinal direction; and

machi ni ng the transverse opening in the conposite
material by rotating the cutting tool about the axis of
rotation and noving the cutting tool relative to an edge of the
formed hole, said noving of the cutting tool dependent on a
radi al extent of any physical defects in the conposite naterial
caused from maki ng the formed hol e, whereby substantially al
of said Physical defects caused from nmaking the forned hole are
renoved fromthe conposite material, the transverse opening
having at | east one of a size and geonetry which is
substantially different froma size and geonetry of the forned
hol e.
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