THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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ON BRI EF

Before, GARRI S, PAK and KRATZ, Adninistrative Patent Judges.
KRATZ, Adnministrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1-3, 9 and 10, which are all of the clains
pending in this application.

BACKGROUND

Appel lants' invention relates to a fuel conposition for
i nternal conbustion engines that includes detergent and
di spersant effective anmounts of conpounds of a formula la

and/or Ib as set forth in the appealed clainms. An
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under st andi ng of the invention can be derived froma reading

of exenplary claim 1, which
i's reproduced __cna bel ow.
kf—xcl:hl—«i:\(m3 Ip
1. A fuel X for

i nt ernal H2 conmbusti on
engi nes cont ai ni ng B—CH’~¥—QHFX e det er gent -
effective and X : di spersan
t-effective anmount s of

conpounds of fornulae la and Ib
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500 to 5,000 and in each of the two fornul ae one of the
radicals X is OH and the other is the group

where the radicals R, nay be identical or different and are
each hydrogen, al kyl, hydroxyal kyl or am noal kyl which may be
substituted by further hydroxyl- or am no-carrying al kyl
radicals, or the two radicals R may forma nonaromatic ring.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:
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Br ennan 2, 856, 363 Cct. 14,
1958
Kinmura et al. (Kinura) 3,794, 586 Feb. 26,
1974
Kunmer et al. (Kunmer) 4,832,702 May 23,
1989

Clains 1-3, 9 and 10 stand rejected under 35 U.S.C. § 103
as bei ng unpatentabl e over Kunmer in view of Brennan and

Ki nmur a.

OPI NI ON
After careful consideration of the issues raised in this
appeal and with the argunents of both appellants and the

exanm ner, we find that the examiner’'s 8 103 rejection of the
appeal ed clains i s not sustainable. Qur reasoning follows.

As acknow edged by the exam ner (answer, page 3), Kumrer
di scl oses a fuel conposition conprising polybutylam nes or
pol yi sobut yl am nes but does not disclose a fuel conposition
that corresponds to any of the herein appeal ed clains; that
is, a fuel composition that includes conpounds of appellants’

formula la and/or Ib. As argued by appellants (brief, pages 3
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and 4 and reply brief, pages 1-3), the exam ner has not shown
how conbi ning the teachings of Brennan concerning an anti-rust
lubricating oil conposition containing epoxyal kaneam ne
reaction products and the teachings of Kinmura concerning a

| ubricating oil conposition that includes a reaction product
of a specified polyolefin epoxide with a polyamne with the

t eachi ngs of Kummer woul d have |l ed one of ordinary skill in
the art to appellants' clainmed fuel conposition. Concerning
this matter, the exam ner’s conclusary statenents in the

par agr aph bridgi ng pages 4 and 5 of the answer regarding
“closely related” and “structurally simlar” conpounds

used as fuel additives in Kummer and the expected properties
thereof fall significantly short of establishing how the
conbi ned teachings of the applied references would have
reasonably suggested the proposed nodification of Kunmer to
one of ordinary skill in the art and would have resulted in a
fuel conposition that corresponds to appellants’ fuel

conposition.?

1 W are cogni zant of appellants’ sonmewhat waffling view
(brief, page 5) as to whether the reaction product of Exanple
3 of Kimura may or nmay not be a conpound enbraced by
appellants’ forrmula la or Ib. Nonetheless, the burden is on
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On this record, we are constrained to reverse the stated

rejection.

CONCLUSI ON

t he exam ner to explain how that exanple of Kinmura alone or in
conbination with the other applied art would have rendered the
fuel conposition clainmed herein prim facie obvious to one of
ordinary skill in the art. This, the exam ner has not done.
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The decision of the examner to reject clains 1-3, 9 and
10 under 35 U.S.C. 8§ 103 as being unpatentabl e over Kummer in
view of Brennan and Kinura is reversed.

REVERSED

BRADLEY R GARRI S
Adm ni strative Patent Judge

BOARD OF PATENT

CHUNG K. PAK APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

PETER F. KRATZ
Adm ni strative Patent Judge
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