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Before GARRI S, OVWENS, and WALTZ, Adm nistrative Patent Judges.

WALTZ, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal under 35 U.S.C. §8 134 fromthe
examner’s final rejection of clains 5 through 10, 12, 19, 21
and 22.' These are the only clainms remaining in this

appl i cati on.

! The anmendnent dated Jan. 14, 1997, Paper No. 8,
subsequent to the final rejection, was entered by the exam ner
as per the Advisory Action dated Jan. 31, 1997, Paper No. 9.
See the Brief, page 2.
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According to appellant, the invention is directed to an
ultraviolet (UV) light absorber conposition which is
spont aneously dilutable in water to allowits use in
conventional textile dyeing and is based on the synergistic
conbi nation of the UV |ight absorber and a suitable sol vent
(Brief, page 2). Appellant states that the clains do not
stand or fall together and have presented specific,
substantive reasons for the separate patentability of each
claimrejected in view of prior art (Brief, pages 5 and 8-
10). Pursuant to the provisions of 37 CFR §
1.192(c)(7)(1995), we decide this appeal as to the ground of
rejection under section 112 on the basis of clains 12 and 19,
with clainms 5-10, 21 and 22 standing or falling with claim 19.
Wth respect to the rejections based on prior art, we consider
each claimseparately to the extent argued by appell ant.
Il'lustrative clains 12 and 19 are reproduced bel ow. 2

12. A W light absorber conposition for inproving the

Iightfastness of dyed synthetic textiles, consisting
essentially of:

2 W note that clains 12 and 19 are not correctly
reproduced in the Appendi x attached to appellant’s Brief (see
t he Answer, page 3).
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(a) from about 10-45% by wei ght of 2-(2-hydroxy-5-tert-
octyl phenyl) benzotriazol e;

(b) from about 55-90% by wei ght of N-methyl-pyrrolidone
sol vent; and

(c) wherein the benzotriazole of (a) is applied to the
textiles in a concentration sufficient to result in an add-on
in the range of between 0.4-4.0% by weight of the textiles
when dry.
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19. A W light absorber conposition for inproving the
i ghtfastness of dyed synthetic textiles, consisting
essentially of:

(a) 5-25% by weight of a substituted benzotriazole U/
I i ght absorbi ng agent; and

(b) 75-95% by wei ght of a m scible organic sol vent
suitable for dissolving said benzotriazole, wherein said
benzotriazole is applied to the textiles in a concentration
sufficient to result in an add-on in the range of between 0. 4-
4. 0% by weight of the textiles when dry and optionally a
surfactant, an additional light stabilizer, antioxidant and a
wat er i mm sci bl e sol vent.

The exam ner has relied upon the follow ng references in

support of the rejections:

Ki ntopf et al. (Kintopf) 4,230, 867 Cct. 28,
1980

DesLauriers et al. (DeslLauriers) 5,268,450 Dec. 7
1993

All of the clains on appeal stand rejected under 35
U S C
8§ 112, 91, as being based on a specification which contains
new matter (Answer, page 4). Cainms 9, 19 and 22 stand
rejected under 35 U S.C. § 103 as unpatentabl e over Kintopf
(Answer, page 5). Cdainms 10 and 19 stand rejected under 35
US C 8§ 102(b) as anticipated by Deslauriers (Answer, page
6). W affirmthe rejections based on prior art essentially
for the reasons in the Answer but reverse the rejection under

4
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the first paragraph of section 112 for reasons which foll ow.

Accordingly, the decision of the exam ner is affirned-in-part.
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OPI NI ON
A. The Rejection under 35 U.S.C. § 112, Y1

The exam ner finds that there is no basis or support in
the original disclosure for the newy created ranges of
conponents (a) and (b) in clains 12 and 19 (Answer, pages 4
and 7-9). The exam ner also finds that the range of claim 12
is not supported by the disclosure of Exanple 12 in the
specification, which the exam ner finds to disclose that the
entire ranges now clainmed in claim12 will not result in
conponent (a) being soluble in conmponent (b)(Answer, page 4).

The initial burden rests with the exam ner of presenting
evi dence or reasoni ng why persons of ordinary skill in the art
woul d not recognize in the original disclosure a description

of the invention as now defined by the clains. Inre
Wertheim 541 F.2d 257, 264, 191 USPQ 90, 97 (CCPA 1976). As
stated in Wertheim “the question is whether, on the facts,

the PTO has presented sufficient reason to doubt that the
br oader descri bed range al so descri bes the sonewhat narrower

clainmed range.” Wertheim 541 F. 2d at 264, 191 USPQ at 98.

As quoted by the exam ner (Answer, page 8), Wertheimstates
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“IwWhere it is clear, for instance, that the broad descri bed
range pertains to a different invention than the narrower (and
subsuned) cl ai ned range, then the broader range does not
describe the narrower range. [Ctations omtted].” Wrtheim
541 F.2d at 265, 191 USPQ at 98. W determ ne that the

exam ner has not net this initial burden nerely by pointing
out that the ranges now cl ai med are subsunmed within the
originally disclosed ranges but sone endpoints do not have
literal basis in the original disclosure (see the Answer,
pages 4 and 7-9). The exam ner has not shown that the
different ranges pertain to different inventions or that the
new endpoints are alleged to be critical. Appellant has
anended the original ranges, not in an attenpt to avoid prior
art® or allege criticality by a showi ng of unexpected results,
but apparently only to make the ranges of the required

conponents (a) and (b) equal 100% by wei ght.*

s See In re Johnson, 558 F.2d 1008, 1018-19, 194 USPQ 187,
196 (CCPA 1977).

4 For exanple, the upper limt of the UV agent in claim 12
is 45% by weight while the lower Iimt of the NWP solvent is
55% by weight. W note that original claim12 contained the
transitional term “conprising” |leaving the clains open to
unrecited ingredients while clainms 12 and 19 now recite

7
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The exam ner’s reliance on Exanple 12 from appellant’s
specification is msplaced since, as correctly argued by
appel lant (Brief, page 7), Exanple 12 is only one of twenty
exanpl es and need not support the entire clained range.
Contrary to the examner’s belief, any particul ar sol vent nust
only be capabl e of dissolving at | east 5% of the UV agent and
at least 2% of any emulsifier used (see the specification,
page 8, IIl. 21-23).

For the foregoing reasons, we determ ne that the exam ner
has not presented sufficient facts or reasoning to neet the
initial burden of proof. Accordingly, the exam ner’s
rejection of the clainms on appeal under 35 U S.C. § 112, 11,
IS reversed. B. The Rejection under 35 U . S.C. § 102(b)

Clains 10 and 19 stand rejected under section 102(b) as
anticipated by col. 23, Il. 25-29, of DesLauriers, which the
exam ner finds to disclose the addition of 5.89 granms of a

substituted benzotriazole UV Iight absorbing agent in 70 grans

“consisting essentially of” which excludes conponents which
would materially affect the basic and novel characteristics.
We al so note that clains 12 and 19 now require no additional
surfactant or erulsifier.
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of NVMP (N-nethyl-2-pyrrolidone solvent, see Exanple 1 in col.
15 of this reference; Answer, page 6) to an autoclave.?®

Appel  ant argues that “the nere fact that such
benzotri azol e UV absorber compounds can be dissolved in NW
does [sic,not?] anticipate their use in nmaking water-dilutable
UV absorber solutions for treating textiles” (Brief, page 9).
Appel  ant submits that this reference “in no way teaches or
antici pates the end-use or invention of this application”
(id.).

Appel l ant’ s argunents are not well taken since the end
use of the invention is not claimed. Caim19 on appeal is
directed to a UV |light absorber conposition which consists
essentially of conponents (a) and (b). Appellant does not
contest that DeslLauriers discloses the two clained conponents
in anobunts within the scope of claim 19 on appeal (see the
Brief, pages 9-10). The preanbl e | anguage of claim 19 and the
| anguage foll ow ng conponent (b) both are directed to the

i ntended use of the UV |light absorber conposition and do not

> Al though not contested by appellant, the anmount of WV
agent in this conposition is about 7.7% by weight (5.89/(70
+5.89)), with the remai nder (92.3% by weight) being the NW
sol vent .
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differentiate the claimed conposition fromthe conposition of
DesLauriers. This |anguage directed to the intended use does
not give neaning and scope to the claim See In re Paul sen,
30 F. 3d 1475, 1479, 31 USP2d 1671, 1673-74 (Fed. Gr. 1994);
and In re Pearson, 494 F.2d 1399, 1403, 181 USPQ 641, 644

( CCPA 1974).

Accordingly, for the foregoing reasons and those set
forth in the Answer, the exam ner’s rejection of claim19 on
appeal, and claim 10 which depends on claim 19 and recites the
use of NMP as the solvent, under 35 U S.C. 8§ 102(b) as
anticipated by DesLauriers is affirned.

C. The Rejection under 35 U. S.C. § 103

The exam ner finds that Kintopf discloses the production
of various substituted benzotriazole UV |ight absorbers in an
organi ¢ solvent (Answer, page 5). The exam ner concl udes t hat
t he anobunts of each conmponent woul d have been obvi ous since
Ki ntopf clearly teaches that the anmount of sol vent nust
di ssol ve the benzotriazole UV agent (Answer, page 6).

Appel I ant argues that the percentages of conponents

recited in claim19 on appeal are not disclosed by Kintopf

10
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(Brief, page 8). Appellant also argues that the specific
benzotriazole of claim9 is not taught or suggested by Kintopf
(1d.). Finally, appellant argues that Kintopf does not

di scl ose or suggest the use of a water inm scible solvent as
recited in claim22 on appeal.

Appel l ant’ s argunents are not persuasive. The exam ner
concl udes that the amobunts of each conponent woul d have been
well within the ordinary skill in the art since Kintopf
teaches that the anmount of solvent should conpletely dissolve
the particul ar benzotriazole used (see Kintopf, col. 4, |I.
28-39; col. 5, |I. 64-col. 6, |I. 1; Answer, pages 9-10).
Appel I ant has not specifically rebutted the exam ner’s finding
regardi ng the teaching of Kintopf. Furthernore, it is noted
that the lawis replete with cases in which the difference
bet ween the clained invention and the prior art is sone range
within the clains and it has been consistently held that in
such situations that appellant must show that the particul ar
range is critical. See In re Wodruff, 919 F.2d 1575, 1578,
16 USPQR2d 1934, 1936 (Fed. Cir. 1990). The specific

benzotriazole of claim9 on appeal is disclosed by Kintopf in

11
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Exanple 6 at col. 14. Water-imm scible solvents are taught as
co-sol vents by Kintopf (see the Answer, page 9; Kintopf, col
5 |1. 2-6; and Exanple 1).

For the foregoing reasons and those set forth in the
Answer, we determ ne that the exam ner has presented a prinma
faci e case of obviousness in view of the reference evidence.
Based on the totality of the record, giving due consideration
to appellant’s argunents, we determ ne that the preponderance
of evidence wei ghs nost heavily in favor of obviousness wthin
t he neani ng of section 103. Accordingly, the exam ner’s
rejection of clainms 9, 19 and 22 under 35 U. S.C. 8 103 as

unpat ent abl e over Kintopf is affirned.

12
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D. Summary

The exam ner’s rejection of clains 5-10, 12, 19 and 21-22
under the first paragraph of 35 U . S.C. 8 112 is reversed. The
examner’s rejection of clains 10 and 19 under 35 U S.C. 8§
102(b) over DeslLauriers is affirmed. The examiner’s rejection
of claims 9, 19 and 22 under 35 U. S.C. 8§ 103 over Kintopf is
affirmed. Accordingly, the decision of the examner is

affirmed-in-part.
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No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
AFFI RVED- | N- PART
BRADLEY R GARRI S )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
TERRY J. OWENS ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
THOVAS A, WALTZ )
Adm ni strative Patent Judge )
jg

14



Appeal No. 1998-1176
Application No. 08/553,072

W THAD ADAMS |||
2180 FI RST UNI ON PLAZA
CHARLOTTE, NC 28282

15






