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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 1 through 11, 14, 17 through 30 and 33
through 37. dains 15, 16, 31 and 32, which are the only

other clains remaining in the application, stand all owed.
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Clains 12 and 13 have been cancel ed.

Appel lant's invention relates to the nanufacture of
fibrous webs in which a foaned fiber-containing slurry
(a.k.a., a foaned furnish) is deposited on a noving support to
forma continuous web that is further treated to forma
product such as tissue paper (specification, page 1). More
specifically, the invention is directed to a nethod of
controlling the jet of foamed furnish | eaving the pressurized
headbox of a paper or tissue maki ng machine. A copy of
representative clainms 1, 10, 14, 24, 26, 29 and 35, as
reproduced fromthe Appendi x to appellant's brief, is attached

to this decision.

The prior art references relied upon by the exam ner in

rejecting the appeal ed clains are:

Just us 4,086, 130 Apr. 25,
1978
Lebeau et al. (Lebeau) 4,374,703 Feb. 22,
1983
Stotz 4,384,922 May 24,
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1983
Cheshire et al. (Cheshire) 4,764, 253 Aug.
1988

Franzen, "Direct Measurenent of Jet Velocity As An Aid To
Paper maki ng"; Tappi J., July 1987.

16,

Tal vio, "A study of Paper Machi ne Head Box Control System Wth

Li near Transfer Functions"; Congres |IFAC, 1966, Landres.

Clainms 35 through 37 stand rejected under 35 U S.C. §
112, second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject matt

whi ch appell ant regards as the invention.

Cainms 1, 2, 5 through 7, 10, 11, 17 through 29 and 33
through 37 stand rejected under 35 U . S.C. 8 103 as being
unpat ent abl e over Cheshire in view of Justus and Stotz "w th

or wi thout Franzen."

Clainms 3, 4, 8, 9, 14 and 30 stand rejected under 35
U S.C 8§ 103 as being unpatentable over the prior art as

applied by the exam ner in the i medi ately preceding
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rejection, and further in view of Talvio or Lebeau.!?

Rat her than attenpt to reiterate the exam ner's ful
comentary with regard to the above-noted rejections and the
conflicting viewoints advanced by the exam ner and appel | ant
regardi ng those rejections, we nake reference to the
exam ner's answer (Paper No. 51, mailed June 26, 1997) and the
suppl enmental exam ner's answer (Paper No. 54, nail ed Novenber
4, 1997) for the reasoning in support of the rejections, and
to appellant's brief (Paper No. 50, filed April 4, 1997) and
reply brief (Paper No. 52, filed August 26, 1997) for the

argunent s t her eagai nst.

OPI NI ON

In reaching our decision in this appeal, we have given

careful consideration to appellant's specification and cl ai s,

Y'While the rejection on page 5 of the exam ner's answer
i ncluded clains 15, 16 and 31, we understand this to be in
error, since on pages 1, 3 and 8 of the answer the exam ner
has specifically indicated that clainms 15, 16, 31 and 32 "are
al | oned" or have been "all owed over the prior art."
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to the applied prior art references, and to the respective
positions articul ated by appellant and the exam ner. As a
consequence of our review, we have nmade the determ nations

whi ch foll ow.

Looking first at the examner's rejection of clains
35 through 37 under 35 U.S. C. § 112, second paragraph, we note
that the exam ner finds the step in these clains relating to
"measuring paranmeters determi native of the density and
pressure of the foamed furnish” to be unclear and to introduce
anbiguity into the step of "estimating a current velocity"”
also found in these clains. Mre particularly, the exam ner
has i ndi cated that

[i]t is not clear if the term"paraneters

determ native" of claim35 excludes or includes

di rect "neasurenent of the density and pressure" or

is it drawn to neasuring other paraneters which are

used to determ ne the density and pressure."” [sic]

Thus, it is not clear what neasurenents are excl uded

fromthe term"said estimting consisting

essentially of using the neasurenents determ native

of density and pressure" (answer, page 6).

Wil e not having responded to this rejection in the nmain

brief (Paper No. 50), in the reply brief (Paper No. 52)
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appel | ant has urged that the term "determ native" found
confusing by the exam ner, when read in |ight of the
speci ficati on,
clearly neans paraneters which can be used to
determ ne a particular feature, but do not
constitute that feature itself. It is respectfully
submtted that the Examiner's attenpt to ignore this
| anguage and include direct neasurenent of the
features of interest within this definition would
render the estimating step confusing, since an
estimated feature would clearly not be needed if a
di rect neasurenent thereof was provided (page 2).
However, during the oral hearing held July 11, 2000,
appel l ant's counsel indicated that the claimterm nology in

question clearly was intended to cover direct measurenent of

both density and pressure.

G ven the conflicting positions set forth in appellant's
reply brief and at the oral hearing on July 11, 2000, we are
at a loss to clearly understand what the scope and content of
clainms 35 through 37 on appeal are intended to be and exactly
what neasurenents are to be excluded by appellant's use of the
term nol ogy "paraneters determ native of" in the measuring

step and "consisting essentially of" in the estimting step of
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these clainms. Accordingly, we will sustain the exam ner's
rejection of clainms 35 through 37 under 35 U S. C. § 112,

second par agr aph.

Before turning to the examner's rejections of the clains
on appeal based on prior art, we note that it is an essentia
prerequi site that the scope and content of the clained subject
matter be fully understood prior to the application of prior
art thereto. Accordingly, we focus our attention on
appel lant's other clains on appeal (i.e., other than clains 35
through 37 treated above) to derive an understandi ng of the

scope and content thereof.

| ndependent clains 1, 5, 10, 11 and 24 include the step
of "measuring paraneters determ native of the density and
pressure of the foamed furnish,” claim14 sets forth a step of
"measuring the density and the pressure of said flow of foaned
furnish,” claim30 recites the step of "directly nmeasuring the
density and the pressure of the foamed furnish,” while
I ndependent clains 26, 27, 28 and 29, set forth a step of
"measuring paraneters directly determ native of density and
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pressure of the foamed furnish.” Gven the paucity of exanples
and disclosure in appellant's specification concerning exactly
what the various paraneters referenced in these claim
recitations may be, or are intended to enconpass, we find that
we are at a |l oss to understand exactly what a paraneter
"determ native" of density or pressure of the foaned furnish
is, relative to a paraneter that is "directly determ native"
of density or pressure of the foamed furnish, and how such
recitations in any meaningful way are different than the step
of sinply neasuring the density and pressure of the foaned
furnish or directly neasuring the density and pressure of the
foanmed furnish as in clains 14 and 30. 1In this regard, we

al so again nmake note of the conflicting argunents put forth by
appellant in the reply brief and by appellant's counsel at the
oral hearing of July 11, 2000 concerni ng what may be i ncl uded
or excluded by the term"determnative." Allowed clains 31
and 32, and clains 35 through 37 on appeal suffer fromsimlar
problens to those noted in the clains i mediately above. In

i ndependent claim?29, we are simlarly at a | oss to understand
exactly what is neant by "a paraneter determ native of the

vel ocity of the noving foram nous support” and what is neant
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in the conparing step wherein the estimted current target
pressure of the foamed furnish in the headbox is conpared with
"a paraneter derived fromsaid density neasurenent and said

pressure neasurenents.”

As a further point, we observe that independent clains 1,
5 and 24 include the negative limtation of "using neither
di rect nmeasurenment of flow volunme rate nor direct measurenent
of flow velocity of the jet" (added to the application in
Paper No. 38, July 28, 1995) in the step of estinating a
current velocity, while clainms 10, 11 and 14 set forth the
negative limtation of "using neither direct neasurenent of
flow velocity nor direct measurenent of volune flow rate of
the jet" in the step of estimating a current velocity. 1In the
first instance, it is unclear whether the "flow vol une rate"
is "of the jet" |leaving the pressurized headbox or at sone
other point in the system and in the second instance it is
uncl ear whether the "flow velocity" is "of the jet" |eaving
the pressurized headbox or at sone other point in the system
Thus, it is unclear exactly what is and is not included in

these claimrecitations. Allowed clains 15 and 16 i ncl ude the
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sanme negative limtation and thus appear to al so be

i ndefinite.

| ndependent clainms 26 and 27 set forth a step of
"measuring paraneters directly determ native of density and
pressure of the foamed furnish" and an estimating step which
is based "substantially exclusively upon . . . said
measurenents determ native of density and pressure.” In this
regard, we see the sanme problemthat the exam ner has
hi ghlighted in clainms 35 through 37 discussed above, i.e.,
that it is not clear exactly what is excluded fromthese
clainms by the use of the "directly determ native" and
"substantially exclusively upon" |anguage, especially in |ight
of the conflicting statenents made in the reply brief and at

the oral hearing of July 11, 2000 as noted supra.

Claim 2, which depends fromclaim1l, sets forth that the
estimating step of claiml1l conprises "estimating an ideal |et
vel ocity, providing an enpirically derived correction factor

and estimating the current jet velocity as a function of
the estinated ideal jet velocity and the enpirically derived
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correction factor.” dCdaim3, which depends fromclaim2, sets
forth that "the estinmating step conprises using the

nmeasur enent determ native of density and one of the
measurenents determ native of pressure to estinmate a paraneter
related to the air content of the furnish.” Qur problemhere
Is that we do not understand exactly which "the estinmating
step” is being referred to in claim3, i.e, the estinmating
step of claim1l or one of the two estimating steps set forth
inclaim2. |In addition, we are at a | oss to understand what
is nmeant by the | anguage in claim 3 regarding "one of the
nmeasurenents determ native of pressure,” since we see nothing
inclains 1 and 2 that would indicate that nore than one
nmeasur enent determ native of pressure was nade or is required.
Clains 7 and 8, which are dependent fromclains 5 and 6,

i nclude the sanme types of anbiguity found in claim3.

Claim17, which depends fromclaim1, indicates that "the
density and pressure are neasured before and in the headbox,"
while claim 18, which also depends fromclaim1l, sets forth
that the current velocity is "estimated using only density and
pressure neasurenents.” Qur problemhere is that it is not
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clear if the density and pressure neasurenents recited in
clainms 17 and 18 are the sane as or in addition to the

nmeasur enent of "paraneters determ native of the density and
pressure of the foamed furnish" already set forth in claiml.
Simlar problens are present in clains 20 and 21 which are
dependent from i ndependent claim5 and in claim25 which

depends from i ndependent clai m 24.

As a result of the anbiguity in the | anguage of the
clains as di scussed above, we are conpelled to enter a new
ground of rejection under 35 U S.C. 8§ 112, second paragraph.
Thus, under the provisions of 37 CFR 1.196(b), we enter the
foll owi ng new ground of rejection against all of the clains

pending in this application.

Clains 1 through 11 and 14 through 37 are rejected under
35 U.S.C. 8§ 112, second paragraph, as failing to particularly
point out and distinctly claimthe subject matter which
appel | ant regards as the invention. More specifically, for
the reasons noted supra, we find that the clains pending in
this application, including the clains currently indicated by
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the exam ner as being allowed, are unclear, sonetines

i nconsi stent, and indefinite.

Turning to the examner's rejections of the appeal ed
clainms under 35 U . S.C. § 103, we enphasi ze again that the
cl ai ms on appeal contain unclear |anguage which renders the
subject matter thereof indefinite for reasons stated supra as
part of our new ground of rejection under 35 U.S.C. 8§ 112,
second paragraph. Accordingly, we find that it is not possible
to apply the prior art relied upon by the examner to the
appeal ed clains in deciding the question of obviousness under
35 US.C 8 103 without resorting to considerabl e specul ation
and conjecture as to the neaning of the questioned Iimtations
in the clains. This being the case, we are constrained to
reverse the examner's rejection of clains 1 through 11, 14,
17 through 30 and 33 through 37 under 35 U.S.C. §8 103 in |ight

of the holding in In re Steele, 305 F.2d 859, 862-63, 134 USPQ

292, 295 (CCPA 1962). W hasten to add that this reversal of
the examner's rejections is not based on the nerits of the
rejections, but on technical grounds relating to the

i ndefiniteness of the appeal ed cl ai ns.
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In view of the foregoing, the exam ner's decision
rejecting clains 35 through 37 under 35 U. S.C. § 112, second
par agraph, is affirmed, but the decision of the exam ner
rejecting clains 1 through 11, 14, 17 through 30 and 33
t hrough 37 under 35 U. S. C
§ 103 is reversed. In addition, pursuant to 37 CFR §
1.196(b), we have entered a new ground of rejection against

all pending clains under 35 U. S.C. 8§ 112, second paragraph.

The decision of the examner is affirnmed-in-part.

In addition to affirmng the examner's rejection of one
or nore clains, this decision contains a new ground of
rejection pursuant to 37 CFR 8§ 1.196(b) (anended effective
Dec. 1, 1997, by final rule notice, 62 Fed. Reg. 53, 131, 53,
197 (Cct. 10, 1997), 1203 Of. Gaz. Pat. & Trademark O fice
63, 122 (Cct. 21, 1997)). 37 CFR 8§ 1.196(b) provides that “a
new ground of rejection shall not be considered final for
pur poses of judicial review”

Regarding any affirmed rejection, 37 CFR § 1.197(b)
provi des:
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(b) Appellant may file a single request for
rehearing within two nonths fromthe date of the
origi nal decision

37 CFR 8§ 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exercise

one of the followng two options with respect to the new
ground of rejection to avoid termnation of proceedings (37
CFR 8 1.197(c)) as to the rejected clai ns:

(1) Submt an appropriate anendnent of the clains

so rejected or a showing of facts relating to the

clainms so rejected, or both, and have the nmatter

reconsi dered by the exam ner, in which event the

application will be renmanded to the exam ner

(2) Request that the application be reheard under

8§ 1.197(b) by the Board of Patent Appeals and
I nterferences upon the sane record . .

Shoul d the appellant elect to prosecute further before
the Primary Exam ner pursuant to 37 CFR 8§ 1.196(b) (1), in
order to preserve the right to seek review under 35 U S.C. 8§
141 or 145 with respect to the affirnmed rejection, the
effective date of the affirmance is deferred until concl usion
of the prosecution before the exam ner unless, as a nere
incident to the limted prosecution, the affirned rejection is
over cone.

If the appellant el ects prosecution before the exam ner

15
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and this does not result in allowance of the application,
abandonnent or a second appeal, this case should be returned
to the Board of Patent Appeals and Interferences for fina
action on the affirnmed rejection, including any tinely request

for rehearing thereof.

No tinme period for taking any subsequent action in

connection with this appeal nay be extended under 37 CFR

8§ 1.136(a).
AFFI RVED- | N- PART: 1. 196(b)
| AN A, CALVERT )
Adm ni strative Patent Judge )
)
) BOARD OF PATENT
CHARLES E. FRANKFORT )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
JENNI FER D. BAHR )
CEF: | nb Adm ni strative Patent Judge )

M CHAEL W FERRELL

FERRELL & FERRELL, L.L.P

90 CRYSTAL RUN ROAD, SUI TE 401
M DDLETOMN, NY 10941
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CGAMI1
A nethod of controlling a jet of foamed furnish | eaving a
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pressuri zed headbox of a paper or a tissue maki ng nmachi ne
conprising the steps of:

feeding foaned furnish to a pressurized headbox to forma
jet of said furnish;

nmeasuring paraneters determ native of the density and
pressure of the foaned furnish

estimating a current velocity of the jet using the
measur enents detem native of density and pressure and using
nei ther direct nmeasurenent of flow volunme rate nor direct
nmeasur enent of flow velocity of the jet;

providing a target velocity of the jet;

conparing the estinated and target jet velocities to
derive a control signal; and

utilizing the control signal to control the feeding step
to vary the estimated jet velocity to the target velocity.

CLAIM 10

A nethod of regulating the velocity of a jet of foaned
furnish | eaving a pressurized headbox of a paper or a tissue
maki ng machi ne conprising the steps of:

feeding foaned furnish to a pressurized headbox to cause
a jet of said furnish to | eave the headbox;

nmeasuri ng paraneters determ native of the density and
pressure of the foamed furnish fed to the headbox and the
pressure of the foamed furnish in the headbox to derive
respective density and pressure neasurenents;
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estimating a current velocity of the jet of foaned
furni sh | eaving the headbox using the density and pressure
nmeasur enent s

usi ng neither direct measurenment of flow velocity nor direct
nmeasur enent of flow volune flow rate of the jet; and

conparing the estimated current jet velocity with a
target velocity and controlling said feeding step to nove the
estimated current velocity and the target velocity closer to
each ot her.

CLAIM 14

A nethod of controlling the velocity of a jet of foaned
furnish | eaving a pressurized headbox of a paper or a tissue
maki ng machi ne conprising the steps of:

operating a punp to provide a flow of foanmed furnish

nmeasuring the density and the pressure of said flow of
foamed furnish and using resulting neasurenents to estimte an
at nospheric pressure air content;

delivering said flow of foaned furnish to a pressurized
headbox having a slice emtting a jet of said foaned furnish
and nmeasuring the pressure of the foanmed furnish in the
headbox;

estimating the current velocity of said jet of foaned
furnish using the estimted atnospheric pressure air content
and the neasured pressure in the headbox using neither direct
nmeasurenent of flow velocity nor direct neasurenent of vol une
flowrate of the jet; and

conparing the estimated current velocity of said jet of
foamed furnish with a target velocity and controlling said
punp to nove the estimated and target velocities closer to
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each ot her.

CLAI M 24

A nethod of controlling a jet of foamed furnish | eaving a
pressuri zed headbox of a paper or a tissue making machi ne
conprising the steps of:

feeding foanmed furnish to a pressurized headbox to forma
jet of said furnish;

measuri ng paraneters determ native of the density and
pressure of the foamed furnish

estimating current velocity of the jet using the
nmeasurenents determ native of density and pressure but using
nei ther dierct measurenment of volune flow rate nor direct
measurenent of flow velocity of the jet; and

usi ng said neasured paraneters to control said feeding
st ep.

CLAI M 26
A nethod of controlling a jet of foamed furnish | eaving a
pressuri zed hydraul i c headbox of a paper or a tissue naking
mahci ne conprising the steps of:
feedi ng foanmed furnish through a positive displacenent
punp to a pressurized hydraulic headbox to forma jet of said
furnish;

measuri ng paraneters directly determ native of density
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and pressure of the foaned furnish at closely adjacent
| ocati ons between said punp and sai d headbox;

neasuring a paraneter directly determ native of the
pressure of the foamed furnish at a |location in said headbox;

estimating a current velocity of the jet based
substantially exclusively upon: said neasurnents determ native
of density and pressure; the density of the Iliquid phase; and
the difference in height between said jet and said location in
sai d headbox at which said paraneter determ native of the
pressure of the foamed furnish in the headbox is neasured;

providing a target velocity of the jet;

conparing the estimated and target jet velocities to
derive a control signal; and

utilizing the control signal to control the speed of the
positive displacenent punp to vary the estimted jet velocity
to the target velocity.

CLAI M 29

A nethod of regulating a jet of foaned furnish | eaving a
pressuri zed hydraul i c headbox of a paper or a tissue naking
machi ne havi ng a novi ng foram nous support conprising the
steps of:

feeding foanmed furninsh to a pressurized hydraulic
headbox to forma jet of said furnish to | eave the headbox;

providing a paraneter determ native of the velocity of
t he novi ng foram nous support;

nmeasuring paranmeters directly determ native of the

density and pressure of the foamed furnish fed to the headbox
and the pressure of the foaned furninsh in the headbox to

A-5
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derive respective density and pressure neasurenents and
estimating a current target pressure of foanmed furnish in said
headbox based substantially exclusively upon: said paraneter
determ native of the velocity of said noving foram nous
support; said neasurenents of density and pressure; the
density of the liquid phase; and the difference in height
between said jet and said | ocation in said headbox at which
the pressure of the foamed furnish in the headbox is neasured;
and

conparing the estimated current target pressure of the
foanmed furnish in the headbox with a paraneter derived from
said density neasurenment and said pressure neasurenents and
controlling said feeding step to nove the estimated current
target pressure in the headbox and the headbox pressure
measur enent cl oser to each other.
CLAI M 36

A nethod of controlling a jet of foamed furnish | eaving a
pressuri zed headbox of a paper or a tissue making machi ne
conprising the steps of:

feeding foaned furnish to a pressurized headbox to forma
jet of said furnish;

nmeasuri ng paraneters determ native of the density and
pressure of the foaned furnish

estimating a paraneter related to a current target
pressure of the foamed furnish in the headbox, said estimting
consisting essentially of using the neasurenents determ native
of density and pressure;

conparing the neasurenent determ native of pressure in
the headbox with the paraneter related to current target
pressure in the headbox to derive a control signal; and

utilizing the control signal to control the feeding step

to vary the measurenent determ native of pressure in the
headbox to the paranmeter determ native of current target
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pressure in the headbox.



