THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 2, 6, 21 and 24. In an anendnent after
final rejection (Paper No. 26, filed August 1, 1996), which

has been entered (advisory action, Paper No. 27), clains 4, 5

L Application for patent filed January 31, 1995. According to the
appel lants, the application is a division of Application No. 08/101, 488, filed
August 3, 1993, now abandoned.
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and 25 through 27 were canceled and clains 6 and 21 were
anended. Cdains 7 through 20 and 22, the only other clains
pending in the application, have been w thdrawn from
consi deration under 37 CFR 8 1.142(b) as being drawn to a
nonel ected invention. ?

We REVERSE and REMAND.

BACKGROUND

The appellants' invention relates to a printing system
conprising a plurality of printing sections and a web wi dth
adj usting device arranged between two of the printing sections
and to a web w dth adjusting nethod used in such a printing
system The purpose of the web wi dth adjusting device and
method is to offset |ateral expansion of the web caused by a
preceding printing station (specification, page 5).

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Huck 3,147, 898 Sep.
8, 1964

Fi scher 4,414, 896 Nov. 15,
1983

2 The anendnent after final rejection filed June 3, 1996 (Paper No. 21)
has not been entered.
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M yoshi 4,589, 650 May 20,
1986

Bar kl ey 4, 696, 230 Sep. 29,
1987

Ckanmura et al. (Gkanura) 5,152, 222 Cct .
6, 1992

Yamashi ta 5,152, 522 Cct .
6, 1992

Ref erences nade of record by this panel of the Board are:

lijima et al. (lijim patent) 5, 619, 921 Apr
15, 19973

Kot terer 3,513, 319 Cct. 23,
1986*

(German | aid open application)

The following rejections are before us for review?®

3 This patent issued on Application No. 08/380,155 (discussed by the
appel l ants on page 5 of Paper No. 26 and on page 19 of the brief), filed
January 30, 1995, which is a continuation of Application No. 08/ 041,195, filed
April 1, 1993, now abandoned.

4 This is the docunent discussed by the appellants on page 5 of Paper
No. 26 and on page 19 of the brief. An English |anguage translation of this
reference, prepared for the Patent and Trademark O fice, is appended hereto.

5> The exanminer indicated in Paper No. 27 (advisory action nailed August
15, 1996) that the rejection under the first paragraph of 35 U. S.C. § 112 set
(continued...)
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A Clains 2, 6 and 24 stand rejected under 35 U.S.C. § 103
as bei ng unpatentable over Barkley in view of Ckanura and
each of Myoshi, Huck and Yanashit a.

B. Claim 21 stands rejected under 35 U . S.C. §8 103 as being
unpat ent abl e over Barkley in view of Ckanura et al. and
each of Myoshi, Huck and Yamashita, as applied above,
further in view of Fischer.®
Ref erence is nade to the brief (Paper No. 29) and reply

brief (Paper No. 32) and the answer (Paper No. 30) for the

respective positions of the appellants and the exam ner with
regard to the nerits of these rejections.
OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clains, to the applied prior art references, and to the

respective positions articulated by the appellants and the

5(...continued)
forth in the final rejection had been overcone by the anendrment of Paper No.
26. The answer, at page 2, states that the rejection under the second
paragraph of 35 U.S.C. 8 112 was al so overconme by the anendnent of Paper No.
26.

6 W note that the 35 U.S.C. § 103 rejections of clainms 6, 21 and 24 set
forth in the examiner's answer differ fromthose set forth in the fina
rejection in that the exam ner is no longer relying on the teachings of Shiba
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exam ner. As a consequence of our review, we nake the
determ nati ons which follow.

Bar kl ey di scl oses web bustling devices adjustably nounted
bet ween successive printing units of a nmulti-color printing
press to offset the web fanout effect discussed in colum 1,
lines 22-44. The bustling devices formbustles or ridges in
the web (see Figure 12) to effectively shrink the web back to
its original width so that the previously printed inage is
brought into precise registration with the next col or inmage
(abstract). The bustling devices conprise air nozzles (30)
supplied with conpressed air froma conpressed air source (12)
and bustle wheels (134) which are adjustable in position
toward and away fromthe web to adjust the depth of the
bustles or ridges. Either wheel bustling or air bustling or a
conbi nation of both air and wheel bustling nay be enpl oyed, as
explained in colum 9, lines 19 to 24.

Wi | e the exam ner considers the use of danpeni ng water
to be inherent in Barkley, the exam ner alternately contends
that it would have been obvious to one having ordinary skill
inthe art at the tinme the invention was made to utilize

printing units which function to | eave the web in a danpened
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node, in view of the teachings of Huck and Ckamura (answer,
page 5). The appellants do not chall enge the exam ner's
position with regard to the use of danpeni ng water.

The exami ner also inplicitly concedes that Barkley |acks
a neans or step for applying counter pressure to the other
side of the paper web at a second | ocation along the paper web
traveling direction, as required by the clains on appeal, but
takes the position that the use of a counter pressure cylinder
in Barkley for producing a wavy surface on the web woul d have
been obvious "in view of the teachings and for the reasons as
di scl osed by each of" Huck, Yamashita and M yoshi (answer,
page 5). For the follow ng reasons, we cannot agree.

M yoshi di scl oses a paper sheet feeding device conprising
top and bottom conveyor rollers (9, 10) di sposed on opposite
si des of the paper sheet feeding path which, as shown in
Figure 4, are offset relative to each other in a direction
transverse to the direction of sheet travel and rotatably
mount ed on two shafts (18, 19) spaced a distance |ess than the
sumof the radii of the rollers (9, 10) such that the paper
sheet passing therebetween assunmes a wavy pattern. As

explained in colum 4, lines 35-42, the conveyor rollers (9,
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10) are designed to permt passage of a first sheet (Gl)
t her ebet ween whil e preventing advancenent of a second sheet
(&) which may have been conveyed together with the first
sheet. Specifically, the roller (10) rotates in a direction
such that the top peripheral face thereof travels in the
upstreamdirection to halt a second sheet (&). Wile the
cl anpi ng between the rollers (9, 10) does effect a wavy
contour of the conveyed sheet (Gl), as illustrated in Figure
4, the disclosed arrangenent is specifically designed for
advancenent of sheets one at a tinme and thus would not, in our
opi ni on, have commended itself for use with a continuous web
wi dt h adj usting bustle device as disclosed by Barkl ey.
Yamashi ta di scl oses opposed, laterally offset rollers (2)
fixedly nounted on drive shafts (1, 1) which engage opposite
sides of a sheet-like article (4), formng a wavy pattern in
the article, so as to obtain sufficient gripping force to
convey the sheet-like article (colum 3, lines 41-46). \Wile
Yamashita does illustrate an arrangenent of laterally offset
rollers disposed on opposite sides of a noving sheet materi al
formng a wavy pattern in the web, we find no teaching in

ei ther Yamashita or Barkley which woul d have suggested the use



Appeal No. 1998-1020 Page 8
Appl i cation No. 08/381, 423

of an arrangenent as taught by Yamashita in a web width

adj usting device such as the one taught by Barkl ey, which need
not grip the paper web. Mreover, even if

Bar kl ey and Yamashita were conbi ned as proposed by the

exam ner, Yamashita woul d not have suggested di sposing the
counter pressure rollers at a different |ocation along the
travel direction than that of the pressure applying rollers,
as required by the clains.’

Huck di scloses a different type of registration device
for use in a multiple stage printing device to solve the sane
fanout probl em addressed by Barkley. The Huck registration
device conprises rollers (14, 15) disposed on opposite sides
of a noving web, the rollers being noved |laterally outward or
inward to control lateral tension in the web w thout causing
wrinkling of the web (colum 10, lines 1-4). The purpose of

t he opposing rollers used in Huck is to grip the web to

"I'n making this determination, we interpret "at a second |ocation al ong
sai d paper web traveling direction . . . different than said first |ocation"
as used in the clainms on appeal as requiring that the pressure and counter
pressure applying neans or steps be offset from one another along the web
traveling direction (i.e., one is |ocated downstream of the other in the
direction of travel of the web). In our opinion, this limtation would not be
nmet nmerely by offsetting the pressure and counter pressure applying neans or
steps only in a direction transverse to the web traveling direction, as
suggest ed by the exani ner (answer, page 8).
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stretch or conpress it laterally as needed. As such gripping
is not required in the Barkley bustling device, it is not
apparent to us why one of ordinary skill in the art would have
been notivated to provide counter pressure rollers on the side
of the web opposite the bustling wheels and rollers of

Barkley. Further, even if the teachings of Barkley and Huck
wer e conbi ned as proposed by the exam ner to provide counter
pressure applying rollers on the Barkley device, Huck would
not have suggested providi ng such counter pressure applying
rollers at a different |ocation along the web traveling
direction as required by the clains.

For the foregoing reasons, we do not find the references
applied by the exam ner sufficient to have suggested the
subject matter of clainms 2, 6 and 24. Accordingly, we shall
not sustain the examner's rejection of these clains.

As to the examner's rejection of claim?2l, we have
reviewed the additional teachings of Fischer, but we find
not hi ng therein which overcones the deficiencies of the
conbi nati on of Barkl ey, Okamura, Myoshi, Huck and Yanashita
di scussed above. Thus, it follows that we shall al so not

sustain the examner's rejection of claim21.
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REMAND TO THE EXAM NER

This application is remanded to the exam ner for
consi deration of the foll ow ng issues:

1. Whet her clainms 2, 6, 21 and 24 are unpatentabl e under 35
U S.C. 8 103 over Kotterer in view of other prior art.

Kotterer discloses a device conprising air nozzles (5)
for correcting the print material side register of a band of
paper (4) passing through a series of three printing units
(1,2,3) by causing the paper to arch along its width to
conpensate for w dening of the band of paper during printing.
The exam ner should particularly note that the air nozzles may
be | ocated "beneath and/ or above the band of paper (4)"
(translation, page 4). Wth nozzles di sposed both above and
beneath the band, as disclosed by Kotterer, it appears to us
that the device conprises a pressure applying neans (the
nozzl es di sposed between printing units 1 and 2 beneath the
band) at a first |location along a paper web traveling
direction and a counter pressure applying neans (the nozzles
between the printing units 2 and 3 above the band) at a second
| ocation along the web traveling direction that is different

fromthe first location, with both the pressure applying neans
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and the counter pressure applying neans bei ng arranged between
two printing units (1 and 3).

2. Whet her clains 2, 6, 21 and 24 are unpatentabl e under 35
US C 8§ 102(e) or 103 over the lijim patent, either alone or
in conbination with other prior art.

The lijim patent discloses in clains 1 through 13
therein that the first and second wave form ng nmeans (or first
and second plurality of ejectors) are located in
"substantially the sane position in a |ongitudinal direction
of the paper web." As this claimlanguage is explicitly
broader than "the sane position in a |ongitudinal direction of
t he paper web," the exam ner should consider whether this
t eaches or suggests locating the first and second wave form ng
means in different positions in the |ongitudinal direction
(the web travel direction).

3. Whet her clains 2, 6, 21 and 24 should be rejected under
the judicially created doctrine of double patenting as being
unpat ent abl e over any of clains 1-13 of the lijim patent,

either alone or in view of other prior art.?

8 Atimely filed terminal disclainmer in conpliance with 37 CFR 1.321(c)
(continued...)
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The judicially created doctrine of double patenting is
grounded in public policy (a policy reflected in the patent
statute) so as to prevent the unjustified or inproper tinmew se
extension of the "right to exclude"” granted by a patent by
prohi biting the issuance of clainms in a second patent not
patentably distinct fromthe clains of the first patent. See

In re Longi, 759 F.2d 887, 892, 225 USPQ 645, 648 (Fed. Cr

1985) .

In particular, in determ ning whether the appellants
clainms are patentably distinct frompatent clains 1-13, the
exam ner shoul d consider whether the recitation in patent
clainms 1-13 "substantially the same position in a |ongitudinal
direction of the paper web" woul d have suggested to one of
ordinary skill in the art placenment of the wave form ng neans
at sonewhat different positions along the |ongitudinal

direction of the web (the web traveling direction).

8(...continued)
may be used to overcone an actual or provisional obviousness-type double
patenting rejection provided the conflicting application or patent is shown to
be conmonly owned with this application. See 37 CFR 1.130(b).
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 2, 6, 21 and 24 under 35 U S.C. 8 103 is reversed.
Additionally, the application is remanded to the exam ner for
consi deration of the issues discussed above.

REVERSED and REMANDED

| RW N CHARLES COHEN
Adm ni strative Patent Judge

BOARD OF PATENT

JEFFREY V. NASE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JENNI FER D. BAHR
Adm ni strative Patent Judge
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