TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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ON BRI EF

Bef ore COHEN, McQUADE and GONZALES, Adninistrative Patent
Judges

GONZALES, Admini strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe exam ner's fina
rejection of clainms 1, 3 through 11, 13 through 21 and 31

through 33. daim12, the only other claimremining in the

! Application for patent filed June 6, 1995.
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appl i cation, stands withdrawn from further consideration under
37 CFR
8§ 1.142(b), as being directed to a non-el ected speci es.
Clains 2 and 22 through 30 have been cancel ed.

W REVERSE.

The invention is directed to a plastic security envel ope,
and particularly to a tanper-resi stant envel ope havi ng two
di fferent adhesive closure seals. The subject matter before
us on appeal is illustrated by reference to clains 1, 13 and
31 which, along with the other clains on appeal, have been
reproduced in an "appendi x" filed on Septenber 21, 1998 (Paper
No. 15).

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed clains are:
Craig 4,712,729 Dec. 15,
1987
Canno 4,759, 643 Jul . 26,
1988
Hol conb et al. 4,937, 040 Jun.
26, 1990
(Hol conb)
Restel |l o 1, 025,034 Apr. 06,
1966
(British Patent Docunent)

Carter 2, 265, 883 Cct. 13,
1993
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(British Patent Docunent)

The following rejections are before us for review?

clains 1, 3, 4, 6, 9, 10, 13, 15, 18, 19 and 31

t hrough 33
stand rejected under 35 U S.C. § 103 as being unpatentable
over Hol conmb in view of Canno;?

claims 5 and 14 stand rejected under 35 U.S.C. 8§ 103 as
bei ng unpat ent abl e over Hol conb in view of Canno, as applied
to claims 1 and 13, and further in view of Carter;

clains 7, 8, 16 and 17 stand rejected under 35 U S. C. 8§
103 as bei ng unpat entabl e over Hol conb in view of Canno, as
applied to clains 1 and 13, and further in view of Craig; and

clainms 11, 20 and 21 stand rejected under 35 U S.C. 8§ 103

as being unpatentabl e over Holconb in view of Canno, as

2 1n the final rejection, clains 1, 3-11, 13-21 and 31-33 were al so

rejected under 35 U.S.C. § 112, second paragraph. Since no nmention of this
rejection has been made by the examiner in the answer, we presune that the
exam ner has withdrawn the final rejection of clains 1, 3-11, 13-21 and 31-33
on this ground. Ex parte Emm 118 USPQ 180, 181 (Bd. App. 1957).

®We note that claim4 is inconsistent with claim1 from which it
depends. Caiml recites that it is the second adhesive seal which is
di sposed to adhere to an exterior surface of the second panel. For purposes
of our review, we construe claim4 as reciting that the second adhesive sea
is positioned on the fold-over flap. Correction of claim4 is in order upon
return of this application to the jurisdiction of the exam ner.
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applied to clainms 1 and 13, and further in view of Restello.
The full text of the exam ner's rejections and the
responses to the argunents presented by appellant appear in
the final rejection (Paper No. 6, nmailed May 1, 1997) and the
answer (Paper No. 10, nmiled Decenber 10, 1997), while the
conpl ete statenent of appellant's argunents can be found in
the main and reply briefs (Paper Nos. 9 and 11, filed Novenber

3, 1997 and January 8, 1998, respectively).

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. As a consequence of our review, we have made the

determ nati ons which foll ow.

The rejection of clains 1, 3, 4, 6, 9, 10, 13, 15, 18, 19 and

31 through 33
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W reverse the examiner’s rejection of clainms 1, 3, 4, 6,
9, 10, 13, 15, 18, 19 and 31 through 33 under 35 U S.C. 8§ 103.
In rejecting clains under 35 U. S.C. 8§ 103 the exam ner

bears the initial burden of presenting a prima facie case of

obvi ousness. In re Rijckaert, 9 F.3d 1531, 1532, 28 USPQd

1955, 1956 (Fed. Cir. 1993); In re QCetiker, 977 F.2d 1443,
1445, 24 USPQ2d 1443, 1444 (Fed. Cir. 1992). Only if that
burden is nmet does the burden of comng forward with evidence
or argunent shift to the applicant. 1d. |If the exam ner

fails to establish a prima facie case, the rejection is

i nproper and will be overturned. In re Fine, 837 F.2d 1071,

1074, 5 USP@@d 1596, 1598 (Fed. GCr. 1988). 1In order to

establish the prima facie

obvi ousness of a clained invention, all the claimlimtations

nmust be taught or suggested by the prior art. In re Royka,

490 F.2d 981, 985, 180 USPQ 580, 583 (CCPA 1974).
We begin our review with i ndependent claiml1l. W note
that claim1l1 calls for a tanper resistant envel ope conpri sing,

inter alia, first and second panels, a first adhesive sea
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di sposed on an interior surface of the first panel opposite an
interior surface of the second panel for sealingly adhering to
the interior surface of the second panel at a |ocation spaced
fromthe upper edge of the second panel and fornmed of an
adhesi ve materi al having adherent properties which are
resistant to rel ease at tenperatures substantially bel ow room
tenperature, and a second adhesive seal disposed on the first
panel for sealingly adhering to an exterior surface of the
second panel at a | ocation spaced fromthe upper edge of the
second panel and formed of an adhesive material having
tenperature rel ated adherent properties which are different
fromthose of the adhesive material fromwhich the first
adhesi ve seal is forned.

The exam ner descri bes Holconb (final rejection, pages 2
and 3) as disclosing an adhesive seal 38 (Figures 9A-90
including a first adhesive seal 46 and a second adhesi ve sea

52 of different

materials. The adhesive seal 52 is described by the exam ner

as "di sposed on the flap 36 for adhering to the exterior
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surface 24 of the second panel 12 (Fig. 90" (id.). The

exam ner, acknow edging that Hol conb does not show t he
adhesi ve seal 38' disposed on the interior surface 28 of the
first panel 14, cites Canno for its teaching of an adhesive
seal 25 (Figs. 2-5) on both a flap 24 and an interior surface
of a panel 21. It is the examner's position that it would
have been obvi ous

to extend the adhesive seal 38 of Holconb et al. from

the flap to the interior surface of the first panel (thus

i nherently disposing the first adhesive seal 46 on the

interior surface 28 of the first panel 14) as taught by

Canno, in order to provide the envelope with an effective

and self-sealing closure. (Final rejection, page 3).

Appel | ant argues that the conbined di scl osures of Hol conb
and Canno fail to teach or suggest positioning first and
second adhesi ve seal s having di fferent adherent properties at
the locations recited in claim1 (nmain brief, page 10).

W agree. Assum ng, arguendo, that it would have been
obvious to extend the adhesive seal 38 of Holconb to the
inter- ior surface 28 of panel 14 opposite the interior
surface of panel 12, as suggested by the exam ner, the

adhesi ve seal would not have been capable of sealingly

adhering to the interior surface
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of the second panel at a |ocation spaced fromthe upper edge

of the second panel. Rat her, the seal 38' of Hol conb woul d

have extended to the upper edge of panel 12 (see Canno's Fig.
5). Since all the claimlimtations woul d not have been
taught or suggested by the conbi ned di scl osures of Hol conb and
Canno, it follows that the exam ner has not established the

prima facie obviousness of the invention set forth in claiml.

See In re Royka, supra. Accordingly, we cannot support the

examner's rejection of claim1l under 35 U S. C. § 103.
I ndependent clainms 13 and 31 call for a tanper resistant

envel ope conprising, inter alia, first and second panels, a

first adhesive seal disposed on an interior surface of the
first panel and a second adhesive seal disposed on the
interior surface of the first panel spaced fromthe first
adhesive seal. Appellant argues (brief, pages 12 and 14) that
nei ther Hol conb nor Canno di scl oses "a second adhesi ve sea
spaced fromthe first adhesive seal.” W agree. Holconb
di scl oses a single closure strip 38 in Figures 9A-9C conposed
of a | ow adhesion material 52 and a | ayer of adhesive 46
appl i ed over the | ow adhesion material (col. 8, lines 1-16).
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As shown in Figure 9A, the adhesive 46 is in direct contact
wi th, not spaced from | ow adhesion material 52. Canno al so

fails to teach or suggest two adhesive seals

spaced from one another on the sane panel. Accordingly, we
will not sustain the standing 35 U.S.C. 8§ 103 rejection of
I ndependent clains 13 and 31.

Claims 3, 4, 6, 9 and 10, dependent on claim1l1, clains
15, 18 and 19, dependent on claim 13, and clains 32 and 33,
dependent on claim 31, contain all of the Iimtations of their
respecti ve i ndependent claim Therefore, we will also not
sustain the standing 35 U.S.C. 8 103 rejection of these

cl ai ns.

The rejection of clainse 5 and 14

W reverse the examiner’s rejection of clains 5 and 14
under 35 U.S.C. § 103.

Carter is cited by the exam ner (final rejection, pages 3
and 4) for its teaching of a fold line, i.e., weld seam 25,
between a first panel 14 and a flap 30 (see, Carter, page 3).
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Qur review of Carter reveals that Carter also discloses that
nore than one strip of adhesive 31 may be provided (id.). For
exanple, in Figure 2, Carter shows a second band of adhesive
80 | ocated on wall portion 16.

Clains 5 and 14 recite that the first adhesive seal has
adherent properties which are resistant to rel ease at

tenperatures substantially bel ow roomtenperature and that the

second adhesi ve seal has tenperature rel ated adherent
properties which are different fromthose of the first
adhesive seal. Holconb does, in fact, suggest formng closure
strip 38 with a |layer of adhesive 46 which is resistant to
rel ease at tenperatures substantially bel ow roomtenperature
(see, col. 10, lines 29 et seq.). The exam ner has determ ned
(final rejection, page 2) that Hol conb teaches or suggests
that | ow adhesion material 52 has adherent properties which
are different fromthose of adhesive |layer 46. Assum ng,
arguendo, that the different adherent properties of |ow
adhesion material 52 are tenperature related as required by

the clains, we can find no notivation in the conbi ned
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t eachi ngs of Hol comb, Canno and Carter for form ng the
adhesi ve | ayer 46 of Hol conb spaced fromthe | ow adhesi on
material 52 so as to provide spaced first and second seal s.
Hol conb teaches that the |ayer of adhesive 46 nust be applied
over the | ow adhesion nmaterial 52 so that if the bag is

seal ed, reopened and then resealed, indicia is forned

i ndicating that the bag has been opened and reseal ed. See,
col. 5, lines 49 through col. 6, line 31. Thus, separating

t he adhesive | ayer 46 of Holconb fromthe | ow adhesi on
material 52 would be contrary to the very teachings of

Hol conb.

Since all the limtations of claims 5 and 14 woul d not
have been taught or suggested by the conbi ned discl osures of
Hol conb, Canno and Carter, it follows that the exam ner has

not established the prima facie obviousness of the invention

set forth in these clains. See |In re Royka, supra.

The rejection of clains 7, 8, 16 and 17

W reverse the examner’s rejection of clains 7, 8, 16
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and 17 under 35 U.S.C. § 103.

Clains 7 and 8, which depend fromclaiml1l, and clains 16
and 17, which depend fromclaim13, include all of the
limtations of their respective parent clainms. Qur review of
Craig, which is applied by the exam ner along with Hol conb and
Canno to reject clainms 7, 8, 16 and 17, indicates to us that
this reference does not supply the deficiencies in the
conbi ned teachi ngs of Hol conb and Canno not ed above.
Accordingly, we will not sustain the standing 35 U . S.C. § 103

rejection of these clains.

The rejection of clains 11, 20 and 21

Qur review of Restello which is used in conbination with
Hol conb and Canno to reject clains 11, 20 and 21,
respectively, reveals that it also fails to supply the

deficiencies in Hol conb

and Canno di scussed above. Since clains 11, 20 and 21 are
dependent fromclains 1 or 13, we will not sustain the

standing 35 U S.C. 8 103 rejection of these cl ains.
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In summary, all of the examiner's rejections of clains 1,

3 through 11, 13 through 21 and 31 through 33 are reversed.

REVERSED

| RW N CHARLES COHEN
Adm ni strative Patent Judge

BOARD OF PATENT
JOHN P. McQUADE APPEALS AND
Adm ni strative Patent Judge | NTERFERENCES

JOHN F. GONZALES
Adm ni strative Patent Judge

N N N N N N N N N N N N

vsh
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David M Carter
Dlworth & Barrese

333 Earle Ovington Bl vd.
Uni ondal e, NY 11553
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