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was not witten for publication in a law journal and (2) is
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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S. C. § 134
fromthe examner’s rejection of clainms 22-26, which
constitute all the clains remaining in the application.

The invention pertains to a nethod for handling a

request for a newcall froma nobile station which is
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currently in an active call state. More particularly, the
invention is directed to reducing the anmount of communications
requi red between the nobile station and the central network.
Representative claim22 is reproduced as foll ows:
22. A signalling nmethod for a radi ocomuni cation
system having a nobile station and a network conprising the

steps of:

establishing an active call between said nobile
station and said network;

transmtting a signal fromsaid nobile station to said
network requesting that a new call be established;

detecting, in said network, said established active

cal | ;

interpreting, in said network, said signal as a
request to place on hold said active call; and

establishing said new call.

The exam ner relies on the follow ng references:
Barnes et al. (Barnes) 4,829, 554 May 9, 1989
Pugh et al. (Pugh) 5,414, 754 May 9, 1995

(filed July 9, 1992)
Claim 24 stands rejected under 35 U . S.C. § 112, second
par agraph, for failing to particularly point out and
distinctly claimthe invention. Cdainms 22 and 23 stand
rejected under 35 U . S.C. § 102(b) as being anticipated by the

di scl osure of Barnes. Cains 24-26 stand rejected under 35
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U S.C 8 103. As evidence of obviousness the exam ner offers
Pugh in view of Barnes.

Rat her than repeat the argunents of appellants or the
exam ner, we nake reference to the brief and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner, the argunents
in support of the rejections and the evidence of anticipation
and obvi ousness relied upon by the exam ner as support for the
prior art rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, the appellants’
argunents set forth in the brief along with the examner’s
rationale in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that claim?24 particularly points out the invention
in a manner which conplies with 35 U S.C. § 112. W are also
of the view that the disclosure of Barnes fully neets the
invention as set forth in clainms 22 and 23. Finally, we are
of the view that the collective evidence relied upon and the
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| evel of skill in the particular art woul d have suggested to
one of ordinary skill in the art the obviousness of the
invention as set forth in clainms 24 and 25. W reach the
opposite conclusion with respect to claim26. Accordingly, we

affirmin-part.
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We consider first the rejection of claim24 under the
second paragraph of 35 U.S.C. § 112. The exam ner’s rejection
indicates that, in the examner’'s view, claim24 does not
correspond in scope to what appellants regard as their
i nvention [answer, pages 3-4]. Appellants respond that claim
24 sets forth exactly what they consider to be their invention
and that claim 24 unanbi guously infornms those skilled in the
art what is being clainmed [brief, pages 4-5].

The general rule is that a claimnust set out and
circunscribe a particular area with a reasonabl e degree of
precision and particularity when read in |light of the

di sclosure as it would be by the artisan. [In re More, 439

F.2d 1232, 1235, 169 USPQ 236, 238 (CCPA 1971). Acceptability
of the claimlanguage depends on whet her one of ordinary skill
in the art would understand what is clained in |light of the

specification. Seattle Box Co., v. Industrial Crating &

Packing. Inc., 731 F.2d 818, 826, 221 USPQ 568, 574 (Fed. Cr

1984) .

We agree with appellants that the artisan having
consi dered the specification of this application would have no
difficulty ascertaining the scope of the invention recited in
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claim24. The exam ner has not identified why the scope of
the invention recited in claim24 would not be understood by
the artisan. Instead, the exam ner sinply disagrees with
appellants that claim24 is consistent in scope with their
invention. It is an applicants’ right to define what the
invention is, and the scope of that invention can be clained
as broadly as the prior art allows. W find that the netes
and bounds of the invention recited in claim24 wuld be clear
to the artisan when considered in light of the specification.
Therefore, the rejection of claim24 under the second
paragraph of 35 U . S.C. 8 112 is not sustai ned.

We now consider the rejection of clains 22 and 23
under 35 U.S.C. 8§ 102(b) as being anticipated by the
di scl osure of Barnes. Anticipation is established only when a
single prior art reference discloses, expressly or under the
princi pl es of inherency, each and every elenent of a clained
invention as well as disclosing structure which is capabl e of

performng the recited functional limtations. RCA Corp. V.

Applied Digital Data Systens., Inc., 730 F.2d 1440, 1444, 221

USPQ 385, 388 (Fed. Cir.); cert. dismssed, 468 U S. 1228

(1984); WL. CGore and Associates, Inc. v. Garlock, Inc., 721
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F.2d 1540, 1554, 220 USPQ 303, 313 (Fed. Cir. 1983), cert.
deni ed, 469 U.S. 851 (1984).

The exam ner quotes several portions of Barnes in
support of his position that Barnes fully nmeets the clai ned
i nvention [answer, pages 4-7]. Appellants argue that Barnes
does not teach or suggest the step of interpreting a new cal
signal in the network as a request to place the active call on
hold [brief, page 5]. W have carefully considered the record
in this case, and we agree with the exam ner that Barnes
anticipates the invention as set forth in clainms 22 and 23.

The starting point for any analysis of anticipation
has to be a consideration of the scope of the clained
invention. A key feature of the examner’'s rejection is the
examner’s interpretation that to place a call on hold broadly
means that a tel ephone connection is maintained. The exam ner
points to the request for a conference call in Barnes as
nmeeting the recitations of clains 22 and 23. Wen an ongoi ng
call by a nobile unit is taking place in Barnes, and the user
desires to add an additional instrument, Barnes discloses that
t he connection between the original tw parties is maintained
while the call is placed to the tel ephone instrunent to be
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added [colum 28, line 64 to colum 29, line 30]. Based upon
the exam ner’s broad interpretation of the clains, Barnes
teaches that the signal requesting that an instrunment be added
acts as a request to maintain the original call or to place
the original call on “hold” within the broad neaning of that
term

Al t hough appel | ants argue that Barnes does not teach
the step of interpreting a new call signal as a request to
pl ace the active call on hold, they never address the
exam ner’s position that maintaining a call connection between
the original parties broadly neets the | anguage of placing a
call on hold. W agree with the exam ner that if his broadest
interpretation of the claimis acceptable, then the scope of
claim?22 is net by the request to add an additional instrunent
as disclosed by Barnes. W find nerit in the examner’s claim
interpretation which has essentially gone unchal |l enged by
appel l ants. Therefore, we sustain the exam ner’s rejection of
claim 22 under 35 U. S. C
§ 102.

Wth respect to claim23, appellants argue that they
cannot find any teaching in Barnes for a call reference val ue
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which identifies the new call but does not identify the active
call [brief, page 7]. Wen the request for a new call occurs
in Barnes, the user nmust transmt the new tel ephone nunber to
the network. W interpret this new tel ephone nunber as being
the clainmed call reference value. Since this value identifies
the new call but does not identify the active call, the
recitation of claim23 is fully nmet. Therefore, we also
sustain the rejection of claim23 under 35 U S.C. § 102.

We now consider the rejection of clains 24-26 under 35
U S.C. 8 103 as unpatentabl e over the teachings of Pugh in
view of Barnes. In rejecting clainms under 35 U S.C. § 103, it
i s incunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@@d 1596, 1598 (Fed. Cir. 1988). In
so doing, the examner is expected to make the factual

deternm nations set forth in G ahamv. John Deere Co., 383 U. S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nmust stem
fromsone teaching, suggestion or inplication in the prior art
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as a whol e or know edge generally avail able to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-W]|ey

Corp., 837 F.2d 1044, 1051, 5 USP2d 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland G1l, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657

664 (Fed. Gir. 1985), cert. denied, 475 U.S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. G r. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQR2d 1443, 1444 (Fed. G
1992). If that burden is net, the burden then shifts to the

applicant to overcone the prim facie case with argunent

and/ or evidence. Obviousness is then determ ned on the basis
of the evidence as a whole and the rel ative persuasi veness of

the argunents. See 1d.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cr. 1986); In re Passaic, 745 F.2d

1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and ln re

Ri nehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
Only those argunents actually nmade by appel |l ants have been
considered in this decision. Argunents which appellants could
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have made but chose not to nmake in the brief have not been
consi dered [see 37 CFR
§ 1.192(a)].

The exam ner’s rejection takes the position that Pugh
teaches all the features of these clains except for the step
of transmtting a single signal which requests a new call
w t hout sending a request to put the active call on hold. The
exam ner cites Barnes as teaching this feature and asserts the
obvi ousness of automatically placing an active call on hold
when a request for a new call is received [answer, pages 7-

10] .
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Wth respect to claim 24, appellants’ only argunent is
t hat Barnes does not teach a “single signal transmtted froma
nmobil e station to a network requesting the network to setup a
new call, which signal does not include a request to put the
active call on hold, in response to which the network does
pl ace the active call on hold” [brief, pages 7-8]. In view of
the exam ner’s broad interpretation of placing a call on hold
and our discussion above with respect to claim?22, we agree
with the exam ner that the request to add an additi onal
instrunment in Barnes has the effect of also placing the active
call on hold without a separate request to do so. Since
appel l ants’ argunent is not persuasive of error in the
rejection of claim?24, we sustain the exam ner’s rejection of
claim 24 under 35 U.S. C
§ 103. Since claim?25 has the sanme recitation as claim23, we
al so sustain the rejection of claim25 for the reasons
di scussed above.

Wth respect to claim 26, appellants argue that “there
is absolutely no disclosure in Pugh et al of receiving a

request for transmtting DITMF tones and in response thereto
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deciding to transmt DITMF tones to equi pment associated with
an active call rather than equi pnent associated with a call on
hold” [brief, page 9]. W agree with appellants.

The exam ner has never specifically addressed the
limtations of claim26. Cdaim26 is different fromthe other
clainms in that the nethod operates when a nobile unit has both
an active call and a call on hold at the same tine. The
cl ai med nethod requires that DTMF tones be sent to the party
associated wth the active call rather than the party
associated with the call on hold. W can find nothing in the
applied references nor anything identified by the exam ner
whi ch teaches or suggests this operation. Therefore, the

exam ner has failed to establish a prima facie case of

obvi ousness. Accordingly, we do not sustain the exam ner’s
rejection of claim26 under 35 U.S. C
§ 103.

In summary, we have sustained the rejections of clains
22-25 based on prior art. W have not sustained the rejection
of claim26 nor the rejection of claim?24 under 35 U S.C. §
112, second paragraph. Therefore, the decision of the

exam ner rejecting clains 22-26 is affirnmed-in-part.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

STUART N. HECKER
Adm ni strative Patent Judge

)
JAMVES D. THOVAS )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
JERRY SM TH )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
)
)
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RONALD L. CGRUDZI ECKI

BURNS, DOANE, SWECKER & MATHI S
PO BOX 1404

ALEXANDRI A, VA 22313-1404
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