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This is a decision on the appeal under 35 U S. C. § 134
fromthe examner’s rejection of clains 3-6 and 8-11, which
constitute all the clains remaining in the application. An
anmendnent after final rejection was filed on January 13, 1997
and was entered by the exam ner.

The di scl osed invention pertains to a nmethod and
apparatus for maintaining data coherency between servers and
nobil e renbte units in a data comruni cati ons system More
specifically, the invention is directed to a techni que which
enables a renote unit upon “waking up” to still rmaintain nost
of its cached storage. The technique of the invention is
referred to as Grouping with COd update set REtention
( GCORE)

Representative claim 10 is reproduced as foll ows:

10. A nethod, for maintaining data coherency between one
or nore servers and one or nore renote units adapted to

operate in a disconnected node, in an information handling
system conprising the steps of:

storing data objects in one or nore servers;
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groupi ng data objects stored in the one or nore
servers into one or nore groups;

periodically broadcasting one or nore invalidation
reports fromone or nore of the servers to one or nore of the
remote units, each invalidation report conprising information
related to one or nore data objects updated during one or nore
nost recent broadcast intervals predeterm ned intervals;

excl uding, by the one or nore servers, one or nore
recently updated objects froma group; and

testing a group validity, when requested by a renote
unit, w thout object-by-object conparison.

The exam ner relies on the follow ng references:

Nel son et al. (Nelson) 5,452, 447 Sep. 19, 1995
(filed Dec. 21,

1992)

Hoover et al. (Hoover) 5, 560, 005 Sep. 24, 1996
(filed Feb. 25,

1994)

Clains 3-6 and 8-11 stand rejected under 35 U S.C. 8§
103. As evidence of obviousness the exam ner offers Hoover in
vi ew of Nel son

Rat her than repeat the argunents of appellants or the
exam ner, we make reference to the brief and the answer for
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the respective details thereof.
OPI NI ON
We have carefully considered the subject matter on
appeal, the rejection advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejection. W have, |ikew se, reviewed and taken into

consi deration, in reaching our decision, the appellants’

argunents set forth in the brief along with the exam ner’s
rationale in support of the rejection and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the evidence relied upon and the | evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in clains 3-6 and 8-11. Accordingly, we reverse.

Appel I ants have indicated that for purposes of this
appeal the claims will all stand or fall together as a single
group [brief, page 3]. Consistent with this indication
appel l ants have nade no separate argunents with respect to any
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of the clainms on appeal. Accordingly, all the clains before

us will stand or fall together. Note In re King, 801 F.2d

1324, 1325, 231 USPQ 136, 137 (Fed. Cir. 1986); In re

Sernaker, 702 F.2d 989, 991, 217 USPQ 1, 3 (Fed. Cr. 1983).
Therefore, we will only consider the rejection against
i ndependent claim 10 as representative of all the clains on
appeal .

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ@2d 1596, 1598 (Fed. Cr. 1988). 1In

SO

doi ng, the exam ner is expected to nmake the factual

determ nations set forth in G ahamv. John Deere Co., 383 U S

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nust stem
from sonme teaching, suggestion or inplication in the prior art
as a whol e or know edge generally available to one having
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ordinary skill in the art. Uniroyal, Inc. v. Rudkin-W]|ey

Corp., 837 F.2d 1044, 1051, 5 USP2d 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland G 1, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657

664 (Fed. Gir. 1985), cert. denied, 475 U.S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. G r. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQR2d 1443, 1444 (Fed. G
1992). If that burden is net, the burden then shifts to the

applicant to overcone the prim facie case with argunent

and/ or evidence. Obviousness is then determ ned on the basis
of the evidence as a whole and the rel ative persuasi veness of

the argunents. See 1d.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ

685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d 1468,

1472,

223 USPQ 785, 788 (Fed. Cir. 1984); and In re Rinehart, 531

F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976). Only those
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argunents actually made by appell ants have been considered in

this decision. Argunents which appellants could have made but
chose

not to nmake in the brief have not been considered [see 37 CFR
§ 1.192(a)].

In the rejection of independent clainms 10 and 11, the
exam ner essentially found that Hoover taught all the features
of these clainms except for the renote term nals each having a
cache nmenory. The exam ner cited Nelson for its disclosure of
a cache nenory. The exam ner concluded that it would have
been obvious to one having ordinary skill in the art to use
Nel son’s cache nenories in Hoover’s renote term nals [answer,
pages 3-5].

Al though there are simlar recitations in clains 10
and 11, representative claim 10 nakes no nention of cache
menories or cache contents. Therefore, the cache nenory
teachi ngs of Nelson are not relevant to the invention as
recited in claim10. For all practical purposes, the
examner’s rejection of claim10 is based on the exam ner’s
position that every step of claim1l0 is disclosed, taught or
suggested by the system of Hoover. Qur determination in this
case is dictated sinply by a consideration
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of whether the exam ner has properly interpreted the teachings
of Hoover and the scope of claim 10.

Appel  ants argue that Hoover does not teach
periodi cally broadcasting one or nore invalidation reports,
groupi ng objects into one or nore groups, or validity checking
wi t hout obj ect - by-object conparison as recited in claim10
[brief, pages 4-5].
Al t hough the examiner sinply states that these steps are
performed in Hoover, we agree wth appellants that Hoover does
not support the teachings attributed to it by the exam ner.

We have carefully considered the specific portions of
Hoover identified by the exam ner as well as the rest of the
docunent, and we are unable to find the teachings alleged to
be there by the examiner. W basically agree with each of
appel l ants’ argunents regarding why the recitations of claim
10 are not taught or suggested by Hoover. The exam ner does
not respond to appellants’ argunents, but nerely repeats the
broad assertion that all the features of claim 10 are net by
Hoover. Since the exam ner has not expl ai ned how he
interprets the claimlanguage to find the recitations present
i n Hoover, and since we are unable to find teachings within
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Hoover (or Nel son) for the

limtations of claim 10, we conclude that the exam ner has
fail ed

to establish a prina facie case of obvi ousness.

In summary, we do not sustain the exam ner’s rejection
of clainms 3-6 and 8-11 based on the teachings of Hoover and
Nel son. Therefore, the decision of the exam ner rejecting

clains 3-6 and 8-11 is reversed.

Joseph F. Ruggiero
Adm ni strative Patent Judge

REVERSED
John C. Martin )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
Jerry Smth )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
)
)
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