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1 Application for patent filed April 29, 1994, entitled
"Direct Mounting System For A Disk Drive."
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This is a decision on appeal under 35 U.S.C. § 134 from
the final rejection of clains 1-30.
W reverse.

BACKGROUND

The disclosed invention is directed to an apparatus to
mount a disk drive to a frame so as to not cause distortion
to the housing of the disk drive.

Claim1l is reproduced bel ow.

1. An apparatus for storing data conprising:

a housing for the apparatus for storing data, said
housi ng havi ng openi ngs therein; and

an insert within one of the openings of the housing,
said insert including an electrical insulating

mat erial, and wherein the insert contains an opening
that can receive a fastener, wherein the fastener
fastens the housing to a franme by turning, and wherein
the insert reduces distortion of the housing caused by
torque of the fastener, wherein the torque results from
t he fastener turning.

THE PRI OR ART

The Exam ner relies on the followng prior art patents:

Wor t hi ng 4,846, 612 July 11, 1989
Dupr ee 4,952, 107 August 28, 1990
Wl | ar 5, 039, 267 August 13, 1991
Rem se et al. (Rem se) 5,136, 466 August 4, 1992
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Rem se, figures 1A and 1B, discloses a nounting
arrangenment for nounting a peripheral housing 4 (e.g., "a
5% inch disk drive or reader, or a high-speed tape cassette
unw nder"” (col. 4, lines 23-24)) to side surfaces 11 and 12
of a support part 1. The housing has threaded holes 42B in
its side which receive the threads 400 of a screw. An
el astic grommet 41 fits over a throat 403 of the screw. The
central junction section 412 of the gromet fits into
cutouts 120A and 120B on side surfaces 11 and 12.

Dupree discloses a captive screw assenbly for a
removabl e panel. A screwis carried in a resilient washer
having a lip for retaining the screw and defl ectable fingers
for insertion into a panel opening for retaining the washer
and screw in the panel (abstract).

It turns out to be unnecessary to discuss the content
of Worthing and Wl | ar.

THE REJECTI ONS

Clains 1, 3-7, 12, 14-21, and 28-30 stand rejected
under 35 U. S.C. 8§ 103(a) as being unpatentabl e over Rem se
and Dupree. The Exam ner concludes that it woul d have been

obvious to extend the inserts 41 of Remi se into the openings
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42B of the housing 4 in order to maintain the fasteners 40B
in the vicinity of the housing when the fasteners are

| oosened in view of the teaching of Dupree (Final Rejection,
page 3). The Exam ner states (Final Rejection, pages 3-4)
that the limtation "wherein the insert(s) reduce(s)
distortion of the housing caused by torque of the fastener,
wherein the torque results fromfastener turning” in clains
1, 12, and 28 is inherently nmet by Rem se as nodified by
Dupr ee.

Clains 2 and 13 stand rejected under 35 U.S.C. § 103(a)
as bei ng unpatentabl e over Rem se and Dupree as applied in
the rejection of clains 1 and 12, further in view of Wl ar.

Clainms 8-11 and 22-27 stand rejected under 35 U. S. C
8 103(a) as being unpatentabl e over Rem se and Dupree as
applied in the rejection of clains 1 and 12, further in view
of Wort hing.

W refer to the Final Rejection (Paper No. 8) and the
Exam ner's Answer (Paper No. 13) (pages referred to as

"EA_ ") for a statenent of the Examiner's position and to

t he Appeal Brief (Paper No. 12) (pages referred to as
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"Br__") for a statenent of Appellants' argunents
t her eagai nst .
OPI NI ON

Claiminterpretation

The last parts of clainms 1 and 28 recite "wherein the
insert[s] reduces distortion of the housing caused by torque
of the fastener[s], wherein the torque results fromthe
fastener[s] turning"” (plural in claim28). These
[imtations are considered to be purely functional because
no structure or nechani smhas been recited to support the
function of reducing distortion and the clainms are not in
means- pl us-function format. Caim1l recites an "insert
including an electrical insulating material"” and claim 28
recites "electrically insulating inserts,” which do not
provi de any structure
for reducing distortion; conpare claim112 which recites
"said insert including a deformable naterial.” W interpret
claims 1 and 12 to inpliedly require the insert to be a
defornmable material as well as an electrically insulating

mat eri al .
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Qbvi ousness

Appel  ants argue that "Rem se contains no teaching or
suggestion that an insert is within the opening of a housing
and al so contains no teaching or suggestion that screw 40B
causes any distortion of peripheral housing 4 or that any
such distortion would be a problemt (Br5). Appellants argue
(Br5) that the purpose of the captive washer 11 in Dupree is
to provide a cushion to grip when the screw is tightened
that tends to resist |oosening of the assenbly due to
vi bration and Dupree does not recognize the distortion
probl em that Appellants' invention is directed to solve.
Accordingly, it is argued, one of ordinary skill in the art
woul d not have been notivated to use the resilient materi al
of Dupree and the Exam ner has used i nperm ssi bl e hindsight.

We have several problens with the Exam ner's rejection.

First, the conbination of Rem se and Dupree does not
suggest replacing the threaded hole 42B in Remse with a
defornmabl e insert. Rem se discloses that the screwis
screwed into the threaded hole 42B in the peripheral housing
4. Therefore, Rem se clearly does not recognize the problem

of distortion of the housing caused by torque on the screw
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and provides no notivation to nodify the hol e 42B.

Assum ng, arguendo, that one of ordinary skill in the art
woul d have been notivated to conbine the teachings of Dupree
wth Remse, it seenms to us that nost |ogical correspondence
of parts is as follows: the tubular nut 38 in plate 13 in
Dupree corresponds to the threaded hole 42B in housing 4 in
Revi se; the panel 12 in Dupree corresponds to the side
surfaces 11, 12 in Revise; the resilient captive washer 11
in Dupree corresponds to the gromret 41 in Rem se; and the
screw 10 in Dupree corresponds to the screw in Rem se.

Thus, Dupree only woul d have suggested to one of ordinary
skill in the art, replacing the grommet 41 in Remse with a
captive washer in the side surfaces 11, 12 so that the screw
woul d be retained in the side surfaces 11, 12 when the
housing 4 is renoved. The screw in Rem se as nodified would
still screwinto threads integral with the housing and woul d
still cause distortion due to torque. The Exam ner does not
address the correspondences of parts between Dupree and

Rem se, and what they would have suggested to one of
ordinary skill in the art, but just |ooks at the captive

washer 11 in the opening of Dupree in isolation. W do not
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agree with the Exam ner's conclusion that Dupree woul d have
suggested extending the inserts 41 of Rem se into the holes
42B.

Second, Rem se discloses the elastic grommet 41,
corresponding to the clained insert, fits within an opening
of the franme (one of the cutouts 120) that supports the
housi ng and the purpose of the gromret is to provide
cushioning (col. 4, lines 42-43). Therefore, Rem se does
not disclose the insert to be within an opening of the
housi ng 4 and does not disclose that the gronmmet reduces
di stortion. Assum ng, arguendo, that one of ordinary skill
in the art would have been notivated to conmbi ne Rem se and
Dupree, as discussed in the precedi ng paragraph, Dupree does
not suggest an insert in an opening of the housing. Rem se
as nodi fied by Dupree woul d have suggested a structure where
the screws and captive washers (the inserts) are carried in
the side surfaces 11, 12 of Remi se, not as inserts in the
t hreaded hol e 42B. Such an arrangenent does not reduce
distortion in the housing 4.

Third, Rem se discloses that the screw gronmet

assenblies screwed into the holes 42B of the peripheral
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housing 4 are engaged with cutout slots 110A, 110B, 120A,
and 120B, presumably by the screw grommet assenblies being
pushed into the cutout slots. Therefore, Rem se does not
positively disclose that "the fastener fastens the housing
to a frane by turning,"” as recited in clains 1 and 12,
al t hough the fastener is fastened to the housing by turning.
The Exami ner's rejection does not address this difference.
For the reasons discussed above, we conclude that the

Exam ner has failed to establish a prima facie case of

obvi ousness with respect to independent clains 1, 12,

and 28. The rejection of clainms 1, 12, and 28, and
dependent clains 3-7, 14-21, 29, and 30 is reversed.
Wrthing and Wbl I ar, which are applied to various dependent
clains, do not cure the deficiencies of Rem se and Dupree.
Thus, the rejections of clains 2, 8-11, 13, and 22-27 are
reversed

CONCLUSI ON

The rejections of clainms 1-30 are reversed.

REVERSED
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