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TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte H ROYUKI HARUYANA

Appeal No. 1998-0446
Application 08/572, 195

HEARD: February 24, 2000

Bef ore KRASS, JERRY SM TH and GROSS, Adnini strative Patent
Judges.

JERRY SM TH, Admi ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134 from
the examner’'s rejection of clains 1 and 3-13, which constitute
all the clains remaining in the application. An anmendnent after
final rejection was filed on February 11, 1997 and was entered by

t he exam ner.
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The di sclosed invention pertains to the field of magnetic
di sk drives. Mre particularly, the invention relates to the
pl acenent of a dust filter in a specific location wth respect to
t he magnetic heads, the arns and the head drive neans of the
magneti c di sk drive.

Representative claim1l is reproduced as foll ows:

1. A magnetic disk drive conprising:

a plurality of magnetic disks nmounted on a spindle at
equal |y spaced | ocations on an axis of said spindle and driven to
spin by said spindle;

a plurality of magnetic heads each facing a respective
magneti c disk for selectively witing or reading data in or out
of said magnetic disk, said plurality of magnetic heads each
bei ng caused to float a predeterm ned di stance away fromsaid
respective magnetic disk by a streamof air generated by relative
nmovenent of said magnetic head and said nagnetic disk;

a plurality of arnms each supporting a respective nmagnetic
head;

a plurality of head drive neans including a pivot, each for
driving a respective one of said plurality of arnms in a rotary
notion about said pivot, said plurality of magnetic di sks each
spinning in a direction such that a streamof air generated at a
side adjoining an end of each magnetic head noves fromits
respective magnetic head, past its respective arm and toward its
respective head drive neans, in that order; and

at least one filter disposed proxinmate to a respective said
magneti c disk on a path along which the streamof air flows after
being directed by said arns and head drive neans past the pivot
of said head drive neans w thout being directed around the head
drive neans.

The exam ner relies on the follow ng references:
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Edwards et al. (Edwards) 5, 270, 887 Dec. 14, 1993

(filed Dec. 04, 1991)

Ebi hara et al. (Ebihara) 63- 157389 June 30, 1988
(Japan)

Yokoyama et al. (Yokoyama) 4- 285787 Cct. 09, 1992
(Japan)

Clains 1 and 3-13 stand rejected under 35 U.S.C. § 103. As
evi dence of obviousness the exam ner offers Edwards in view of
Yokoyama and Ebi har a.

Rat her than repeat the argunments of appellant or the
exam ner, we nake reference to the brief and the answer for the
respective details thereof.

OPI NI ON

We have carefully considered the subject natter on appeal,
the rejection advanced by the exam ner and the evidence of
obvi ousness relied upon by the exam ner as support for the
rejection. W have, |likew se, reviewed and taken into
consi deration, in reaching our decision, the appellant’s
argunents set forth in the brief along with the examner’s
rationale in support of the rejection and argunents in rebuttal
set forth in the exam ner’s answer.

It is our view, after consideration of the record before us,
that the evidence relied upon and the level of skill in the

particular art woul d not have suggested to one of ordinary skil
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in the art the obviousness of the invention as set forth in
claims 1 and 3-13. Accordingly, we reverse.

Appel I ant has indicated that for purposes of this appeal the
claims will all stand or fall together as a single group [brief,
page 4]. Consistent with this indication appellant has made no
separate argunents with respect to any of the clainms on appeal.
Accordingly, all the clainms before us will stand or fal

together. Note In re King, 801 F.2d 1324, 1325, 231 USPQ 136

137 (Fed. Cr. 1986); In re Sernaker, 702 F.2d 989, 991, 217 USPQ

1, 3 (Fed. Cir. 1983). Therefore, we will consider the rejection
agai nst independent claim1l as representative of all the clains
on appeal .

In rejecting clains under 35 U.S.C. 8§ 103, it is incunbent
upon the exam ner to establish a factual basis to support the

| egal concl usion of obviousness. See In re Fine, 837 F.2d 1071

1073,
5 USPQ2d 1596, 1598 (Fed. Cir. 1988). In so doing, the exam ner
is expected to make the factual determ nations set forth in

G ahamv. John Deere Co., 383 U S. 1, 17, 148 USPQ 459, 467
(1966), and to provide a reason why one having ordinary skill in

the pertinent art would have been led to nodify the prior art or
to conbine prior art references to arrive at the clai nmed

i nvention. Such reason nmust stemfrom sone teaching, suggestion
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or inplication in the prior art as a whole or know edge generally
avai l abl e to one having ordinary skill in the art. Uniroyal,

Inc. v. Rudkin-Wley Corp., 837 F.2d 1044, 1051, 5 USPQR2d 1434,

1438 (Fed. Cir.), cert. denied, 488 U S. 825 (1988); Ashland QI

Inc. v. Delta Resins & Refractories, Inc., 776 F.2d 281, 293, 227

USPQ 657, 664 (Fed. Cir. 1985), cert. denied, 475 U S. 1017

(1986); ACS Hosp. Sys., Inc. v. Montefiore Hosp.

732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. Cir. 1984). These
showi ngs by the exam ner are an essential part of conplying with

t he burden of presenting a prina facie case of obviousness. Note

In re Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed.

Cr. 1992). If that burden is net, the burden then shifts to the

applicant to overcone the prim facie case with argunent and/or

evi dence. (Qbviousness is then determi ned on the basis of the
evi dence as a whole and the rel ative persuasiveness of the
argunents. See 1d.;

In re Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed. Cr

1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788

(Fed. Cir. 1984); and In re Rinehart, 531 F.2d 1048, 1052, 189

USPQ 143, 147 (CCPA 1976). Only those argunents actually made by

appel I ant have been considered in this decision. Argunments which
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appel l ant coul d have nmade but chose not to nake in the brief have
not been considered [see 37 CFR 8§ 1.192(a)].

Wth respect to representative, independent claiml, the
exam ner cites Edwards as teaching a magnetic di sk drive of the
type di sclosed and cl ai ned except that the air flow in Edwards
does not flow as recited in claim1l and the dust filter in
Edwards is not |located in the specific |location recited in claim
1 [answer, pages 3-4]. The exam ner cites Yokoyama and Ebi hara
as teaching magnetic disk drives in which dust filters are
| ocated at different positions fromthe dust filter of Edwards.
The exam ner asserts that it would have been obvious to |ocate
Edwards’ filter in the manner recited in claim21 based on the
t eachi ngs of Yokoyama and Ebi hara [id., page 4].

Appel I ant argues that it would not have been obvious to
conbi ne the teachings of the applied references because the air
fl ow path generated in Yokoyama and Ebi hara cannot occur in
Edwards so there would be no notivation to |ocate a dust filter
i n Edwards as suggested by either Yokoyama or Ebi hara [brief,
pages 4-6]. Appellant also argues that even if it would have
been obvi ous to conbine the teachings of Edwards w th Yokoyama
and Ebi hara, there would still be no teaching of placing the

filter on a path along which the streamof air flows after being
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directed by said arns and head drive neans past the pivot of the
head drive neans as recited in claiml [id., pages 6-7]. W
agree with the position argued by appellant.

The magnetic disk drives of Edwards, Yokoyama and Ebi hara
have dust filters |ocated where the air flows inside the
respective disk drives. Caiml recites a location for the
filter which would not be within the air flow of the Edwards di sk
drive. W agree with appellant that there would be no notivation
to nodify the location of the filter in Edwards based on Yokoyana
or Ebi hara because there woul d be no expectation of collecting
any dust in the clainmed |ocation. The exam ner’s position
essentially requires that the disk drive of Edwards be redesigned
to be sonething different. Edwards specifically discloses,
however, that the “subassenblies of the HDA [ head di sk assenbl y]
are maintained in a precise relationship in the conpact housing
by precisely machi ned nounting positions on base 10" [colum 6,
lines 57-60]. Thus, Edwards teaches away from noving any of the
HDA conponents with respect to the housing. Any attenpt to
nmodi fy the disk drive of Edwards to incorporate teachings of
Yokoyama or Ebi hara woul d have to be based upon an i nproper

attenpt to reconstruct appellant’s invention in hindsight.
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Since we agree with appellant that there is no notivation to
rel ocate the Edwards filter based on any teaching or suggestion
of Yokoyama or Ebi hara, we do not sustain the exam ner’s

rejection of
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claine 1 and 3-13 under 35 U.S.C. § 103. Therefore, the deci sion

of the exam ner rejecting clains 1 and 3-13 is reversed.

REVERSED

Errol A Krass )

Adm ni strative Patent Judge )
)
)
)

Jerry Smith ) BOARD OF PATENT

Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)

Anita Pell man G oss )

Adm ni strative Patent Judge )
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