The opinion in support of the decision being entered today was not
witten for publication and is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This an appeal under 35 U S.C. 8§ 134 fromthe Septenber
25, 1996, final Ofice action in which the exam ner (a)
rejected clains 1, 3 and 5-7 under the second paragraph of 35
USC 8§ 112, (b) rejected clains 1, 6, and 7 under 35 U S. C
§ 103 for obviousness over Huie et al. (Huie) in view of
Mffat et al. (Mdffat), (c) rejected clains 2 and 3 under

8 103 for obviousness over Huie, Mffat, and Al den, and (d)

! Application for patent filed June 5, 1995.
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indicated that clainms 4 and 5 are all owabl e over the prior
art.

On Decenber 18, 1996, appellant filed an anmendnment after
final under 37 CFR 8§ 1.116 proposing to cancel clainms 3 and 5
and anend claim1l to renove the term nology that the exam ner
considered to be indefinite, i.e., "conventional convection."
In an advisory action dated Decenber 31, 1996, the examn ner
i ndi cated that the amendnent after final would be entered upon
the filing of an appeal, with the result that claim4 would be
allowed and clains 1, 2, 6 and 7 would remain rejected,
presumably only on reference grounds.

In the Answer (at 3-4), the exam ner repeated the
rejection of clains 1, 6, and 7 based on Huie in view of
Moffat, indicated that claim?2 would be allowable if rewitten
i n independent form and added a new ground of rejection
asserting that clains 1, 6, and 7 are unpatentable under § 103
for obviousness over either one of Forrer and Malick in view
of Hui e and Bucki ngham et al.

On June 6, 1997, appellant filed an anmendnent canceling
claim2 and rewiting it as newclaim8 and filed a Reply

Brief responding to the new ground of rejection.
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In the Septenber 3, 1997, Suppl enental Exam ner's Answer,
exam ner indicated that the rejections of clains 1, 6, and 7
are being maintained and indicated that clains 4 and 8 are
al | owabl e.

We reverse and enter a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b).
A.  The invention

The invention is a | owtenperature oven that is heated by
electric light bul bs powered froma 110-volt outlet.
B. The clains

Claim 1, the sole independent claimon appeal, reads as
fol |l ows:

1. A portable | ow tenperature cooking oven conpri sing:

a housing constructed of |am nated insulating panels
havi ng an openi ng therein;

a door constructed of |am nated insul ating panel s[?]
pivotally attached to said housing and di sposed for selective
seal ed cl osi ng of said opening;

at | east one electrical fixture attached within said
housi ng;

2 The specification (at 4, |Il1. 1-3) |likew se describes
t he door as being constructed of |am nated insul ating panels.
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an electrical heat |lanp attached to each said electrical
fixture;

at | east one dimmng swtch attached to said housing;

el ectrical circuit neans connecting[® each said di nm ng
switch to an electrical power supply;

said electrical circuit nmeans further electrically
connecting each said dinmng switch to at | east one said
el ectrical fixture.
C. The references and grounds of rejection

The examner's rejections are based on the followi ng U S.

patents and British patent:

Bucki ngham et al. (Bucki ngham) 2,056, 156 Cct. 6, 1936
Forrer 2, 864, 932 Dec. 16, 1958
Mal i ck 4,481, 405 Nov. 6,
1984

Huie et al. (Huie) 5, 375,511 Dec. 27,
1994

Mof f at GB 2 156 509A Cct. 9,
1985 Clainms 1, 6, and 7 stand rejected under 35 U S. C

8 103 for obviousness over Huie in view of Mffat.

3 1In using the term"connecting"” instead of "for
connecting,” the claimrequires that the dimrng switch be
connected to the electrical power supply, which in the
di scl osed enbodi nent is a conventional 110 volt power supply
(Spec. at 7, Il. 22).
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Clainms 1, 6, and 7 also stand rejected under 35 U. S. C
8 103 for obviousness over either one of Forrer and Malick in

vi ew of Hui e and Bucki ngham

D. The rejection based on Huie in view of Mffat

Hui e di scl oses a food warm ng cabi net for hol ding
previ ously cooked food near the preferred serving tenperature
for prolonged periods of time (col. 1, |Il. 10-13). The
chanber 14 defined by uninsul ated al um num cabi net 12 and two
transparent doors 16 is heated by two heat bul bs 38, which are
controlled by a rheostat 48 (col. 2, Il. 3-32).

Mof f at di scl oses a food warm ng oven having | am nat ed
insulating walls and a | am nated insul ating door provided with
a heat-sealing gasket 8a (Fig. 3) (p. 1, |I. 120 to p. 2, |.

1). Rather than using heat |anps as sources of heat, as
required by claiml, Mffat uses a plurality of electric
heating el ements 12 to heat respective conpartnments 11 forned
by shelves 10 and uses heating elenments 13 and 14 to heat the
top and bottomwalls, respectively (p. 2, Il. 2-19). Mffat
indicates that "[i]n particular, but not exclusively, the

invention relates to a food heating apparatus in the formof a
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food warm ng oven or cabinet for heating food, typically at

| east partly precooked food, froma chilled or frozen
condition to a serving tenperature, e.g., approxinmately 70EC
(p. 1, I'l. 6-12).

The exam ner contends that "[i]t would have been obvi ous
to one of ordinary skill in the art to adapt the insul ated
panels of Mdffat et al to the food warner of Huie et al to
nmore efficiently warm food placed in the device" (Answer at 5)
and that such a nodification "would have been an obvi ous
alternative where display of the contents was not necessary
and nerely efficient warm ng was desired (Answer at 7). Wile
we agree that it would have been obvious to insulate Huie's
cabinet walls with lam nated insulating naterial in order to
i ncrease the oven's electrical efficiency, we are not
per suaded of the obviousness of also replacing Huie's
transparent doors with nontransparent, |am nated, insulating
and sealing doors, as proposed by the exam ner. This
nodi fication, as appellant correctly observes, appears to be
i nproperly based on know edge of appellant's own specification

and the requirenents of claim1l. Accordingly, we are
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reversing that ground of rejection with respect to each of the
rejected clains, i.e., clains 1, 6, and 7.

E. The rejection based on either one of Forrer
and Malick in view of Huie and Bucki ngham

Forrer and Malick each disclose infrared cooki ng ovens.
Forrer's oven has an outer shell formed by panels 5-11 and a
door 30. As shown in Figures 1 and 2, the side walls of the
outer shell have holes 13 and 14 for allowing air to enter and
exit the oven. An inner reflecting shell, forned by bottom
pan 15, side pans 18 and 19, rear pan 20, and top pan 21
(there is no front pan), contains infrared heating | anps 17
and 40 and a gl ass shelf 25 for supporting the food to be
heated, which is included in a cellophane w apper 46.

Air circulates through the oven with sufficient rapidity
that the air within it is never too hot to preclude the use of
the operator's hands in placing and renoving food (col. 3, II.
11-14). This circulating air further carries away the heat
fromthe inner reflecting chanber walls and protects the outer
shel | from having any dangerous rise in tenperature (col. 3,

1. 14-17). Wth the exception of bottom panel 9, which may
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be may of fiber, all of the panels are made of al um num (col.
1, Il1. 64-67).

The door of Forrer's oven is insulated to assist in
keeping it as cool as possible (col. 2, |l. 43-46). Forrer
further explains that "[t]he only other place in the oven at
which | have found it expedient to use insulation is on the
under surface of the top wall 8 where |I enploy a bat of
i nsul ation at 38 around the socket 39 for the upper heat |anp
40" (col. 2, |l. 48-51).

Mal i ck' s cooking oven |ikewse is of the infrared type.
See colum 2, lines 22-25: "In contrast to conventional ovens
where the food is heated by hot air or |ong-wave infrared
radi ati on, the present invention heats the food by short-wave
infrared radiation.” The infrared radiation is provided by
four, 200-watt incandescent bulbs in the preferred enbodi nent
depicted by Figures 1-6 and by a 30-watt |anp (presunably al so
i ncandescent) in the sinplified Figure 7 enbodi nent.

The oven shown in Malick's Figures 1 and 2, on which the
examner relies (Answer at 6), is simlar to Forrer's in that

it is provided with vents (i.e., 60-62) for allowing air to
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enter and exit the oven. The reasons for such venting are as
fol |l ows:

Further features of the invention include
venting of the cooking conpartnment to permt its end
panels to remain cool with a shorter overall |ength
than is required when the cooking conpartnent is not
ventilated. This permts the end panels to be
formed from wood which provides a pl easing aesthetic
appear ance of the cooking appliance. Venting the
conpartment also lowers the tenperature of the air,
the lanp glass and the support grid and thereby
i mproves reliability by reducing the possibility of
damage to the plastic pouch. [Col. 2, |Il. 1-10.]

Specifically, vent openings 60 "provide ventilation at the
opposite ends of the cooking conpartnent to reduce the air
tenperature in the cooking conmpartnent and to hel p prevent
over heating of the wooden end walls 16 and 18 and

the mcroswitch 50" (col. 3, Il. 38-42). Vent openings
function as foll ows:

Vent opening 61 provides ventilation of the space
bet ween wall 34 and t he wooden end panel 16 and,
therefore, cools the panel, the switch support wall
38, the mcroswitch and the | anp sockets. Vent
opening 62 provides ventilation of the space between
wal | 36 and the wooden end panel 18 and, therefore,
cools the panel and radiation shield 39 which is
supported at its sides on wall 36. Vent 61 al so
permts the use of a mcroswitch 50 rated for | ow
tenperature operation as contrasted with the nore
expensi ve high tenperature types. The switch is the
nost expensive single conmponent in the oven; and a
means for keeping it at |ower tenperatures is,
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therefore, of prine inportance. [Col. 3, |. 66 to
col. 4, |. 10.]

The exam ner cites Bucki ngham as evi dence of the
obvi ousness of increasing the efficiency of the ovens of
Forrer and Malick by replacing their outer walls with
| am nated insulating walls (Answer at 6). Buckingham s oven,
like Malick's, enploys infrared radiation provided by
i ncandescent bul bs (16) (p. 2, 2d col., |l. 51-59).
Bucki nghaml s oven includes an outer heat-insulating box or
wal | 11 having a renovable top cover 13, an inner, heat-
attenuating box or wall 12 having a renovable top cover 22,
and ei ght incandescent |ight bulbs 16 |ocated in the space
bet ween the inner and outer boxes (p. 2, 2d col., IIl. 7-20).
Bucki ngham s oven does not include any vents.
Appel | ant ar gues t hat
[sic:the] nodification of either Forrer or Malick in
view of to Huie et al. and Buckinghamet al. in the
manner suggested by the exam ner would require
elimnation of the vents of Forrer and Mali ck. :
[ T] he nodi fications suggested by the exam ner woul d
clearly be detrinmental to the operation of the basic
references. Stated another way, it would in each

case be teaching away fromthe intended operation of
the primary references. [Reply Brief at 7.]
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The exam ner's Suppl enental Answer does not address this
argunent, which in our view has considerable nerit. In both
Forrer and Malick, cooking is acconplished using infrared

radi ati on rather than heated air; in fact, the air is vented
to the atnosphere in order to prevent the internal conponents
from becom ng too hot, as noted above. As a result, replacing
the vented, uninsulated walls in the ovens of Forrer and
Malick with unvented, insulated walls would fundanental |y

alter the manner of operation of those ovens, which undercuts

the examner's prima facie case for obviousness. Conpare |n
re Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. Cir
1984) ("if the French apparatus were turned upside down, it
woul d be rendered inoperable for its intended purpose"); In re
Schul pen, 390 F.2d 1009, 1013, 157 USPQ 52, 55 (CCPA 1968)
("Rat her than being nade obvi ous by the reference, such

nodi fication would run counter to its teaching by rendering

t he apparatus inoperative to produce the disclosed tire
patches."). As a result, we are also reversing the rejection
of clainms 1-3 based on either one of Forrer and Malick in view

of Hui e and Bucki ngham
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F. New grounds of rejection pursuant to 37 CFR § 1.196(h)

Pursuant to our authority under 37 CFR § 1.196(b), clains
1, 6, and 7 are hereby rejected under 35 U.S.C. § 103(a) for
obvi ousness over Nusbaumet al. U S. Patent 4,675,506
(Nusbaum) in view of Huie.*

All of the elenments of claiml1l with the exception of the
recited dimmng switch read on Nusbaum s oven as foll ows:

1. A portable | ow tenperature cooking oven conpri sing:

a housing [10a-10e] constructed of l|lam nated insulating
panels [i.e., rigid, densified glass wol material 17
sandw ched between outer alum num | ayer 18 and inner al um num
| ayers 16a-16e -- col. 6, Il. 1-6] having an opening therein;

a door [10f] constructed of |am nated insul ating panel s[ 9]

[i.e., rigid, densified glass wool material 17 sandw ched
bet ween outer alum numlayer 18 and inner alum num | ayers 16f]

pivotally attached [by piano hinge 19 -- col. 5, |Il. 57-58] to
sai d housi ng and di sposed for selective sealed closing [i.e.,
| oosely seal ed even when designed to permt venting -- col. 3,

[1. 30-34] of said opening;

at | east one electrical fixture [socket 31] attached
wi thin said housing;

4 A copy of the Nusbaum patent, which issued June 23,
1987, is encl osed.

> The requirenent that the door be forned of panels reads
on Nusbaum s door 16F as well as it does on appellant's
di scl osed door 32.

- 12 -
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an electrical heat |lanp [incandescent bulb 30] attached
to each said electrical fixture;

at least one dimmng switch [not disclosed] attached to
sai d housi ng;

el ectrical circuit nmeans connecting each said di nm ng
switch [not disclosed] to an electrical power supply [socket
31 is connectable to external power source -- col. 6, |II. 10-
12];

said electrical circuit nmeans further electrically
connecting each said dinmng switch [not disclosed] to at
| east one said electrical fixture.

In view of Nusbaunmi s observation that "[p]al atabl e cooked
tenperatures for neat, for exanple, range from about 140E F.
(60E C.) for rare neat to about 190E F. (88E C.) for well done
poultry” (col. 2, |Il. 39-41), Nusbaum s expl anation that
i ncreasing or decreasing the wattage of the bulb respectively
i ncreases or decreases the equilibriumoven tenperature (col
5 |1. 39-48), and Huie's disclosure of using rheostat 48 to
adjust the flow of electrical current into the | anp sockets 36
in order to change the tenperature within the chanber 14 (col
2, Il. 28-

32), it would have been obvious to add a rheostat (or dimrer)

to Nusbaum s oven to permt adjustnment of the |anp wattage and

t hereby the equilibriumtenperature.
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Dependent clainms 6 and 7 are satisfied by Nusbauni s oven
t hus nodified, because Nusbaum s insulating panels are forned
of rigid heat resistant insulation material sandw ched between
| ayers of heat reflective and heat resistance al um num (col.
4, Il. 46-59 and col. 6, IIl. 1-6).

G Appellant's options for responding
to the 37 CFR 8§ 1.196(b) rejection

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b) (anended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).

37 CFR
8 1.196(b) provides, "[a] new ground of rejection shall not be
considered final for purposes of judicial review™"

37 CFR 8 1.196(b) al so provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options wth respect to the new
ground of rejection to avoid term nation of proceedings 37 CFR
8§ 1.197(c) as to the rejected cl ains:

(1) Submit an appropriate anendnent of the

clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
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reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner

(2) Request that the application be reheard
under 8 1.197(b) by the Board of Patent Appeals and
I nterferences upon the same record .
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No tinme period for taking any subsequent action in

connection wth this appeal

§ 1.136(a).

JCM sl d

REVERSED, 37 CFR § 1.196(b)

JAVES D. THOVAS
Adm ni strative Patent Judge

KENNETH W HAI RSTON
Adm ni strative Patent Judge

JOHN C. MARTI N
Adm ni strative Patent Judge

N N N N N N N N N N N N N

may be extended under 37 CFR

BOARD OF PATENT

APPEALS AND

| NTERFERENCES
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JOHN C. GRAVIN, JR
P. O BOX 18485
HUNTSVI LLE, AL 35804- 8485

Encl osure: Nusbaum U.S. Patent 4,675, 506



