The opinion in support of the decision being entered today was not witten for

publication and is not binding precedent of the Board.
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ON BRI EF

Before KIMLIN, GARRI S, and ONENS, Adm nistrative Patent
Judges.

OVNENS, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe examner’s final rejection of
clainms 12-20, which are all of the clainms remaining in the
appl i cation.

THE | NVENTI ON

Appel lants claima nmethod for transferring onto an i naged
transparency a reflective protective overcoat having a
reflective opaque area such that the inmge surface is
protected and nade viewable as a reflected inmage. Caiml12 is

illustrative:
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12. A nethod for transferring a reflective protective
overcoat onto an imaged transparency, the method conprising
the steps of:

provi di ng an i maged transparency, the inmaged transparency
conprising an i mage surface supported on a transparent
substrat e;

providing a | am nar transfer sheet, the |am nar transfer
sheet conprising a transferable reflective protective overcoat
rel easably carried on a carrier web, the transferable
reflective protective overcoat having a refl ective opaque area
corresponding at least with the extents of the imge surface,
the reflective protective overcoat conprising at |east a
durabl e layer, the reflective protective overcoat capabl e of
bei ng made bondable to the i nage surface upon activation of
the | am nar transfer sheet;

bringing the I am nar transfer sheet and the i mage surface
of the inmaged transparency into substantial interfacial
associ ation such that the opaque area bl anketw se covers the
extents of the inage surface and the durable |ayer is
i nt erposed between the carrier web and the i nage surface of
t he i maged transparency;

activating the lam nar transfer sheet to effectuate
substantially interfacial bonding of the reflective protective
overcoat to the imge surface of the inmaged transparency; and

removing the carrier web fromthe |am nar transfer sheet
such that the reflective protective overcoat is released from
the carrier web and remains substantially interfacially bonded
to the inmage surface of the inaged transparency, whereby the
i mge surface is protected and nade viewable as a refl ected
i mage.

THE REFERENCES

Takeuchi et al. (Takeuchi) 4, 856, 857 Aug. 15,
1989
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Bl oom et al. (Bl oom 5,501, 940 Mar . 26,
1996

(filed May 20,
1993)

THE REJECTI ON

Clains 12-20 stand rejected under 35 U.S.C. § 103 as

bei ng unpatent abl e over Bloomin view of Takeuchi.
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OPI NI ON

We have carefully considered all of the argunents
advanced by appellants and the exam ner and agree with
appel l ants that the aforenentioned rejection is not well
founded. Accordingly, we reverse this rejection

Bl oom di scl oses a nethod for making a reflective i maged
transparency which differs fromappellants’ nmethod in that
there is no reflective opaque area | am nated onto the inmaged
transparency along with the durable layer (col. 18, lines 41-
44). Bloom makes his article reflective by use of an opaque
substrate (col. 9, lines 32-35). Thus, Bloomis inage is
vi ewed through the durable layer, the reflection comng from
t he substrate, whereas appellants’ inmage is viewed through the
substrate, the reflection comng fromthe reflective opaque
area of the transferable reflective protective overcoat.

The exam ner argues that Bl oomteaches that opaquing
fluids can be successfully applied to the durable |ayer to
provide a reflective background (answer, page 4). The portion
of Bloomrelied upon by the exam ner in support of this
argunent (col. 21, lines 57-67) pertains to an opaquing fluid
test of the durable layer, wherein it is determ ned whet her
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the durable layer will accept an opaquing fluid with no
beading, the fluid will dry to a snooth continuous coati ng,
and the dried fluid will adhere to the durable |ayer after
exposure to ultra-violet radiation. The filmfornmed fromthe
opaquing fluid is not part of the article produced by Bl oonis
met hod.

The exam ner argues that Bl oonmi s opaquing test, together
with Bloomis teaching that the substrate can be reflective, is
an adequat e suggestion to convert the imaged transparency to a
reflective print having a reflective |ayer (answer, page 5).
The exam ner, however, does not explain why the reference
woul d have | ed one of ordinary skill in the art to this
nmodi fication. The exam ner apparently has relied upon
appel l ants’ disclosure of their invention for this guidance,
and in doing so has used inperm ssible hindsight. See WL.
Core & Associates v. Garlock, Inc., 721 F.2d 1540, 1553, 220
USPQ 303, 312-13 (Fed. Cir. 1983), cert. denied, 469 U S. 851
(1984); In re Rothernel, 276 F.2d 393, 396, 125 USPQ 328, 331

( CCPA 1960) .
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The exam ner relies upon Takeuchi for notivation to place
an opaque reflective | ayer between Bl oom s adhesive | ayer
(which is adjacent to the image) and the durable | ayer
(answer, page 5). Takeuchi discloses a hol ogram havi ng,
bet ween an adhesive |layer (32) and a durable layer (34), a
hol ographi c effect enhancing | ayer (4) (figure 15). The
hol ographi c effect enhancing | ayer can be a thin reflective
metal filmhaving a thickness not exceedi ng 200D which all ows
great transmttance of |ight such that the hol ographic effect
i s obtained and i mages below the filmare not shielded (col.
7, lines 1-32). The exam ner argues that one of ordinary
skill in the art, given Bloom s opaquing fluid test discussed
above, and given that Takeuchi’s substrate can be either
opaque or transparent (col. 19, lines 36-37), would have been
notivated to adjust the thickness of Takeuchi’s hol ographic
ef fect enhancing | ayer as needed to obtain the desired
refl ectance and to place this |ayer between Bl ooni s adhesive
| ayer and protective layer to produce a protected inaged
transparency viewable in reflectance (answer, pages 5-6).

In order for a prima facie case of obviousness to be
established, the teachings fromthe prior art itself mnust
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appear to have suggested the clainmed subject matter to one of
ordinary skill in the art. See In re R nehart, 531 F.2d 1048,
1051, 189 USPQ 143, 147 (CCPA 1976). The nere fact that the
prior art could be nodified as proposed by the exam ner is not
sufficient to establish a prima facie case of obvi ousness.

See In re Fritch, 972 F.2d 1260, 1266, 23 USPRd 1780, 1783
(Fed. GCir. 1992). The exam ner nust explain why the prior art
woul d have suggested to one of ordinary skill in the art the
desirability of the nodification. See Fritch, 972 F.2d at
1266, 23 USPQ2d at 1783-84.

The exam ner has not explained why the prior art itself
woul d have | ed one of ordinary skill in the art to appellants’
clainmed invention. Instead, the exam ner has used appellants’
di scl osure of their invention as a guide to piece together
i sol ated teachings fromthe references, such as Blooms
opaqui ng fluid test and Takeuchi’s hol ographi c effect
enhancing |ayer, and to nodify these teachings such that
appel lants’ clained invention is produced. 1In doing so, the
exam ner has relied upon inpermssible hindsight. See WL.

Gore & Associates v. Grlock, Inc., 721 F.2d at 1553, 220 USPQ
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at 312-13; Rothernel, 276 F.2d at 396, 125 USPQ 331.

Accordingly, we reverse the exam ner’s rejection.
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DECI SI ON

The rejection of clains 12-20 under 35 U . S.C. § 103 over
Bl oomin view of Takeuchi is reversed.

REVERSED

EDWARD C. KIM.I N
Adm ni strative Patent Judge

BOARD OF PATENT

BRADLEY R GARRI S APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

TERRY J. OWNENS
Adm ni strative Patent Judge
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Brian L. Mchaelis, Esq.

Brown, Rudnick, Freed & Gesner, P.C
One Financial Center, 18th Fl oor
Boston, NA 02111
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