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for publication in a law journal and (2) is not binding precedent of the Board.
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ON BRI EF

Bef ore THOVAS, BARRETT, and BARRY, Admi nistrative Patent Judges.

BARRY, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe final rejection of clains 1-21. The appellant filed
anendnents after final rejection on June 13, 1996, and on
July 5, 1996. Although the former was denied entry, the

|atter was entered. W reverse.
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BACKGROUND

When debuggi ng a conputer system a tester nust first
identify a conponent that has failed. He can then test the
conponent to pinpoint the cause of the fault. Wen the faulty
conponent is an integrated circuit (1C, the ICis comonly
removed fromthe system and i ndependently tested on automatic
test equipnment. Recreating a fault can be difficult, however,
when the ICis tested independently. Furthernore, witing
software to drive the I1C during testing can be slow and

| abori ous.

The invention at issue in this appeal tests an IC die
while it is operatively connected to and driven by the actual
conputer systemin which it is used. Such testing can detect
faults and errors caused by conputer-system| evel problens
such as parasitic capacitance and slight differences in

expected vol t ages.

Claiml, which is representative for our purposes,

foll ows:
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1. A nmethod of testing an integrated circuit
in a systemlevel environnent using an actual
el ectrical systemin which answer the integrated
circuit is intended to be used to operate the
integrated circuit during the testing, the
integrated circuit being part of a nodule which
makes up part of the electrical systemand the
integrated circuit to be tested being operatively
connected to the electrical systemwhen the testing
occurs, the nethod conprising the steps of:

exposing a die in a packaged integrated circuit
to be tested;

pl aci ng the nodul e that incorporates the exposed
die on a test platformand positioning a sensor
probe relative to the exposed die such that the
sensor probe can directly nonitor the die during
testing;

operating the electrical systemin a manner
whi ch exercises the exposed die; and

usi ng the sensor probe to directly nonitor the
die while the exposed die is being exercised by the
operation of the electrical systemin which the
integrated circuit is intended to be used.

The references relied on in rejecting the clainms foll ow

Choi et al. (Choi) 4,862, 075 Aug. 29,
1989
Baerg et al. (Baerg) 4,980, 019 Dec. 25,
1990
Huppent hal 5,162, 728 Nov. 10,
1992
Hurley et al. (Hurley) 5,475, 316 Dec. 12,
1995. (Filed Dec. 27,

1993)



Appeal No. 1997-4069 Page 4
Application No. 08/282,913

Clainms 1-8 and 14 stand rejected under 35 U.S.C. 8 103 as
obvi ous over Choi in view of Baerg. Cains 9-13 stand
rejected under 35 U . S.C. § 103 as obvious over Choi in view of
Baerg further in view of Huppenthal. dains 15-17 stand
rejected under 35 U . S.C. § 103 as obvious over Choi in view of
Baerg further in view of Huppenthal even further in view of
Hurley. dCains 18-21 stand rejected under 35 U.S.C. 8 103 as
obvi ous over Choi in view of Hurley. Rather than repeat the
argunents of the appellant or examner in toto, we refer the
reader to the briefs and answer for the respective details

t her eof .

OPI NI ON
In reaching our decision in this appeal, we considered
the subject matter on appeal and the rejections advanced by
the exam ner. Furthernore, we duly considered the argunents
and evidence of the appellant and exam ner. After considering
the totality of the record, we are persuaded that the exam ner

erred inrejecting clains 1-21. Accordingly, we reverse.
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We begin by noting the followng principles fromln re
Rijckaert, 9 F.3d 1531, 1532, 28 USPQ@d 1955, 1956 (Fed. Cr
1993) .

In rejecting clains under 35 U.S.C. Section 103, the
exam ner bears the initial burden of presenting a
prima facie case of obviousness. |In re Qetiker, 977
F.2d 1443, 1445, 24 USPQRd 1443, 1444 (Fed. Cr
1992). Only if that burden is met, does the burden
of comng forward with evidence or argunent shift
to the applicant. [1d. "A prim facie case of

obvi ousness is established when the teachings from
the prior art itself would appear to have suggested
the clained subject matter to a person of ordinary
skill inthe art." 1nre Bell, 991 F.2d 781, 782,
26 USP2d 1529, 1531 (Fed. Gr. 1993) (quoting In re
Ri nehart, 531 F.2d 1048, 1051, 189 USPQ 143, 147
(CCPA 1976)). If the examner fails to establish a
prima facie case, the rejection is inproper and w ||
be overturned. In re Fine, 837 F.2d 1071, 1074, 5
UsPQ@d 1596, 1598 (Fed. Cir. 1988).

Wth these principles in mnd, we address the obvi ousness of
the foll owi ng groups of clains:

. claims 1-17
. clains 18-21.

We first address the obviousness of clainms 1-17.

Clains 1-17

The appel | ant argues, “no reasonabl e conbi nation of the

Choi and Baerg patents discloses or reasonably suggests the
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testing of an exposed die while the die is being driven or

exerci sed by the actual systemin which the integrated circuit

is to be used.” (Appeal Br. at 7.) The exanmner’s reply
foll ows.

A person of ordinary skill in the art would [have]
be[en] notivated to utilize the teachings of Baerg
for testing a die into the test system of Choi to be
abl e to conduct el aborate tests, since Choi already
teaches (col. 2, lines 26-68) his test systenis
adoptability [sic] to various devices including
integrated circuits and sem conductor wafers and
Baerg provides further notivation for such an

i nclusion by teaching that for perform ng el aborate
tests, the integrated circuit needs to be eval uated
internally requiring exposing the die. (Exam ner’s
Answer at 9.)

At the outset, we note that the exam ner’s rejections

focus on the content of the references. He fails to map the

exact and conpl ete | anguage of the clains to the teachings of
the references. “‘[T]he main purpose of the exam nation, to
whi ch every application is subjected, is to try to make sure

that what each claimdefines is patentable. [T]lhe nane of the

gane is the claim....’”” Inre Honiker Co., 150 F.3d 1362,

1369, 47 USPQ2d 1523, 1529 (Fed. Cr. 1998) (quoting Gles S.

Ri ch, The Extent of the Protection and Interpretation of




Appeal No. 1997-4069
Application No. 08/282,913

Cainms --Anmerican Perspectives, 21 Int'l Rev. Indus. Prop.

Copyright L. 497, 499, 501 (1990)).
Here, clains 1-13 each specify in pertinent part the
following limtations:

testing an integrated circuit in a system|evel

envi ronment using an actual electrical systemin
answer the integrated circuit is intended to be used
to operate the integrated circuit during the
testing, ... the integrated circuit to be tested
bei ng operatively connected to the electrical system
when the testing occurs, the nmethod conprising the
steps of:

operating the electrical systemin a manner
whi ch exerci ses the exposed die; and

using the sensor probe to directly nonitor the
die while the exposed die is being exercised by the
operation of the electrical systemin which the
integrated circuit is intended to be used.

Simlarly, clainms 14-17 each specify in pertinent part the
followwng [imtations:

a test platformarranged to support a board
| evel nodule that carries a multiplicity of
el ectrically connected conponents that make up at
| east a part of an overall electrical systemin
which the integrated circuit is intended to be used,
the platform supporting the board | evel nodul e such
that the board | evel nodule remains operatively
connected to the electrical systemduring the
testing procedure;

Page 7
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a designated exposed integrated circuit die
that is nounted on and electrically connected within
sai d nodul e and which forns a conponent in the
el ectrical system and

a driver suitable for directing the operation of

the electrical systemin which the integrated

circuit die is intended to be used in a manner that

exercises the designated die to facilitate testing

of the designated die during the operation of the

el ectrical system
In summary, the clainms each recite testing an IC die while the
die is connected to and exercised by the actual electrical

systemin which it is to be used.

The exam ner fails to show a teaching or suggestion of
the clained imtations. “QObviousness may not be established
using hindsight or in view of the teachings or suggestions of

the inventor.” Para-Ordnance Mg. v. SGS Inporters Int'l, 73

F.3d 1085, 1087, 37 USPQxd 1237, 1239 (Fed. Gir. 1995) (citing

WL. CGore & Assocs., Inc. v. Garlock, Inc., 721 F.2d 1540,

1551, 1553, 220 USPQ 303, 311, 312-13 (Fed. Cir. 1983)). “The
mere fact that the prior art nay be nodified in the manner
suggested by the Exam ner does not nake the nodification

obvi ous unless the prior art suggested the desirability of the

nodi fication.” |Inre Fritch, 972 F.2d 1260, 1266, 23 USPQd
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1780, 1784 (Fed. Cr. 1992) (citing In re Gordon, 733 F.2d

900, 902, 221 USPQ 1125, 1127 (Fed. Cir. 1984)). “It is
i nperm ssible to use the clainmed invention as an instruction
manual or ‘tenplate’ to piece together the teachings of the

prior art so that the claimed invention is rendered obvious.”

Fritch, 972 F.2d 1266, 23 USPQ2d at 1784, (citing In re

Gorman, 933 F.2d 982, 987, 18 USP(2d 1885, 1888 (Fed. Cr

1991)).
Here, Choi teaches “a high speed test system... that
measures el ectrical properties of various devices.” Col. 2,

I1. 49-50. The examiner fails to allege, |et alone show,
however, that a device being neasured by the test system
remai ns connected to and exercised by the actual systemin
which it is to be used. Rather than renaining connected to
the actual system the reference’s device under test (DUT) is
received by a socket 15 in an adapter board 13. Col. 4, II.
3-4. Instead of being exercised by the actual system
noreover, “[a] multiplicity of electronic boards are provided

[in Choi] to drive the device under test.” [d. at Il. 5-6.
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The exam ner also fails to allege, |let alone show, that
Baerg, Huppenthal, or Hurley renedies the defects of Choi. He
relies on Baerg nerely to suggest that “el aborate tests ..
woul d require exposing the die ....” (Exam ner’s Answer at
4.) The exam ner relies on Huppenthal only to teach “a wafer
prober that noves the wafers into proper position and probes
are positioned [sic] to physically and electrically contact
the DUT.” (ld. at 5.) He relies on Hurley nmerely to show “an
em ssion mcroscope to detect and | ocalize in-process and use-

related defects in integrated circuits.” (lLd. at 7.)

For the foregoing reasons, we are not persuaded t hat
teachings fromthe prior art woul d appear to have suggested
the clained imtations of testing an 1C die while the die is
connected to and exercised by the actual electrical systemin
which it is to be used. The exam ner inperm ssibly relies on
the appellant’s teachings or suggestions; he has not

established a prima facie case of obviousness. Therefore, we

reverse the rejections of clains 1-17 under 35 U. S.C. § 103.

Next, and | ast, we address the obvi ousness of clains 18-21.
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Cains 18-21

The appel | ant nmakes the foll ow ng argunent.

[ N o reasonabl e conbi nati on of the Choi and Hurl ey
patents discl ose or reasonably suggest a nodul e
including a printed circuit board having a prober
testing opening with an integrated circuit nounted
over the prober testing opening such that a sensor
probe can access the die through the prober testing
openi ng when the die is exposed and while the die is
still electrically connected to the nodule. (Appeal
Br. at 13.)

The examner’s reply foll ows.

Hurl ey teaches (col. 5, lines 44-58) a nodification
such that the actual stage is a hole cut into the

vi bration isolation table which allows the DUT in
its socket to extend into the light tight enclosure.
Exam ner contends that for [sic] a person having
ordinary skill in the art would [ have] be[en]
notivated [sic] to nodify Choi test systemto be
able to incorporate the eni ssion mcroscope and the
nodi fication stated above. This is because both
systens are fromthe sane environnent and Hurley's
em ssion m croscope provides capabilities for
detecting in-process and use-rel ated defects in
integrated circuits and provides avail able interface
to ATE tester of the type disclosed by Choi which is
notivation ... for the nodification stated above.
(Exam ner’s Answer at 12.)

Clainms 18-21 each specify in pertinent part the foll ow ng
limtations:

a printed circuit board ... having a prober
testing opening forned therein; and
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a multiplicity of conmponents nmounted on the
printed circuit board, ... including an integrated
circuit on a silicon die that is nmounted over the
prober testing opening such that a sensor probe can
access the die through said prober testing opening

In summary, the clainms each recite an I C die nounted over an

opening in a printed circuit board (PCB) so that a sensor

probe can access the die through the opening.

The exam ner fails to show a teaching or suggestion of
the clained limtations. He admts, “Not explicitly disclosed
by Choi is an integrated circuit on a silicon die that is
mount ed over [a] prober [sic] testing opening such that a
sensor probe can access the die through testing opening ....”

(Exam ner’s Answer at 8.)

Hurl ey, in turn, teaches “an inproved transportable
em ssion mcroscope for testing sem conductor circuits.” Col.
1, Il. 7-8. “A departure fromprior art is the direct access
of the em ssion mcroscope objectives to the die face of the
DUT.” Col. 7, Il. 38-39. The mcroscope omts a fixed stage.

“Where a stage (the focal plane of the objectives) would
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exist, a twelve inch hole is cut through the vibration

isolation tabletop.” 1d. at Il. 1-4. “This allows the DUT 43
inits socket to extend into the light tight enclosure.” Col.
5 |Il. 46-47.

The exam ner fails to show that the hole through the
vi bration isolation tabletop woul d have suggested nounting an
| C die over an opening in a PCB so that a sensor probe can
access the die through the opening. Rather than being nounted
on a PCB, the reference’s DUT is placed in “[a] test socket or
‘daughter board’ ... nmounted on [a] test head 39 ....” Col.
5 11. 23-25. The hole on which the examner relies is not in
the test socket/daughter board or in anything on which the DUT
is mounted. Instead, the hole is “cut into the vibration
isolation table.” 1d. at Il. 45-46. Rather than permtting a
sensor probe to access an |IC die, noreover, the exani ner
admts that the hole “allows the DUT in its socket to extend

into the light tight enclosure.” (Exam ner’s Answer at 12.)

For the foregoing reasons, we are not persuaded that

teachings fromthe prior art woul d appear to have suggested
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the clained imtations of an IC die nounted over an openi ng
in a PCB so that a sensor probe can access the die through the
openi ng. The exam ner inpermssibly relies on the appellant’s

t eachi ngs or suggestions; he has not established a prima facie

case of obviousness. Therefore, we reverse the rejections of

clains 18-21 under 35 U.S.C. § 103.

CONCLUSI ON

To sunmari ze, the rejection of clains 1-21 under 35

US. C 8 103 is reversed.

REVERSED

JAMES D. THOVAS

Adm ni strative Patent Judge

BOARD OF PATENT

LEE E. BARRETT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES
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